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THE LEGAL STATUS OF THE CONSCIEN- 
TIOUS OBJECTOR 


H. GIFFORD IRION 


Member of the District of Columbia Bar; Assistant Counsel, 
Rural Electrification Administration 


The growth since 1918 of an attitude condemning war 
is likely to revive a legal question in Great Britain and 
the United States which at first glance seems to have been 
settled by cases arising under Anglo-Saxon law. Several 
philosophies giving expression to this attitude and ra- 
tionalizing the emotional revulsion which was generated 
by the World War, have been evolved or made more 
widespread. In the ensuing discussion, persons who ad- 
here to one or more of these philosophies will be re- 
ferred to, for convenience, as “conscientous objectors” or 
“nacifists,” although the terms are not strictly applicable 
in all instances.* 

The rights of such persons have been judicially defined 
in recent years in three general categories of cases. First, 
the naturalization cases. Second, those dealing with the 
right of a conscientious objector to refrain from taking 
the prescribed courses in military training at the college 
or university of his choosing. Third, those cases arising 


1 The terms “Conscientious Objector” and “Pacifist” are used herein inter- 
changeably, although it is recognized that they may be distinguished. Further- 
more, there exist various types of pacifism the motives for which have little if 
anything in common. These will be discussed later in the article, 
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under the war-time Selective Service and Espionage 
Acts.” 


I. NATURALIZATION CASES 


The two foremost cases involving the naturalization of 
aliens who hold scruples against bearing arms are U. S. 
v. Schwimmer® and U.S. v. MacIntosh. In both suits 
the result was favorable to the applicant for citizenship 
in the Circuit Court of Appeal, and both suffered re- 
versal by the Supreme Court in five-four decisions. The 
Schwimmer case denied citizenship to a woman in her 
fifties because she indicated an unwillingness to bear arms 
in case of war. MacIntosh, a Canadian and professor in 
the Yale Divinity School, who had served in the British 
army, affirmed that he would reserve the right of deter- 
mining whether the war were a just one. These attitudes 
were held inconsistent with that attachment to the prin- 
ciples of the CONSTITUTION required by the Naturaliza- 
tion Law.’ 

Without exploring the majority and dissenting opin- 
ions in these cases which have been carefully analyzed 
and criticized, it serves our present purpose to observe 
that one premise of the majority was the doctrine of a 
duty binding the citizen to fight for the government when 
ordered to do so regardless of his personal opinion. This 
is the ligamentary matter which unites the cases under 
consideration and which will be treated more fully here- 
after. 

II. RIGHTS OF STUDENT PACIFISTS 


The Supreme Court has also passed upon the claim of 
several students at a state-supported university to the 


2 Selective Service Act of May 18, 1917, 40 Stat. 76; Espionage Act of 
June 15, 1917, 40 Stat. 217, especially § 3. 

3279 U. S. 644, 49 Sup. Ct. 448, 73 L. ed. 889 (1929); annotated in (1930) 
3 So. Car. L. Rev. 224; (1930) 28 Micu. L. Rev. 445; (1929) 38 Yate L. 
Jour. 673; (1929) 7 N. Y. Univ. L. Rev. 157, 723. The fact that respondent 
was a woman in her fifties, hence not likely to be actively a menace to the 
government in war time, was not considered as controlling by the majority. Her 
opinion per se was the dominant aspect. 

#283 U. S. 605, 51 Sup. Ct. 570, 75 L. ed. 1302 (1931); and see (1929) 23 
Am Jour. Int. Law 786-91. 

5 34 Stat. 597, 8, c. 3592, 
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privilege of attending that institution without submitting 
to its requirement of military training.» As members of 
the Methodist Church and in accordance with its policy 
as well as their own conscientious beliefs, the appellants 
declined to take the prescribed courses in military train- 
ing. The university was an institution established pur- 
suant to the provisions of the Morrill Act’ and an Act of 
the California Legislature.” It was averred that appel- 
lants could not attend a similar institution within the state 
without much greater expense and this they could not af- 
ford. Their contention was that the laws and regents’ 
order requiring military training were repugnant to the 
Fourteenth Amendment of the CONSTITUTION and to the 
Briand-Kellogg Peace Pact. Speaking through Mr. 
Justice Butler, the Court held that the privilege of at- 
tending the university as a student was given by the state 
and was not derived from the Federal government. There 
was, he said, no invasion of the liberty of one who held 
conscientious objections in the mere preparation for war 
and military training, and the required courses were held 
not to be in conflict with the Briand-Kellogg Peace Pact. 
This last point was given summary treatment without dis- 
cussion, a practice reminiscent of courts in the war-time 
cases.*° The irrelevancy of the pact does not seem to fol- 
low so logically as not to warrant some discussion. 


III. WAR-TIME CASES 


Under the popular caption of the Selective Draft 
Cases“ the Court, through Chief Justice White, gave 


6 Hamilton v. Board of Regents, 293 U. S. 245, 55 Sup. Ct. 197, 79 L. ed. 
343 (1934). See also Pearson v. Coale, 165 Md. 224, 167 Atl. 54 (1933), appeal 
denied for want of a substantial federal question, 290 U. S. 597, 54 Sup. Ct. 131, 
78 L. ed. 525 (1933); annotated in (1933) 2 Geo. Wasu. L. Rev. 98. 

712 Stat. 503. 

8 Act of March 23, 1868. 

9 46 Stat. 2343. 

10In the Selective Draft Cases, infra note 11, the Court indulged frequently 
in such expressions as “too frivolous for further notice”; “the contention to 
that effect is refuted by its mere statement”; “childish to deny”; “too wanting 
in merit to require further notice.” This is referred to as the “high-handed- 
jargon of the Star Chamber” by Mr. Black in his critical article on the Selective 
Draft Cases (1931) 11 Boston U. L. Rev. 37. 

11 Arver v. U. S., 245 U. S. 366, 38 Sup. Ct. 159, 62 L. ed. 349 (1918). 
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utterance to the principle that in time of war the Federal 
government can conscript its citizens for military serv- 
ice; that this right is absolute and not contingent upon 
there being an invasion of the nation’s territory. The 
opinion seems based in part on necessity and in part upon 
historical precedent, although the latter ground is subject 
to doubt. Holdsworth records several instances wherein 
men were impressed for service in the army and navy by 
royal proclamation,” the earliest being in 1588, and this 
one for foreign service.** The obligation of the feoffee 
to bear arms for his lord was a signal part of the medieval 
feudal system, yet this duty rested on an express contract 
and was part of the consideration for the lord’s protec- 
tion.* In later times it became common for tenants to 
pay a sum stipulated in lieu of military service, known 
as scutage,”° a situation not unlike that existing in the 
north during our Civil War. 


In Saxon times the entire male population was re- 
garded as the army in periods of conflict but this concep- 
tion apparently did not exist after the Norman Con- 
quest.*® Instances of impressment of men for both army 
and navy were known in the 17th and 18th centuries.” 
In the World War, as observed in the Selective Draft 


12 4 Ho_pswortH, History or ENcLisH Law, 329, 330, 6 ibid. 140, 304. 
13 4 ibid. 299. 


14 See WuiTE, THE MAKING OF THE ENGLISH CONSTITUTION (2d ed.) 97, 98; 
ApAMS, CONSTITUTIONAL History oF ENGLAND 55. 


15 This practice began in the reign of Henry I (1100-1135) or earlier. 
Wuite, THE MAKING OF THE ENGLISH CoNSTITUTION 121. With the fee thus 
paid the lord was able to retain a permanent force of professional warriors 
who, it may be supposed, were more efficient than the army of feudal tenants. 
AbDAMS, CONSTITUTIONAL History oF ENGLAND 122, 153; Taytor, OrIGIN AND 
GROWTH OF THE ENGLISH CONSTITUTION 283. 


16 In Anglo-Saxon England the Fyrd was the fighting force and was com- 
posed of all freeholders in the prime of life. I Tram AND Mann, Socrat Enc- 
LAND 204. The Fyrd was retained after the Norman Conquest but its utility 
for service out of the kingdom was not great. MAITLAND, DoMEspAY Book AND 
Beyonp 156-161. 


17 Infra notes 24 and 25. King v. Jubbs, Cowper 512, 517 (1776); King v. 
Young, 9 East 466, 103 E. R. 650 (1808); Anthony Barrows Case, 14 East 
346, 104 E. R. 635 (1811). “The word impressment originally connoted no 
idea of physical compulsion. Press money was given both to soldiers and sailors 
on voluntary enlistment as the earnest of their contract to serve. It was the 
‘King’s Shilling.” 28 Hatsspury’s Laws or ENGLAND (2d ed.) 562, note r. 
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Cases,* nearly all of the Powers practiced conscription, 
yet the fact is worth little more than passing interest since 
none of the Powers mentioned by the Court use the 
Common Law, and by that only should the American 
courts be bound. 


In support of the proposition that every citizen is 
obliged to take arms for his country if so called upon, the 
Supreme Court cited Vattel’s “Law of Nations.” ** Vat- 
tel, writing in the 18th century, made what appear to be 
inconsistent statements. He declared that the “King of 
England, who has the right of making war, has also, in- 
deed, that of granting commissions for raising troops; 
but he cannot compel a person to enlist, (italics sic) nor, 
without the occurrence of Parliament, keep an army on 
foot.” *° Further on the writer held that every person is 
bound to serve and defend the state as far as he is able 
since society cannot otherwise be maintained. The duty 
devolves upon women as well as men but is not generally 
exacted of them because, as Vattel quaintly observes, “the 
mixture of both sexes in armies would be attended with 
too many inconveniences.” ™ 


The Court also points to the Civil War case of Kneed- 
ler v. Lane* which upheld the federal draft legislation.” 
An injunction was sought here to restrain federal officers 
from acting pursuant to the statute in question. On first 
hearing an interlocutory injunction was granted but on 
final hearing it was dissolved. The Court was divided 
both times and it is probable that the final decision was 
influenced more by an unwillingness on the part of a state 
court to interfere with federal officials than by a belief 
in the constitutionality of the statute. The numerous 


18245 U. S. 366, 378, 38 Sup. Ct. 159, 62 L. ed. 349 (1918). In a footnote 
reference is made to those governments enforcing military service as listed in 
THE STATESMAN’S YEARBOOK for 1917. 

192 VatreL, Law or Nations, cc. I and 2 (ed. of 1855). 

20 Tbid. 293. 

21 [bid. 

22 Kneedler v. Lane, 45 Pa. 238 (1863). 

23 Act of March 3, 1863, 12 Stat. 731, 





130 THE GEORGE WASHINGTON LAW REVIEW 


opinions written by members of the court in connection 
with this case indicate that the issue was very carefully 
considered. In the South, it may be added, conscription 
was held constitutional by both the Confederate and State 
governments.” 

The cardinal question in the Selective Draft Cases is 
whether a citizen can be compelled to give military serv- 
ice outside the national territory and this is one variation 
of a problem, the theme of which, one might say, is ex- 
pressed in one way or another throughout the cases to be 
examined. More broadly stated, this problem in its es- 
sence is not a legal so much as an ethical one, and is iden- 
tical with that which Hegel answered negatively, namely, 
can man ever possess a moral right to disobey the law? * 
Before inquiring into the philosophic nature of this ques- 
tion let us reckon with the decisions. 


IV. EsploNAGE Act CASES 
A multitude of cases arose under the Espionage Act 


involving the prerogative of free speech during war time. 
Since most of these cases are more fundamentally con- 
cerned with free speech in general than with free speech 
for pacifist opinion, it is necessary to note only a few. 

It should be borne in mind that the voicing of pacifist 
opinion, whether in war or peace, is a subordinate phase 
of the essential problem. Of primary importance is the 
action based on such opinion, either negative, as in resist- 
ing the draft, or affirmative, as in directly persuading oth- 
ers to so resist. The courts have not always clarified their 
attitude to the extent of recognizing that the mere hold- 
ing of a belief or uttering the same is not identical with 
an ovett act. 


24 Barber v. Irwin, 34 Ga. 28 (1864) ; Parker v. Koughman, 34 Ga. 136 (1865) ; 
Ex parte Coupland, 26 Tex. 386 (1862). See the strong dissent in this case 
at p. 405. It was also held that a conscientious objector might be exempt from 
service under state law, but unless he belonged to one of the religious sects 
specifically exempted by the Confederate statutes he was liable to military duty. 
Ex parte Stringer, 38 Ala. 457 (1863). 

25 There is an interesting discussion of this question as it arises from the 
naturalization cases, supra notes 3 and 4 in the article Pacifism and Citizenship 
(1932) U. S. Law Rev. 480. 
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It is submitted that the limitation of this right is best 
expressed in the picturesque and graphic illustration of 
Justice Holmes that “the most stringent protection of 
free speech would not protect a man in falsely shouting 
‘fire’ in a theatre and causing a panic.” * 

The lurking Charybdis of Holmes’ principle is the 
vexed question: when is the shout of “Fire!” false and 
under what circumstances is the crowded theatre likely 
to be thrown into turmoil by incendiary remarks, or, in 
short, what are incendiary remarks? ‘The criterion was 
stretched to shocking lengths in a Federal district court 
when a defendant, who had exhibited handbills portray- 
ing brutal treatment of pacifists in prisons, was held a 
violator of the Espionage Law in that his acts inferred 
that the CONSTITUTION had proved inadequate to secure 
justice for American citizens.” If this decision were fol- 
lowed it would be unlawful in war time to question any 
court ruling or the treatment of convicted prisoners. 

The Act was liberally interpreted so that any statement 
which was likely to deter men from serving in the army 
or navy was banned.” The term “enlistment” was con- 
sidered to include volunteer service or drafting.” It is 
possible that the laws of conscription might be wholly 
arbitrary, unjust, and unwarranted, yet be immune from 
criticism since they possess a singular privilege known to 
no other legislation. Neither the sincerity of its policy 
nor the need for its existence could be assailed because 
the courts were ready to infer an intention or at least a 
condition calculated to arouse dissatisfaction,” hence 
opposition to the war.” 


26 Schenck v. U. S., 249 U. S. 47, 39 Sup. Ct. 247, 63 L. ed. 470 (1919). 

27U. S. v. Steene, 263 Fed. 130 (N. Y. 1920). On this general topic see the 
compendious book by CHAFEE, FREEDOM oF SPEECH (1920); Also, Carroll, 
Freedom of Speech and of the Press in War Time (1919) 17 Micu. L. Rev. 621; 
Vance, Freedom of Speech and of the tas Faas 2 Minn. L. Rev. 239; Free 
Speech: A Debate (1924) 19 Itt. L. Rev. 1 

28 Doe v. U. S., 253 Fed. 903 (C. C. 2. ath, 1918); Debs v. U. S., 249 U. S. 
211, 39 Sup. Ct. 252, 63 L. ed. 566 (191 

29U. S. v. Prieth, 251 Fed. 946 (N. r 1918). 

30 Debs was convicted on the test that the “reasonably probable effect of his 
speech might cause insubordination.” a note 25; and also the comment in 
CHAFEE, FREEDOM OF SPEECH, 90-93 (1920). 

a1U. S. v. Binder, 253 Fed, 978 (N. Y. 1918), 
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In the light of these recent decisions we are confronted 
with the question whether the legal rights of the consci- 
entious objector are summarized completely in the state- 
ment of Mr. Justice Sutherland in the MacIntosh case.” 
Respondent had made the assertion that it was a “fixed 
principle of our CONSTITUTION, zealously guarded by 
our laws, that a citizen cannot be forced and need not 
bear arms in a war if he has conscientious religious scru- 
ples against doing so.” Mr. Justice Sutherland said, 
“This, if it means what it seems to say, is an astonishing 
statement. Of course there is no such principle of the 
CONSTITUTION, fixed or otherwise. The conscientious 
objector is relieved from the obligation to bear arms in 
obedience to no constitutional provision, express or im- 
plied; but because, and only because, it has accorded 
with the policy of Congress thus to relieve him.” * 

It would appear from this statement that a person who, 
either through religious or other objections, refuses to 
bear arms must seek relief through legislation rather than 
on constitutional grounds. It might be noted that some 
of the State Constitutions expressly exempt from service 
in the militia those persons who have conscientious scru- 
ples against bearing arms. In a number of early cases 
the right of members of the Society of Friends, or Quak- 
ers, to be excused from militia duty, was upheld.** One 
detects an attitude of reluctance, however, on the part of 
courts to sustain this privilege and procedural errors 
were frequently seized upon to defeat the exemption. For 
example, it was held in Massachusetts that no inference 
existed that every member of the Society of Friends was 
conscientiously opposed to bearing arms. Such belief 
had to be shown affirmatively before a member of the So- 
ciety could claim exemption.” 


32 Supra note 4. 

33 283 U. S. 605, 623, 51 Sup. Ct. 570, 75 L. ed. 1302 (1931). 

34 See White and Voorhies v. McBride, 4 Bibb (Ky.) 61 (1815). The present 
KENTuUCKy CONSTITUTION retains this aga geen Carroll’s Ky. Stat., Baldwin’s 
1936 Rev., Kentucky ConstituTIon, §§ 219, 220. 

35 Supra note 34. Dole v. Allen, 4 Me. 527 (1827). 
36 Lees v. Childs, 17 Mass. 351 (1821). 
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In another Massachusetts case the respondent produced 
a certificate from the overseers of the Society of Friends, 
stating that he attended with “said Society for public 
worship,” and was “conscientiously scrupulous of bear- 
ing arms.” The certificate was held defective on the 
ground that it did not specify that respondent was a mem- 
ber of the Society.” 

In a more liberal vein is the opinion of Judge Weston 
in a Case arising in Maine.** The certificate of the 
Quaker overseers stated that defendant “measurably” 
conformed to the usages of the Society. It was held that 
this clearly indicated his membership in the Society and 
his conscientious objection. 

It is significant that in the cases heretofore cited there 
was seldom any attempt on the part of the courts to ar- 
rive at a sympathetic understanding of the ethical propo- 
sition which was presented to them. Differentiation 
between the several pacifist philosophies was never men- 


tioned in any of the opinions and was probably not per- 
ceived by the judges writing them. Unless Congress 
chooses to withhold from all conscientious objectors lia- 
bility to be drafted in the event of any future war, it 


37 Commonwealth vy. Fletcher, 12 Mass. 441 (1815). 

38 Dole v. Allen, supra note 35. It is refreshing to observe the gentle tolerance 
of this opinion: “The sect to which the D belongs, after suffering much both 
in England and in this country, from the intolerance of the age in which they 
first appeared, have long since entitled themselves to public favor, by their 
exemplary and inoffensive deportment. The wisdom and expediency of re- 
ligious toleration, although it commends itself to the reason and feelings of all 
who give the subject a just consideration, was not readily adopted, nor until its 
utility and necessity was fully demonstrated by experience. It is now, however, 
generally acknowledged by the enlightened part of mankind. 

“It is one of the tenets of this denomination of Christians, that it is not lawful 
to engage in war, or bear arms, or to do any other act preparatory to a state 
of war. It is true, that during our revolutionary struggle, a portion of them, 
upon the principle of necessary self-defence, did take part with their country, 
in their endeavors to repel the enemy; but this was regarded as a departure 
from their general principles, and however justified by the dictates of patriotism 
and sound morality, it was held by a majority of their brethren, to be incon- 
sistent with the purity of their religious profession. If those who take a more 
enlarged view of the relations of mankind with each other, and the danger to 
which, in their present moral condition, the most unoffending are exposed, are 
impressed with necessity of arming in defence of their rights; it does not 
accord with the temper of the times to enforce the performance of this duty 
upon those, who from religious scruples, cannot do so, without violating their 
consciences. Such are left to contribute their proportion to the general good 
by cultivating the arts of peace.” 
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would seem imperative that both the Legislature and the 
Judiciary take cognizance of the philosophical bases 
upon which the pacifism of any given litigant depends.” 

Generally speaking, those who resist conscription can 
be divided into two general groups. There are those per- 
sons who are opposed to war and the bearing of arms on 
religious or ethical grounds, and these can properly be 
denominated as conscientious objectors. During the 
World War, however, a new type of objector appeared, 
and it is quite likely that any future conflict will find this 
type in vastly increased numbers. He may best be de- 
scribed as the “political objector.” *° It is possible that 
large numbers of socialists and trade-unionists will resist 
conscription on the ground that any war which the United 
States is likely to be involved in will be an “imperialistic” 
war: Political objectors are not opposed to war as such, 
since many of them would take up arms in a class strug- 
gle. It was probably for this reason that political ob- 
jectors were victims of very severe treatment during the 
World War. Recent events do not indicate that their 
lot will be any happier in the future. 

Probably the most famous type of Christian pacifism 
is that espoused by the Society of Friends. Their con- 
clusions appear in nowise to be dictated by considerations 
of expediency, economics, or politics. The fact that other 
nations resort to violence is no argument in favor of 
counter-violence as a means of preserving the state and 
all that it stands for. Consequently, the Quaker philoso- 
phy as regards war is highly individualistic, being de- 
pendent as it is on the awakening of the conscience of 
each person and the translation of such conscience into 


39 For an able exposition of modern Christian pacifism see H. R. L. SHEp- 
PARD, We Say “No” (1935); Pump S. Munrorp, AN INTRODUCTION TO 
PaciFisM (1937); DEvERE ALLEN, PACIFISM IN THE MopERN Wortp (1929). 

40 A recent discussion of the several kinds of war resisters and their treatment 
during the World War in this country, appeared in Harper’s MAGAZINE for 
October, 1939. It is an article Conscience in Wartime, by Lucille B. Milner 
and Groff Conklin. 


41 Ibid. pp. 507, 508. 
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terms of actual living. The Quaker position has been 
concisely described as follows: 


The Quakers realise that it is only those in whom the higher 
conscience is awakened who can regard it as their duty to stand 
firm for peace. They recognize that moral obligation varies ac- 
cording to the moral standard of the nation or the individual con- 
cerned. If, when war breaks out, a man who believes that war 
is right stands aside, from some private motive of his own, he is 
unquestionably doing wrong; he is playing the part of a coward. 
It is right for men always to act according to their conscience. 
If men believe that war is justified, then they are right to take 
their part in it, and we must honour them for acting according 
to their belief and living up to their standard. Moral standards 
vary, not only from one age to another, but among the individuals 
in a given society. If it were not so, there would be no progress 
at all. Moral progress only comes from the growth of a new 
standard and a new conscience in the community. Some men 
had to feel that Negro slavery was wrong, while the mass of 
their fellow-countrymen regarded it as right; otherwise it would 
never have been abolished at all. In the same way the realisa- 
tion of the utter and intrinsic wrongness of war must come to a 
minority before it can be generally accepted by the people. And 
the highest duty of that minority is to maintain their fidelity to 
the vision that is given to them.*? 


The same writer discusses the philosophy of non- 
resistance enunciated by Tolstoy, which was in essence 
that any resort to violence, regardless of the ends to be 
achieved, was immoral. 

It is not within the province of this article to discuss 
the merits of the various types of pacifism and non- 
resistance. It is suggested, however, that a tolerant and 
civilized attitude toward minorities in war time should 
inform itself as to the rationale lying behind the actions 
of those minorities. This is especially important in view 
of the fact that some conscientious objectors are agreeable 
to performing noncombatant service, whereas others re- 
fuse to participate in any form of activity which is under 

42 SIDNEY SPENCER, PACIFISM IN THEORY AND Practice (1926). See pp. 33, 
41. It might be contended that Christian pacifism by its creed cannot be justi- 
fied on grounds of policy or expediency. The recent influx of liberal economics 
into the churches has introduced a new element of thinking regarding war—a 
political element. Reinhold Niebuhr says of it, “This . . . has reduced Christian 
pacifism, which in its pure form knows martyrdom to be its end, to a counsel 


of prudence.” THE NATION, Jan. 28, 1938, p. 117, 118. 
43 Ibid. p. 50. 
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the direction of the War or Navy Departments. It is to 
be wondered whether the extreme objector, let us say the 
man who frankly resists conscription on the ground that 
he believes the war to be imperialistic in character, will 
find a haven of mercy either in the legislation of Con- 
gress or the decisions of courts of justice. In view of 
the severity of public opinion against such a man in times 
of aroused mass passion, humane considerations would 
seem to demand that Congress and the courts favor him 
with whatever leniency the national interests will permit. 

Civil liberties are not static things. There is progress 
and retrogress in their development. The privilege 
which was yesterday considered as perilous to the State, 
is permitted and exercised today as a fundamental human 
right. Likewise the act which today is considered un- 
warranted license, tomorrow may be sanctioned with the 
approval of the courts. It is possible that human beings 
may discover a principle that the more freedom which is 
alloted to each of them the more stable is the nation of 
which they are a part. Three centuries ago the right of 
religious freedom was regarded as dangerous, even in 
countries where democratic forms were farthest ad- 
vanced. May one doubt that the opponents of this right 
were less sincere or less disturbed than persons who to- 
day agree with Mr. Justice White that “The very con- 
ception of a just government and its duty to the citizen 
incurs the reciprocal obligation of the citizen to render 
military service in case of need and the right to compel 
it.” ** Unquestionably many of our forefathers saw in 
religious toleration the eventual decadence of society, 
just as many of the judges who decided cases cited herein 
believe that no government could survive which did not 
enforce military service upon its citizens in time of war. 

If the pacifist ever again stands before tribunals and 
his rights are narrowly determined by the decided cases, 
there appears to be no avenue by which he can claim a 


44245 U. S. 366, 378, 38 Sup. Ct. 159, 62 L. ed. at 349 (1918). 
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constitutional privilege for his opinions or the acts based 
upon them. Perhaps more important than relieving con- 
scientious objectors from serving in the armed forces is 
the preservation of the right to maintain a critical atti- 
tude while war is being waged.** The “free trade in 
ideas” which is part of historical democracy is abrogated 
in war time on the theory that the expression of any senti- 
ment unfavorable to the government would imperil the 
state. This might be conceded, yet according to the prin- 
ciples laid down by theorists like Jefferson, a democracy 
carries the seeds of its own destruction.** One of these 
seeds is free speech. But the danger of such an institu- 
tion is inversely proportionate to the intelligence and 
economic well-being of the people. It is therefore sub- 
mitted that during war a distinction might be drawn be- 
tween an expression of opinion which is reasonable, bona 
fide, and colorably based on facts, and an utterance made 
with such wanton and irresponsible disregard for truth 
as to be clearly an appeal to the passions, not the intellect. 

That conscription of men for a war of invasion will be 
upheld is certain unless the Selective Draft Cases are 
overruled. Whether the Court would permit a similar 
conscription of property is questionable, yet there seems 
palpable injustice in allowing confiscation against the 
citizen who is so unfortunate as to possess only his life, 
while denying it against the citizen who owns great mate- 
rial wealth.” 

Lastly, it is hoped that any rationalization of the legal 
problems of the conscientious objector will recognize 
that the ethical element is dominant, the legal elements, 
whether historical or analytical, are ancillary. 


45 See Chafee, The Conscription of Public Opiniom, appearing at p. 39 of 
Tue Next War (1925), Harvard Alumni Bulletin Press. 

46 Black, The Selective Draft Cases, supra note 10. See also, RaLpH ADAMS 
CraM, THE Enp or Democracy (1937), c. 14. 

47 Cormack, Universal Draft and Constitutional Limitations (1930) 3 So. CAL. 
L. Rev. 361. As to the advisability of conscription of men and property in 
wartime and the effect of such conscription on morale, see Eliot, The Defense 
of America, HARPERS MAGAZINE, December, 1938, No. 1063, pp. 74-85. 
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INTERNATIONAL ARBITRATION AND THE 
MAINTENANCE OF PEACE * 


L. A. BACHMAN 
Washington, D. C. 


I. ‘THE NATURE OF THE PROBLEM 


Causes of war. The causes of war are as various as 
the wars historians have had to explain. There have been, 
from earliest recorded history, wars of conquest—for 
land, loot, and slaves; Holy Wars to spread in fanatic 
onslaught the sway of religions; police wars to maintain 
an hegemony threatened by rebellions within; wars 
caused by jealous, fear, envy, and hatred. Some students 
of history trace nearly all wars to economic urges venting 
themselves in collisions inevitable to expansion and read- 
justment made necessary by changed conditions. Yet the 
world cannot escape the essential principle of perpetual 


change.’ Again, it has been suggested that “the passion 
for uniformity” has been one of the profoundest causes of 
the struggles which constitute so great a part of the story 
of the life of man on earth.* Perhaps it would not be in- 
accurate to characterize war as the extreme and violent 
manifestation of the perpetual conflict between stability 
and change. 


The maintenance of peace. The maintenance of peace 
must be sought in means effective to reconcile conflicting 
ambitions, to gratify legitimate desires and to settle in- 
evitable disputes. Often this requires the modification of 
stability; perhaps more often the restraint of change. The 
problem is to modify an existing situation or to settle con- 

* Winner of the Weddell Prize, 1939, for the best essay on the subject of 


“the promotion of peace among the nations of the world,” submitted by students 
at The George Washington University. 
1Kunz, The Problem of Revision in International Law (1938) 33 Am. J. 
InT. L. 38. 
2 Moore, INTERNATIONAL LAW AND SOME CURRENT ILLUSIONS AND OTHER 
Essays (1924) p. 316. 
[ 138] 
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flicting claims in accord with principles and procedure 
acceptable to all parties concerned. A conflict is neces- 
sarily conceived as capable of settlement by an appeal to 
a rule or standard. But the higher general interest of the 
whole international community, vital to the maintenance 
of peace, will not be necessarily realized by mere assertion 
of existing rights and duties under prior existing rules. 
Rather there must be an application in the peaceful ad- 
justment of each conflict of “international wisdom guided 
by international equity.”* In a changing world there 
must be international settlements constituting an orderly 
process of change. The most acceptable settlements have 
been those based on principles of international wisdom 
which perhaps had their birth as juristic conceptions, but 
which have been adopted by fragments at irregular inter- 
vals when nations have come to a realization that such 
principles offer a mode of international life superior to 
blind plunging along unlighted avenues of history. To 
make such settlements is essentially a judicial process. 
One of the most ancient and honorable modes of apply- 
ing a judicial process to the settlement of international 
disputes is arbitration. However, the system of arbitra- 
tion will not prevent war in cases where governments can, 
with the full approval of public opinion, disregard all 
machinery available for peaceful settlement. “It is well 
established in international law that no state can, without 
its consent, be compelled to submit its disputes with other 
states either to mediation or to arbitration, or to any other 
kind of pacific settlement.” * In an appraisal of the effec- 
tiveness of arbitration in the maintenance of world peace 
it is well to bear in mind the remark of the great Greek 
law giver Solon who was charged with the preparation of 
a code of laws for the government of Athens. When 
asked if his completed code was the best that he could pre- 


3 Williams, Justiciable and Other Disputes (1933) 26 Am. J. Int. L. 31. 


4 Eastern Carelia Opinion, Permanent Court of International Justice, July 23, 
1923. 1 Hudson World Court Reports 190. 
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pare he replied :—“No;—but it is the best that the people 
are at present able to receive.” 


II. THE NATURE AND APPLICATION OF INTERNATIONAL 
ARBITRATION 


Arbitration defined. Arbitration has been defined as 
“the decision of a man of good judgment who is not con- 
trolled by the technical rules of law, but is at liberty to 
adapt the general principles of justice to the peculiar cir- 
cumstances of the case.” ° However, arbitration is and 
has always been considered in international law a judicial 
process. While the mediator recommends it is the func- 
tion of the arbitrator to decide. The term arbitration has 
been applied to the judicial process in international rela- 
tions because in the absence of a tribunal with a fixed per- 
sonnel it remains for the parties in each case to choose the 
judges who are to decide the dispute.° International arbi- 
tration has for its object the settlement of disputes be- 
tween States by judges of their own choice and on a basis 
of respect for law. Recourse to arbitration implies an 
engagement to submit in good faith to the award.’ 

The agreement to arbitrate. Every international arbi- 
tration is necessarily preceded by an agreement between 
the parties. The parties agree, in effect, that at a future 
time following a specified process they will agree on a 
solution for a specified dispute. The agreement may be a 
special one for the case, or it may be a general one for re- 
ferring all differences of particular classes which shall 
arise between the parties. 

An agreement arranging the details for a particular 
arbitration is generally called a compromis. This term 
is derived from the French civil law governing arbitra- 
tions and it comprehends the law of the parties and the 


5 Bouvier’s Law Dictionary, Rawle’s Third Revision. 
® Supra note 2 at 96. 
7 The Hague Convention of 1907 for the Pacific Settlement of International 


Disputes, art. 37. Hereinafter this convention will be cited as the Hague Con- 
vention of 1907. 
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case. Included in a compromis are the names of the con- 
tracting parties, the definition of the conflict or differences 
which have arisen and are to be determined, selection of 
arbitrators or the method of their selection, jurisdictional 
limitations, languages to be used, procedure and prin- 
ciples or rules to be applied, form of the award, and the 
stipulations, if any, as to revision of the award. The de- 
tails of the compromis may be settled as a preliminary 
matter by the arbitral tribunal, if the parties so agree.* 

Parties to international arbitration. The contracting 
parties are also the parties before the tribunal. No indi- 
vidual may personally press his claim, as the party state 
speaks for its nationals. 

Place of meeting. The compromis may designate the 
place of meeting. The Hague Convention of 1907 pro- 
vides that the tribunal sit at the Hague unless some other 
place is selected by the parties.° The tribunal does not 
meet in the territory of a third Power except by consent 
of that Power, and the place of meeting, once fixed, may 
not be changed by the tribunal without consent of the 
parties. 

Expenses of the arbitration. Each party pays all ex- 
penses attributable to the presentation of its own case and 
one-half the expenses of the tribunal. As the ideal of the 
international tribunal is justice,—a fixed purpose to ren- 
der to each his own,—it would be manifestly not in keep- 
ing to charge total expenses to the losing party or to per- 
mit the successful party to pay them. 

Matter in dispute. It is vitally necessary that the agree- 
ment clearly define the matter in dispute which is being 
referred to arbitration. Not only must the arbitrators 
know exactly the question which they are to decide, so 
that they may apply themselves to the proper issue but the 
efficacy of the award to settle the dispute depends upon an 
unequivocal understanding on both sides as to what ques- 


8 The Hague Convention of 1907, art. 53. 
9 Jd., art. 60. 
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tions have been settled. The reason is that the parties are 
moved to agree to arbitrate by a desire; first, to isolate 
and insulate the dispute, second, to bring about a settle- 
ment which is acceptable because based upon principles 
of international law which they feel constrained to accept 
and, third, to dispose of the matter. Neither nation will 
feel disposed in good faith to carry out the award if it 
does not fairly and exactly apply to the dispute intended 
to be submitted. 

To define the matter in issue the compromis frequently 
states a question for decision. In the Agreement for Ar- 
bitration between Great Britain and Japan signed at 
Tokio, August 28, 1902, the arbitrators were to decide, 


Whether or not the provisions of the treaties and other engage- 
ments above quoted exempt only land held under leases in per- 
petuity granted by or on behalf of the Japanese government, or 
land and buildings of whatever description constructed or which 
may hereafter be constructed on such land, from any imposts, 
taxes, charges, contributions, or conditions whatsoever, other 
than those expressly stipulated in the leases in question.’® 

The matter submitted to arbitration may be very simply 
stated as in the Agreement for Arbitration between Ger- 
many and France signed at Berlin, November 24, 1908: 

An arbitral tribunal, composed as hereinafter stipulated, is 
charged with the settlement of questions of fact and of law which 
brought about the events which occurred at Casablanca Septem- 
ber 25, last, between the agents of the two countries." 

On the other hand the matter in dispute may be elab- 
orately set forth including the contentions of the parties as 
in the special agreement between Great Britain and 
United States signed at Washington, January 27, 1909, 
submitting the North Atlantic Coast Fisheries dispute to 
arbitration.” 

Composition of arbitral tribunals. There has been 
great variety in the composition of arbitral tribunals and 


10 The Japanese House Tax Case, Scott, Hacue Court Reports (1916) 
7 


p. 87. 

11 The Casablanca Case, Scott, HAGuE Court Reports (1916) p. 117. 

12 The North Atlantic Coast Fisheries Case, Scott, Hacue Court Reports 
(1916) pp. 148-151. 
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the method of their selection. Frequently the arbitrator 
has been an individual; the head of a government, the 
occupant of any office or a private person. Thus under the 
convention between the United States and Great Britain 
of September 29, 1827, the King of the Netherlands was 
chosen as arbitrator to determine the true divisional line 
between the northeastern part of the United States and the 
adjacent British possessions under the treaty of peace of 
1782-83. For the settlement of the dispute relating to 
the boundary between their respective possessions on the 
Island of Timor, Netherlands and Portugal agreed in 
1913 to a sole arbitrator to be chosen from the member- 
ship of the Permanent Court of Arbitration. If the two 
governments should not agree upon the selection of the 
arbitrator, they agreed to request the President of the 
Swiss Confederation to designate him.“ 

Recent practice has tended to the selection of one or 
two arbitrators by each party, leaving to the persons se- 
lected or to a third state or party the selection of an addi- 
tional member of the tribunal to make an odd number or 
to serve as umpire. The Hague Convention of 1907 pro- 
vides that, failing direct agreement as to composition of 
the tribunal, each party shall appoint two arbitrators from 
the membership of the Permanent Court of whom one 
only can be its national or chosen from among the persons 
selected by it as members of the Permanent Court, and 
that these arbitrators together choose an umpire. Further 
provision is made for cases in which the arbitrators can- 
not agree on selection of an umpire, with final provision 
for selection by lot from respective candidates in case 
other means of selection fail.*° In the North Atlantic 
Coast Fisheries dispute the parties agreed to the selection 
of the tribunal in accordance with the provisions of the 
above Convention.”* For the settlement of the Orinoco 


13 STOWELL AND Munro, INTERNATIONAL CASES, PEAcE (1916) p. 81. 

14 The Island of Timor Case, Scott, Hacue Court Reports (1916) p. 387, 
15 Supra note 8, art. 45. 

16 Supra note 12 at 151, 















144 





THE GEORGE WASHINGTON LAW REVIEW 


Steamship Company dispute the United States and Vene- 
zuela agreed upon an arbitral tribunal of three members; 
one selected by each state, who was not to be a citizen of 
either, and the third to be selected by those two in accord- 
ance with article 45 of the Hague Convention of 1907." 
Although five or six members in the arbitral tribunal is 
rarely exceeded and three or five is the usual number, the 
very important Fur Seal controversy was decided by a 
tribunal in 1893 which was composed of seven members: 
—two each selected by Great Britain and the United 
States and one each by the President of France, the King 
of Italy, and the King of Sweden and Norway.” 
Selection of arbitrators. It is of the utmost importance 
that great care be exercised in the selection of arbitrators. 
As compliance with the award rests on good faith of the 
parties it is patent that the character of the arbitrators 
must be such that they are above any suspicion of bad 
faith in the process of reaching their decision. So that 
their position and prestige might overcome any such sus- 
picion many disputes have been referred to the rulers of 
disinterested states for arbitration. The ruler chooses ju- 
risconsults to report and recommend a decision which he 
will render under his own name. This practice has the 
disadvantage that the president or king will frequently 
be advised in his selection of consultants by his political 
ministers who will have a political viewpoint which may 
influence the decision. To provide a panel from which 
trained and acceptable arbitrators might be selected and 
relied upon was one of the outstanding results of the 
Hague Conventions of 1899 and 1907. Article 23 of the 
Convention of 1899 and article 45 of the Convention of 
1907 provide that each party to the Convention shall se- 
lect four persons “of known competency in questions of 
17 The Orinoco Steamship Company Case, Scott, Hacue Court Reports 


(1916) p. 235, arts. 4 and 10. All members of the arbitral tribunal were to be 


members of the Permanent Court or panel provided by art. 44 of the Hague 
Convention. 


18 Supra note 13 at 220. 
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international law, of the highest moral reputation, and 
disposed to accept the duties of arbitrator.” The names 
of the persons thus selected are inscribed, as members of 
the court, in a list which shall be notified to all the con- 
tracting powers.” In 1932 the list composed 156 mem- 
bers maintained by 45 states. However, in 30 years of 
practice only 29 of the several hundred members had been 
called upon to serve on an arbitral tribunal.” 

Jurisdiction of tribunal. The compromis in its defini- 
tion of the matter in dispute naturally sets bounds to the 
jurisdiction of the tribunal. If provision is made for an 
oath to be taken by the members such oath is not only a 
solemn promise to fulfil the duty but is also an affirmative 
recognition of jurisdictional limits. In case of doubt an 
arbitral tribunal has the power to determine its jurisdic- 
tion. When a dispute over this point had stopped the pro- 
ceedings of the London Commission under Article VII of 
the Jay Treaty, the American Minister, Rufus King, 
brought the matter to the attention of Lord Grenville, who 
submitted the question to Lord Chancellor Loughbor- 
ough. The Lord Chancellor resolved the difficulty by de- 
claring “that the doubt respecting the authority of the 
commissioners to settle their own jurisdiction, was ab- 
surd; and that they must necessarily decide upon cases 
being within, or without, their competency.”” The 
Hague Convention of 1907 specifically provides that the 
tribunal is authorized to declare its competence in inter- 
preting the compromis, as well as the other papers and 
documents which may be invoked, and in applying the 
principles of law.” Should the tribunal mistakenly or 
wrongfully exceed its powers the award made is not obli- 
gatory. Such a case arose under the convention between 
the United States and Great Britain of September 29, 

19 Supra note 8, art. 44. 

20 Hudson, Permanent Court of International Arbitration (1934) Encycto- 
PZDIA OF SOCIAL SCIENCES. 


21 VII Moore, INTERNATIONAL Law Dicest (1906) p. 33. 
22 Supra note 8, art. 73. 
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1827, under which the King of the Netherlands was 
chosen as arbitrator to determine the true divisional line 
between the northeastern part of the United States and 
the adjacent British possessions “under the treaty of peace 
of 1782-83.” The King of the Netherlands in his award 
held that neither the line claimed by the United States 
nor that claimed by Great Britain so nearly answered the 
requirements of the treaty that a preference could be given 
to the one over the other. He abandoned, therefore, as 
impracticable, the attempt to draw the line described in 
the treaty and recommended a line of convenience. Both 
the United States and Great Britain recognized that the 
award was recommendatory rather than decisive and 
agreed in lieu thereof to a negotiated settlement which 
was achieved in the Webster-Ashburton Treaty of Au- 
gust 9, 1842.*° 

Language used by the tribunal. The language to be 
used by the tribunal and which may be used before it is 
frequently stated in the compromis. The compromis be- 
tween the Russian and Ottoman governments, signed at 
Constantinople July 22/August 4, 1910, provided that 
French would be the on/y language used by the tribunal 
or before it.** The Norwegian-Swedish agreement, signed 
at Stockholm, March 14, 1908, for settlement by arbitra- 
tion of the Grisbadarna dispute provided for the use of 
English, French or German by the tribunal and for the 
language of either disputing party for petitions, evidence 
and directions.* The Hague Convention of 1907 pro- 
vides that if the language has not been settled by the com- 
promis it shall be decided by the tribunal.” 

Procedure of the tribunal. The procedure of a formal 
arbitration consists; first, of the exchange of case, coun- 
ter-case and replies of the parties within the time usually 
named in the compromis,; second, argument and discus- 


23 Supra note 21 at pp. 59-60. 

24 The Russian Indemnity Case, Scorr, Hacue Court Reports (1916) p. 327. 
25 The Grisbadarna Case, Scott, Hacue Court Reports (1916) p. 135. 

26 Supra note 8, art. 61. 
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sion before the tribunal; and third, formulation and pro- 
nouncement of the award. The time set for exchange of 
cases and replies has been the subject of wide variation. 
In the agreement between Italy and Peru signed April 
25, 1910, for arbitration of the Canevaro dispute, the ar- 
bitrators were to be named within four months, and seven 
months after the tribunal was organized each government 
was to furnish a complete statement of the controversy, 
together with all documents, evidence, briefs and argu- 
ments in the case, each government being entitled to five 
months to file its answer to the other government, and in 
the answer permitted to refer only to the allegations con- 
tained in the statement of the other side. The controversy 
was then to be deemed closed unless the tribunal should 
require new documents, proofs, or briefs, in which case 
they were to be presented within four months of the time 
the arbitrator demanded the presentation of same.” In 
the Savarkar case the agreement for arbitration between 
Great Britain and France signed at London, October 25, 
1910, provided that the governments furnish their case on 
December 6, 1910, and their counter-cases on January 17, 
1911. Incase replies were required 15 days were allowed 
for their presentation. However, provision was made for 
extension of time by mutual agreement.” ‘The time stip- 
ulated will naturally vary with the complexity of the dis- 
pute and the need for a speedy settlement. In some cases 
involving popular feeling delay may be deliberately fos- 
tered in order that public sentiment may resolve itself into 
a mood more disposed to accept with good grace an arbi- 
tral settlement; on the other hand, if an unsettled dispute 
is acting as an accelerating irritant on peaceful relations 
it may be conducive to a better state of affairs to employ 
summary procedure in the arbitration. The Hague Con- 
vention of 1907 leaves the parties to stipulate the allowed 
times for presentation of cases noting that such times may 


27 The Canevaro Case, Scott, HacuE Court Reports (1916) p. 295. 
28 The Savarkar Case, Scott, Hacue Court Reports (1916) p. 281. 
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be extended by mutual agreement or by the tribunal when 
it is considered necessary for the purpose of reaching a 
just decision.” 

The discussions consist of the oral development before 
the tribunal of the arguments of the parties. This discus- 
sion by representatives of the parties is under control of 
the tribunal and may be public or behind closed doors as 
it may deem best in the absence of stipulations by the par- 
ties. In the agreement between Germany and France 
signed at Berlin November 24, 1908, for arbitration of 
the Casablanca dispute, it was provided that each party be 
represented by a special agent whose duty it was to serve 
as intermediary between it and the tribunal. These agents 
were to give the expositions demanded of them by the 
tribunal and also might present any pleas which they 
might deem useful in the defense of their cause.” 

Evidence admissible before the tribunal. Such rules of 
evidence as have any existence in international arbitral 
procedure are derived from the civil law. Practically 
every thing is receivable, the only objections made being 
to the weight to be given to the evidence received. The 
reason for this practice is that all papers attached to the 
case and counter-case are received on the faith of the gov- 
ernment presenting them. “On this principle have been 
received in evidence letters, current price lists, consular 
certificates, ex parte affidavits, proclamations, telegrams, 
printed volumes giving accounts of the proceedings touch- 
ing the matter in issue, receipts, maps, etc.” * The agree- 
ment between Great Britain and the United States signed 
at Washington, January 27, 1909, for arbitration of the 
North Atlantic Coast Fisheries dispute stipulated in Ar- 
ticle 6, “The tribunal shall take into consideration all evi- 
dence which is offered by either party.” ** The Hague 


29 Supra note 8, art. 63. 
30 Supra note 11 at 119. 
31 RALSTON, INTERNATIONAL ARBITRATION FROM ATHENS TO Locarno (1929) 
p. 79. 
32 Supra note 12, at 153. 
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Convention of 1907 provides that the tribunal may require 
production from agents of the parties of all acts, and can 
demand all necessary explanations and in case of refusal 
take note of it.** 


Principles of law applied. Generally nations submit 
their differences to arbitration with the expectation that 
the accepted rules of international law will be applied to 
the facts of the dispute. Article 37 of the Hague Conven- 
tion of 1907 states that the basis for decision is “respect for 
law.” This will not in all cases mean that the award is a 
decision reached by the strict application of prior existing 
legal rules. The principles or rules of decision may be 
agreed upon in advance as was done in the famous Geneva 
Arbitration of the Alabama Claims of the United States 
against Great Britain. In the Treaty of Washington, 
signed May 8, 1871, it was agreed that, “In deciding the 
matters submitted to the arbitrators, they shall be gov- 
erned by the following three rules, which are agreed upon 
by the high contracting parties as rules to be taken as ap- 
plicable to the case, and by such principles of interna- 
tional law not inconsistent therewith as the arbitrators 
shall determine to have been applicable to the case.” “ 
The three rules related to “due diligence” in compliance 
with the obligations of neutrality and could not be said to 
have been entirely accepted as principles of international 
law for the parties further state, “And the high contract- 
ing parties agree to observe these rules as between them- 
selves in future, and to bring them to the knowledge of 
other maritime powers, and to invite them to accede to 
them.” * 

The award. The decision of the tribunal is reached by 
a majority vote. It is publicly announced and is accom- 
panied by a statement of reasoning to support the decision. 
The award, duly pronounced and notified to the agents of 


33 Supra note 8, art. 69. 
34 Supra note 21 at 1059. 
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the parties, settles the dispute definitely and without ap- 
peal. However, the parties may reserve in the com- 
promis the right to demand a revision of the award.” 
In the agreement for arbitration of the North Atlantic 
Coast Fisheries dispute it was provided that each party 
reserved the right to demand a revision within five days 
of the promulgation of the award on the grounds of newly 
discovered evidence or that the award did not fully and 
sufficiently determine the questions submitted. The 
award may of course be impeached for fraud in accord- 
ance with the principles of fair dealing.” 

In addition to settling a previously existing dispute the 
award may, in accordance with the agreement of the par- 
ties, lay down rules for future procedure or governance 
and take on a legislative character. Thus the agreement 
between the United States and Great Britain signed at 
Washington, February 29, 1892, provided that, “The arbi- 
trators shall then determine what concurrent regulations 
are necessary, and over what waters such regulations 
should extend.” “° 

The enforcement of arbitral awards. International ar- 
bitration calls for no enforcement of the decision. An 
agreement to arbitrate implies a promise to abide by the 
award; and nations exhibiting an outright disregard for 
plighted agreements incur an ill repute which it is to their 
advantage to avoid. Mr. Elihu Root pointed out that 
there is an “almost mysterious influence exercised by the 
general opinion of the world regarding the conduct and 
character of every state.”“’ It was stated by Westlake 
that: 


Abundant experience in international arbitrations has proved 
that the awards given in them are generally carried out. Logic 


36 Supra note 8, art. 81. 

387 bid, art. 83. 

88 Supra note 12 at 154. 

39 Supra note 21 at 70. 

40 Behring Sea Arbitration, 1 MALLoy’s TREATIES, CONVENTIONS, INTERNA- 
TIONAL ACTS, PRoTocoLs, AND AGREEMENTS BETWEEN THE UNITED STATES AND 
OTHER Powers (1776-1909) p. 751. 

41 Elihu Root, The Sanction of International Law, 2 Am. J. Int. L. 19. 
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may reiterate the warning that there is no security for their being 
carried out, but the theoretical imperfections of arbitrations aris- 
ing from this cause is not felt to be practically a great deduction 
from the value of the service which they can render to peace.** 


III. APPRAISAL OF ARBITRATION IN THE MAINTENANCE 
OF WORLD PEACE 


Growth of international arbitration. The modern re- 
vival of international arbitration has been dated from the 
Jay Treaty of 1794 between Great Britain and the United 
States and the arbitrations carried out in the pursuance of 
that treaty.** There has been a progressive growth in ar- 
bitration treaties concluded between states and in disputes 
submitted to arbitration. During the period 1794-1860, 
43 cases of international arbitration were noted by LaFon- 
taine and 134 cases during the remainder of the century.“ 
According to Manning there were concluded between 
American states 228 arbitration treaties during the period 
from 1822-1910, of which only 19 were concluded before 
1850.*° 

The Permanent Court of International Arbitration. 
The Hague Conventions of 1899 and 1907 for the Pacific 
Settlement of International Disputes established an or- 
ganization to facilitate and encourage international arbi- 
tration. There is maintained a permanent registry and 
administrative office at the Hague and there is available 
for selection by disputing states a large panel of jurists 
trained in international law. Although the Permanent 
Court of International Arbitration has been criticized as 
not permanent because a new tribunal is selected for each 
case and not a court because the members do not sit as 
judges, it has without question stimulated the negotiation 
of arbitration treaties and encouraged a disposition to ar- 
bitrate. Very important jural materials have been col- 


42 WESTLAKE, INTERNATIONAL Law, Part I, Peace (1910) pp. 351-352. 

43 Scott, HaGuE Court Reports (1916) Introduction p. XI. 

44.4 FoNTAINE, PASICRISIE INTERNATIONALE, quoted by Hudson, The Per- 
manent Court of Arbitration, 27 Am. J. Int. L. 440. 

45 MANNING, ARBITRATION TREATIES AMONG AMERICAN STATES (1924), 
quoted by Hudson, The Permanent Court of Arbitration, supra note 44. 
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lected to aid in the development of international law. The 
usefulness of the Permanent Court of International Arbi- 
tration was by no means ended by the establishment of the 
Permanent Court of International Justice by the Treaty 
of Versailles. Situations arise where states prefer tri- 
bunals of their own choice rather than a court with fixed 
personnel. The arbitral tribunal has the advantage,—for 
the maintenance of peace,—that in a case of dispute as to 
the existence of certain rules of international law, agree- 
ment as to rules of decision may be reached by negotiation 
between the parties, submitting to the arbitral tribunal 
the application of the rules to the facts of the dispute and 
the formulation of the award, and leaving the rules to 
make their way in the world afterwards or not, according 
to their merit.** Another advantage which the Permanent 
Court of International Arbitration retains is that it may 
treat the international dispute as a whole where it re- 
quires not only the ascertainment and formulation of the 
rights of the parties, but also the problem of how those 
rights are to be regulated or protected, as in the Behring 
Sea Fur Seal dispute in 1893. 

At the first Assembly of the League of Nations the 
abolition of the Permanent Court of International Arbi- 
tration was proposed as being superseded by the Perma- 
nent Court of International Justice. The proposal re- 
ceived no support for it was thought that “this court would 
still have a role to fill in certain international disputes 
which lend themselves more easily to arbitral decisions 
than to an award based on strict rules of law.” “ 

Criticism of international arbitration. Criticism of 
international arbitration has been directed partly to the 
process itself and partly to the fact that it has frequently 
failed of adoption when it might have preserved the peace, 
had the parties consented to give it the opportunity. The 
first branch of criticism must be seriously considered but 


46 Supra note 42 at 363. ; 
47 Hudson, The Permanent Court of Arbitration, supra note 44 at 460. 
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the second branch seems as unfair as the blame a sick man 
heaps upon his doctor, whose remedies he refuses to 
apply! 

The genuine weakness of the arbitral tribunal as indi- 
cated by criticism of past arbitrations, is that arbitrators, 
—being human, have had the tendency in some cases to 
choose views favorable to the state selecting them, and 
that, as the result of a split of opinion the tribunal may 
frequently be a one-man court. Since the Hague Conven- 
tions, however, a large list of trained and competent juris- 
consults is available. As the number of arbitrations in- 
crease, with a more thorough definition and understand- 
ing of the principles of international law as the result of 
convenient collections of reasoned precedents and jural 
materials, the decisions are more and more likely to be 
the result of an impartial application of the judicial proc- 
ess rather than opinion or favor. The criticism that a 
tribunal may be a one-man court is not confined to tribu- 
nals of international arbitration. Either we have in name 
and fact one man to decide or we leave the decision to a 
larger number in which one man may, and frequently 
does, form the balance of power or influence, and thus in 
effect have the power of decision. There have been a 
great number of international arbitrations carried out by 
a sole arbitrator. If he is impartial and well informed no 
more are required. If the tribunal is large, practical con- 
siderations hamper its power to decide. Three or five ar- 
bitrators on the tribunal has been a compromise generally 
satisfactory in operation. 

Criticisms of the second branch are in reality directed 
to the reluctance of States to adopt arbitral methods. Thus 
it has been said that arbitration has been extensively put 
into practice in painless instances where it interfered little 
with a State’s having its own way and also getting some 
law on its own side. Another criticism is that there has 
been a growing disposition, “to hedge arbitration agree- 
ments about with limitations and to emasculate them with 

3 
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exceptions, and, if the award is against us, to question its 
justice or even its validity.” “* But remedies for ills are 
not to be discarded merely because they do not always 
prove to be efficacious. Until international arbitration is 
wholeheartedly accepted it would appear that the efforts 
of those devoted to peace would be more practicably di- 
rected to bringing about such an acceptance rather than in 
the formulation of more complicated processes of inter- 
national judicature which the nations appear even less 
likely to accept than those already available. 

International arbitrations and the growth of law. The 
awards of international arbitral tribunals are generally 
considered to be sources of international law. Wheaton 
stated that “great weight is justly attributable to the judg- 
ments of mixed tribunals, appointed by the joint consent 
of the two nations between whom they are to decide.” ” 
Oppenheim lists the decisions of courts and arbitral 
awards as a “cause” or factor which influences the gradual 
growth of new rules.” Naturally, if the decision of the 
tribunal rests on special stipulations of treaty inconsistent 
with existing international rules it cannot be considered as 
an exposition of the general principles of law. It may 
fairly be said that the awards of international arbitral 
tribunals are not case law in the sense that the consecutive 
reports of national courts are in the Anglo-American legal 
system but rather that they form jural material having au- 
thority “commensurate with the dignity of the commis- 
sion and the reputation and learning of the persons who 
compose it.” ™ 

Arbitration and antagonistic States. The present world 
nations are extremely various in their forms of govern- 
ment. There is a widespread attitude of intolerance to- 
wards other systems of government than one’s own. Na- 
tionalism is venting itself in extreme forms and the official 





48 Supra note 2 at 364. 

49 WHEATON’s INTERNATIONAL Law, LaurENCE (1863) p. 30. 
50 OpPENHEIM, INTERNATIONAL Law (1920) 2d ed., p. 24. 

51 Supra note 21 at 39. 
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relations between States indicate widely divergent views 
as to the meaning and effect of concepts delineated by 
principles long considered as established by natural law. 
Among such unlike and antagonistic members of the 
family of nations numerous disputes are inevitable. Be- 
cause of the divergent philosophies and lack of personal 
mutual understanding negotiation frequently magnifies 
and aggravates the dispute rather than accomplishing a 
peaceful settlement. Under such circumstances even an- 
tagonistic states might, without touching the merits of a 
dispute, negotiate an arbitration agreement which will 
preserve the peace. Such an agreement permits settle- 
ment by impartial tribunals, “which are able to consider 
the case according to principles agreed to by the parties 
or according to universal judicial understanding, away 
from the atmosphere of conflict and passion, in a place 
where they are surrounded with evidence of respect for 
their noble and serious office.” © 

Arbitrations remove international irritations. Most 
wars have been brought about by a national state of feel- 
ing engendered by the accumulated irritations and griev- 
ances arising from disputes which individually, or in their 
inception, would have been susceptible of peaceful settle- 
ment by arbitration. As a result of differences in lan- 
guage and literature, to wide variations in economic de- 
velopment and standards of living, and to varying racial 
and national psychological complexes, disputes, particu- 
larly those which remain unsettled and perhaps become 
the football of domestic politics, create international ill- 
feeling out of all proportion to the merits of the issues 
involved. Better understanding is developed by having 
an arbitration on every international difference which can 
be brought to admit of it, whether by the application of 


52 Mr. Recinos of Guatemala, speech at International Conference of Ameri- 
can States on Conciliation and Arbitration, ProvisionNAL MINUTES OF CONFER- 
ENCE, FourTH PLENARY SESSION, Jan. 5, 1929, p. 3. 
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a general arbitration treaty, if there is happily such a 
treaty between the parties, or by special arrangement for 
the case. “Every actual instance confirms the habit; it 
secures peace on the occasion, and makes it more likely 
that peace will be secured on future occasions.” ™ 

International arbitration an orderly process of change. 
At the beginning of this paper war was characterized as 
the extreme and violent manifestation of eternal conflict 
between stability and change. It was suggested that the 
maintenance of peace required an orderly process to bring 
about, in accordance with principles representing inter- 
national wisdom and equity, acceptable settlements of dis- 
putes between states. International arbitration has been 
described as such a process, with the general features of 
its procedure illustrated by actual cases to show the scope 
and possibilities of the process in its application to va- 
rious types of disputes. That it is the only method for the 
maintenance of international peace could not be reason- 
ably asserted. Theoretically, at least, there are many solu- 
tions to any problem but in the realistic relations between 
diversified states practical considerations must govern. 

The strongest such considerations are on one side, the 
availability and flexibility of arbitral procedure in the 
settlement of nearly all disputes between nearly all na- 
tions and, on the other, the limitations on the acceptance 
by many states of any system involving possible surrender 
of that which they claim. As long as the family of nations 
is confronted with this situation an activity to further the 
cause of peace is plainly at hand. We may direct our 
efforts to an increased acceptance of international arbitra- 
tion with the consciousness that we are assisting in the 
maintenance of peace in a most practical way because, 
however our eyes may wander to the stars, our feet are 
firmly on the ground. 


53 Supra note 42 at 367. 
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The holocaust of current European war and the stress 
of world-wide events consequent thereupon have given 
pointed timeliness to consideration of the powers which 
this Government could validly exert, if necessary, under 
existing law and constitutional limitation, in confronting 
the urgencies of a situation paralleling that abroad. Pres- 
age of problems which the fact of conflict would present 
is yielded by the emergent history of the current foreign 
conflagration,’ as well as by the realization that modern 


1The war emergency in Great Britain is being dealt with under the Emer- 
gency Powers (Defence) Act of August 24, 1939, 2 and 3 Geo. 6, Chapter 62. 

The act makes a relatively great delegation of powers to the King, to be 
exercised by issuance of Orders in Council. Its scope is epitomized by sec- 
tion 1, which provides that 


ars . His Majesty may, by Order in Council, make such Regulations 

as as appear to him to be necessary or expedient for securing the 
public safety, the defence of the realm, the maintenance of public order 

and the efficient prosecution of any war in which His Majesty may be 
pores | and for maintaining supplies and services essential to the life 
of the community.” 

Precedent for the Emergency Powers Act and implementation by Orders 
in Council consisted in the Defence of the Realm Act (DORA), adopted in 
1914, which, although not so comprehensive as the present war act, was in- 
tended to accomplish the same objects. 

Orders in Council, in implementation of the statute, were issued on August 
25, 1939, Statutory Rules and Orders, 1939, number 927. These Defence 
Regulations provide for almost every conceivable Governmental control of life 
in the United Kingdom. There are provisions, among others, for controlling 
means of communication and transportation, restricting the movements of 
persons and access to certain areas, safeguarding information useful to an 
enemy, evacuation and billeting, control of water and air navigation, and com- 
mandeering and requisitioning of all essential supplies and land. The act 
contains various administrative provisions and specifies penalties for violations 
of orders or regulations. Of particular interest is the authority granted 

. for regulating or prohibiting the production, treatment, keeping, storage, 
movement, transport, distribution, disposal, acquisition, use or consumption of 
articles of any description, and in particular, for controlling the prices at which 
such articles may be sold.” The Ministry of Food has fixed maximum prices, 
thus far, for sugar, tea, eggs, flour, livestock, bacon and hams, oils and fats, 
canned salmon, dried fruits, and potatoes and is administering the rationing 
system. Control of prices, stocks, and distribution of industrial raw materials, 
equivalent to the control of foodstuffs vested in the Ministry of Food, is 
exercised by the Ministry of Supply. 

Utilization of all agricultural land is placed under the control of the Minister 
of Agriculture and Fisheries, who may issue affirmative or negative orders 
with respect to the use to which such land may be put. For violation of any 
order tenancy may be terminated by notice to the tenant and the landlord, 
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military action entails a pervasive economic and social in- 
tegration not hitherto thought requisite to the successful 
issue of armed conflict. Although, of course, recognition 
of the nature of probable governmental activity, necessary 
to cope with the problems of war, is essential, the require- 
ments of organic law remain to be reckoned with. The 
constitutional difficulties suggested by war measures are 
not new, but the magnification of governmental direction 
and control, which effective war time organization is now 
conceded to require, intensifies the questions which are 
likely to arise. 


WAR POWERS GRANTED BY THE CONSTITUTION 


The Constitution confides to Congress the power: 
To . . . provide for the common Defence. . . .? 


To declare War, grant Letters of Marque and Reprisal, and 
make Rules concerning Captures on Land and Water ; 

To raise and support Armies, but no Apppropriation of Money 
to that Use shall be for a longer Term than two Years; 

To provide and maintain a Navy; 

To make Rules for the Government and Regulation of the land 
and naval Forces; 

To provide for calling forth the Militia to execute the Laws of 
the Union, suppress Insurrections and repel Invasions ; 

To provide for organizing, arming, and disciplining, the Militia, 
and for governing such Part of them as may be employed in the 
Service of the United States, reserving to the States respectively, 
the Appointment of the Officers, and the Authority of training 
the Militia according to the discipline prescribed by Congress ; 
and 


To make all Laws which shall be necessary and proper for 
carrying into Execution the foregoing Powers, and all other 


The Emergency Powers (Defence) Act is reprinted in toto in the London 
Times, August 25, 1939. For a resume see p. 9, Washington Times-Herald, 
September 26, 1939. 

As is well known, France and Germany are operating under similar, if 
stricter, regimens. For an excellent resume of controls in operation in France, 
Germany, and the United Kingdom see Franklin, Wartime Agricultural Con- 
trol, November, 1939, issue of Foreign Agriculture, 501 et seq. 

An account of the Defense of the Realm Act of 1914 and discussion of the 
validity of like measures in the United States appears in Wambaugh, War 
Emergency Legislation—A General View (1917) 30 Harv. L. Rev. 663 


2 CONSTITUTION OF THE Unitep States, Art. I, §8, Cl. 1, 
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Powers vested by this Constitution in the Government of the 
United States, or in any Department or Officer thereof.* 


A measure of exclusive Presidential war authority is 
constitutionally conferred by the section which provides 
that, 

The President shall be Commander in Chief of the Army and 


Navy of the United States, and of the Militia of the several 
States, when called into the actual Service of the United States. 
4 


The usual peace time duty of the President to “. 
take Care that the Laws be faithfully executed . . .”° 
of course accompanies the administration of enactments 
in exercise of the war, as well as other, powers. 

Further confirmation of legislative war powers is con- 
tained in the exclusive constitutional provision that no 
State, without Congressional consent, shall 

. engage in War, unless actually invaded, or in such im- 
minent Danger as will not admit of delay,® 
and in the direction that the United States 
. Shall protect each of them [the States] against Inva- 
OA « « 

Note should be taken at the outset that the war powers 
are conditioned by the twin aspects of constitutional and 
international law.* As one among the community of sov- 
ereigns, the United States is amenable to the law of na- 
tions in the conduct of its affairs with other sovereign 
states. The qualifications of executive and legislative au- 
thority in the prosecution of war which international law 
imposes are to be distinguished from constitutional limita- 
tions by their external application to the relations between 

8 Id., Art. I, §8, Cl. 11 et seq. 

4Id., Art. II, §2. Powers of the President over foreign relations, con- 


ferred by Art. II, may also, of course, greatly affect the initiation, prosecution 
and conclusion of war. 


7 Id., Art. IV, § 4. 

8 Problems which surpass the province of this paper are comprised within 
the field of international law. For an intimation of them, see, e. g., Borchard, 
Private Pecuniary Claims Arising Out of War (1914) 9 Am. J. or Int. Law 
113. To conclude that any categorical exclusiveness is possible would, of 
course, be erroneous, as the title of Borchard’s article suggests, 
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belligerents and between belligerent and neutral nations. 
It is with the constitutional, as distinguished from the in- 
ternational, aspect of the problem that this paper is con- 
cerned. Here the question is greatly characterized by its 
internal relevance to the relations between the United 
States and its subjects and component States.’ 

It is also well to remember that, although both the Pres- 
ident and the Congress are constitutionally invested with 
war powers, the preponderant authority is that of the leg- 
islature, while the strictly executive power is confined to 
the relatively narrow outlines of a designation of the Pres- 
ident as Commander in Chief of the armed forces and a 
lodgment in the Executive of control over foreign rela- 
tions.” That, on first impression, Presidential war power 
looms larger than that of the Congress may be accounted 
for by the extraordinary delegation of legislative author- 
ity to the Executive, which has been the invariable accom- 
paniment of war engagement by this country. The recur- 
rent phenomenon of delegation during war time has been 
competently and authoritatively described in the follow- 
ing manner: 

Congress cannot be permitted to abandon to others its proper 
legislative functions; but in time of war when legislation must 
be adapted to many situations of the utmost complexity, which 
must be dealt with effectively and promptly, there is special need 
for flexibility and for every resource of practicality; and, of 
course, whether the limits of permissible delegation are in any 
case overstepped always remains a judicial question. We thus 
not only find these great war powers conferred upon the Con- 


gress and the President respectively, but also a vast increase of 


administrative authority through legislative action springing from 
the necessities of war." 


® The dichotomy of internal and external powers of war is drawn by Black, 
The Theory of the War Power Under the Constitution (1926) 60 Am. L. 
Rev. 31, (1928) 16 Ky. L. J. 108. See also the statement for the Court by 
Sutherland, J., in United States v. Macintosh (1931) 283 U. S. 605, 622. 


10 That there has been argument over war prerogatives as between Congress 
and the President is indicated in Tansill, War Powers of the President (1930) 
45 Pot. Scr. Q. 1, 8; that, however, the domains of each are now fairly agreed 
upon and that all the essential powers, except those of commanding the armed 


forces and controlling foreign relations, belong constitutionally to the Congress 
is also stated. 


11 Charles Evans Hughes, War Powers Under the Constitution (1917) 
42 A. B. A. Reports 232, 241. 
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That the President, as delegatee, in fact exercises enor- 
mously increased power during war time does not alter 
the constitutional character of such power as mainly Con- 
gressional, and not strictly Presidential. The independ- 
ent war power of the Executive is significant, and may, 
especially in times of invasion or rebellion, assume great 
practical importance domestically.” It is, however, 
chiefly the legislative war power, often necessitously ad- 
ministered with wide discretion in the President, which 
currently presents the most important problems and to 
which this paper is therefore principally devoted. 


THE SCOPE OF THE WAR POWERS 


In General. The courts have frequently revealed lib- 
eral conceptions of the war powers of the United States 
and, though the tendency in specific situations has been to 
qualify general and broad assertions, a desire has been 
evinced to accord to the exercise of such authority the lat- 
itude which the defence and preservation of the nation 
may require. Thus, for example, the judicial opinion has 
been expressed that, 


. . . the power to declare war involves the power to prose- 
cute it by all means and in any manner in which war may be 
legitimately prosecuted.’* 


The Supreme Court has further declared that, 


Congress is authorized to make all laws necessary and proper 
to carry into effect the granted powers. The measures to be 
taken in carrying on war and to suppress insurrection, are not 
defined. The decision of all such questions rests wholly in the 
discretion of those to whom the substantial powers involved are 
confided by the Constitution. 

In the latter case the power is not limited to victories in the 
field and the dispersion of insurgent forces. It carries with it 
inherently the power to guard against the immediate renewal of 


12 The Civil War, for example, because of its domestic locale, raised numerous 
questions of Executive war power. In contrast the Great War posed few 
such questions. See Tansill, op. cit. supra note 10. 

18 Miller v. United States, sub. nom. Page v. United States 11 Wall. 268, 
20 L. ed. 135, 144 (U._S. 1871). As hereinafter demonstrated, the statement 
in the opinion that the Fifth and Sixth Amendments do not affect the exercise 
of the war power has been definitely discredited by later cases. See, e.g 
United States v. Cohen Grocery Co., 255 U. S. 81, 41 Sup. Ct. 298, 65 4. ~4 
516 (1921) commented upon infra. 
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the conflict, and to remedy the evils which have arisen from its 
rise and progress. . . .'4 


Similarly, the most respectable of non-judicial thought 
has been that, 


This power is tremendous; it is strictly constitutional; but it 
breaks down every barrier so anxiously created for the protection 
of liberty, property and life.?® 


The present Chief Justice has said that, 


. the power has been expressly given to Congress to pros- 
ecute war, and to pass all laws which shall be necessary and 
proper for carrying that power into execution. That power ex- 
plicitly conferred and absolutely essential to the safety of the na- 
tion is not destroyed or impaired by any later provisions of the 
Constitution or by any one of the amendments. These may all 
be construed so as to avoid making the Constitution self-destruc- 
tive, so as to preserve the rights of the citizen from unwarrant- 
able attack, while assuring beyond all hazard the common defense 
and the perpetuity of our liberties. These rest upon the preser- 


vation of the nation.'® 
Although the Supreme Court, in delivering itself of 
general statements in several opinions, has seemed to give 
wide scope to the exercise of the war powers, limiting 
them only by the necessities of national preservation and 
defense, it has taken care in other instances—rarely, how- 
ever, by actual decision—to imprint the stamp of consti- 
tutional restrictions and to indicate that war requirements 
do not work defeasance of constitutional guaranties and 
safeguards. The judicial excursus in the famed case of 






14 Stewart v. Kahn, 11 Wall. 493, 20 L. ed. 176, 179 (U. S. 1871). 

The Court said in Hamilton v. Kentucky Distilleries Co., 251 U. S. 146, 
163, 40 Sup. Ct. 106, 64 L. ed. 194 (1919) that, “. . . to Congress, in the 
exercise of its powers not least the war power upon which the very life of 
the nation depends, a wide latitude of discretion must be accorded . 

In Lajoie v. Milliken, 242 Mass. 508, 136 N. E. 419, 423 (1922), the 
Supreme Judicial Court of Massachusetts, although it expressed reservations 
as to the effect of the Fifth and Sixth Amendments, found occasion to say 
that the war powers include “. . . all others reasonably implied as necessary 
to the execution of the main matter of waging war to a successful conclusion. 

. They inherently carry with them subsidiary faculties to deal compre- 
hensively with all exigencies created by war or arising from its inception, 
progress and termination. . . .” See also United States v. Macintosh 
283 U. S. 605, 622, 51 Sup. Ct. 570, 75 L. ed. 1302 (1931). 

15 John Quincy Adams, quoted in United States v. Macintosh supra note 14. 
That true description of the existing law apparently requires a substantial 
qualification of this statement is indicated infra. 


16 Charles Evans Hughes, op. cit, supra, note 11, at 248. 
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Ex parte Milligan“ afforded an opportunity for the 
Court to say that, 


The Constitution of the United States is a law for rulers and 
people, equally in war and in peace. . 


Similar assertions found judicial sponsorship in opinions 
which dealt with World War legislation, but translations 
of such theory to actual decision of invalidity were almost 
non-existent.”** 

Perhaps the best concise statement upon the subject is 
that of Willoughby, who concludes that, 


While, in general, it may be said that, in time of war, Congress 
has a practically unfettered constitutional discretion as to the 
means it will select for the successful prosecution of the war, and, 
therefore, may do many things which it could not constitutionally 
do in times of peace, and especially with regard to disregarding 
the ordinary distinction between State and Federal functions, it 
none the less remains true that the express constitutional limita- 
tions upon the powers of Congress are not, for the time being, in 
abeyance. Thus, for example the provisions regarding due proc- 
ess of law, the making of compensation for private property taken 
for a public purpose, and, in general, the prohibitions of the first 
ten Amendments to the Constitution remain in force. And, in 
all cases, the right remains in the courts to determine whether 
acts sanctioned by Congress have, in fact, any possible relation to 
the successful prosecution of the war. However, it is to be as- 
sumed that in all cases the courts will, as to this, resolve all rea- 
sonable doubts in favor of the acts of Congress or of the Execu- 
tive. The waging of war is, in its essence, an exercise of “police 
power,” and, as such, the end will, in all reasonable cases, justify 
the means.”® 


There is general agreement, however, that constitu- 
tional interpretation, no less than other pursuits, is in- 


174 Wall. 2, 18 L. ed. 281, 295 (U. S. 1866). The power of the President 
to suspend the writ of habeas corpus without the area of military operations 
was the only point necessary for decision; however, the majority, five justices, 
were of the opinion that Congress as well had no such power. 

18 United States v. Cohen Grocery Co. supra note 13, and cases controlled 
by its authority, keep almost a lone vigil in this respect. Though the dearth 
of holdings against the validity of war legislation is noticeable, symptoms that 
war powers, as others, are subservient to constitutional restraints abound. 
See, e.g., Hamilton v. Kentucky Distilleries Co. supra note 14; Highland v. 
Russell Car and Snow Plow Co., 279 U. S. 253, 49 Sup. Ct. 314, 73 L. ed. 
688 (1929). The World War cases cannot be read without recognition of the 
present untruth of wide claim in Miller v. United States supra note 13, at 144, 
that the war powers “. . . are not affected by the restrictions imposed by the 
Fifth and Sixth Amendments,” a statement much broader than its pertinence 
to the power to seize and confiscate enemy (rebel) property, which was the 
subject of decision. 

19 WILLOUGHBY ON THE ConstTITuTION, V. 3, § 1033, 
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fluenced by the importunities of war. Certainly only an 
oblivious mind could conclude that the precepts of the 
Constitution retain unchanged effect in peace and war. 
Mr. Hughes expressed a general thought when he said, 
apropos the Fifth and Sixth Amendments, that, 

Clearly, these amendments, normally and perfectly adapted to 
conditions of peace, do not have the same complete and universal 
application in time of war. Thus the Fifth Amendment normally 
gives its protection to “any person.” But, in war, this must yield 
to the undoubted national power to capture and confiscate the 
property of enemies.”° 

The war powers under the Constitution are undoubted. 
That their breadth is virtually coextensive with the neces- 
sities presented by belligerency may be gathered from the 
cases. That they are not boundless, however, is testified 
to by explicit judicial reservations. The question and the 
difficulty consist in determining the permissibility of ac- 
tion during war upon the basis of the uncertain and indefi- 
nite standard which has been evolved. Initial in and essen- 
tial to this endeavor is an appraisal of past judicial expe- 
rience with measures based upon war powers. 


JUDICIAL APPRAISAL OF WAR POWERS 


The Taking of Property. Few doctrines have been so 
explicitly and clearly stated or adhered to with such en- 
during faith by the Supreme Court as that which requires 
just compensation for property devoted to the public use 
and retains exclusive judicial dominion over the question 
of what constitutes just compensation." The Court has 
effected a surprisingly symmetrical application of this 
tenet of proper recompense to takings under public au- 
thority during war time. Although the necessity for ap- 
propriation of much private property is inevitably height- 
ened by war conditions, and the Court has, perhaps in 










20 Charles Evans Hughes, op. cit. supra note 11, p. 243. 
To the effect that due process assumes a special meaning during war is the 
contention of Bowman, The Constitution in War (1922) 2 B. U. L. Rev. 22. 
21 A leading exponent case is Monongahela Navigation Co. v. United States, 
148 U. S. 312, 13 Sup. Ct. 622, 37 L. ed. 463 (1893) 


WAR POWERS 165 


obeisance to the fact, permitted dispensation with the due 
procedural formula ordinarily followed, it has been strict 
in its insistence upon compliance with the substantial re- 
quirement of compensation. The Fifth Amendment’s effi- 
cacy in this regard is not suspended by the advent and 
existence of war. Just compensation must be paid for ap- 
propriations of property to the public use and the deter- 
mination of the recompense remains a judicial function.” 

Summary taking of property has been held justified in 
time of urgent necessity or imminent peril, although such 
circumstances do not affect the obligation of just compen- 
sation.” Present law exemplifies the advantage of this 
power by authorizing, in time of war or imminent war, 
obligatory orders for needed materials and Governmental 
possession and operation of facilities belonging to persons 
who deny preference to the United States in the execution 
of such orders.” 

The requirement of compensation for property seized 
does not, however, redound to the benefit of enemies, 
whose property may be seized and devoted to public pur- 
poses or destroyed as a legitimate means of carrying on a 
war.” 


22 United States v. New River Collieries, 262 U. S. 341, 43 Sup. Ct. 565, 
67 L. ed. 1014 (1923) (coal requisitioned under the Lever Act of August 10, 
1917) ; National City Bank v. United States, 275 Fed. 855 (N. Y. 1921) (coffee 
commandeered; free market value, rather than the price fixed by the Govern- 
ment, was said to be the measure of just compensation). See also Seaboard 
Airline Ry. Co. v. United States, 261 U. S. 299, 43 Sup. Ct. 354, 67 L. ed. 664 
(1923) (the right to compensation inheres in the Constitution, irrespective of 
statute); Newton Coal Co. v. Davis, 281 Pa. 74, 126 Atl. 192 (1924) (coal 
seized) ; and Philippine Sugar Estates Development Co. v. United States, 40 
Ct. Cl. 33 (1904) (taking during Philippine insurrection). 

23 United States v. Russell, 13 Wall. 623, 20 L. ed. 474 (U. S. 1871) (ves- 
sels commandeered during Civil War). See Mitchell v. Harmony, 13 How 
115, 14 L. ed. 75 (U. S. 1851) (seizure of goods of United States citizen by 
military officer in Mexico). See also the statement to the same effect by 
Cormack, The Universal Draft and Constitutional Limitations (1930) 3 So. 
Cauir. L. Rev. 361, 363 et seq. 

24 National Defense Act of June 3, 1916, 50 U. S. C. §80 (1934); Naval 
Emergency Fund Act of March 4, 1917, 50 U. S. C. §82 (1934). 

25 Charles Evans Hughes, ubi supra note 20; Miller v. United States, supra 
note 13 (Civil War confiscation acts); Central Union Trust Co. v. Garvan, 
254 U. S. 554, 41 Sup. Ct. 214, 65 L. ed. 403 (1921) (libel by Alien Property 
Custodian). In Brown v. United States, 8 Cranch 110, 3 L. ed. 504 (U. S. 
1814), the Court, per Marshall, C. J., recognized the right to seize enemy 
property but held that the declaration of war alone, without legislative direc- 





166 THE GEORGE WASHINGTON LAW REVIEW 


That destruction of property by the military or seizure 
thereof by the enemy flagrante bello is not a loss for which 
recompense must be made is well settled.” ‘The actual fi- 
nancial impossibility of compensating for the ravages of 
war combines with recognition that the infliction of such 
injuries may be vital to preservation and defense to com- 
pel the rule. Such losses are damnum absque injuria. 

Other War Measures. ‘That the judiciary is disposed 
to countenance all measures reasonably related to the vic- 
torious issue of armed conflict and is latitudinarian in its 
view of the war powers generally is a fair conclusion to 
be drawn from the congeries of decided cases.” The re- 
sume which follows, although not exhaustive, briefly 
limns the nexus between the Constitution and specific war 
activity. 

Against objections of involuntary servitude forbidden 
by the Thirteenth Amendment, conscription for the mili- 


tion for seizure, did not work a confiscation. The Court indicated the desira- 
bility, in the Garvan case, of provision for return of property mistakenly seized 
in exercising the power. The right of seizing enemy property was also recog- 
nized in Tyler v. Defrees, 11 Wall. 331, 20 L. ed. 161 (U. S. 1871) (Civil War 
confiscation acts); Conrad v. Waples, 96 U. S. 279, 24 L. ed. 721 (1877) ; 
and Commercial Trust Co. v. Miller, 262 U. S. 51, 43 Sup. Ct. 486, 67 L. ed. 
858 (1923). (Trading with the Enemy Act.) In J. Ribas y Hijo v. United 
States, 194 U. S. 315, 24 Sup. Ct. 727, 48 L. ed. 994 (1904) the Court found 
no obligation for the use of a Spanish corporation’s vessel seized flagrante bello. 

26 Respublica v. Sparhawk, 1 Dall. 357, 1 L. ed. 174 (1788) (no liability for 
property which was removed at request of the Continental Congress and fell 
into the hands of the British); United States v. Pacific Railroad, 120 U. S. 
227, 7 Sup. Ct. 490, 30 L. ed. 634 (1887) (no liability for property destroyed 
during military operations); Ford v. Surget, 97 U. S. 594, 24 L. ed. 1018 
(1878) (no liability for cotton, about to fall into Federal hands, which was 
destroyed by Confederate officer). In Juragua Iron Co. v. United States, 212 
U. S. 297, 29 Sup. Ct. 385, 53 L. ed. 520 (1909), the claim of a Pennsylvania 
corporation doing business in Cuba for the value of buildings destroyed as a 
military measure was denied. A dictum in Parham v. The Justices (1850), 
9 Ga. 341, is to the effect that only legislative redress is available for pulling 
down houses, raising bulwarks for defense, “seizing war and other provisions 
for the sustenance of an army in time of war, or taking cotton bags, as General 
Jackson did at Orleans, to build ramparts against an invading foe... . Ex- 
treme necessity alone can justify these cases... . 


27 The enumeration of permissible war time action which appears in United 
States v. Macintosh, supra note 14, includes (1) curtailment of free speech; 
(2) curtailment of free press; (3) summary execution of deserters and spies; 
(4) requisitioning of materials; (5) summary seizure of enemy property, with- 
out compensation; (6) fixing or regulation of prices of food and other neces- 
sities; (7) possession of railways by the Government; and (8) other drastic 
measures. See also Fletcher, The Civilian and the War Power (1918) 2 MINN. 
L. Rev. 110. A review of war legislation is contained in Hough, Law in War 
Time—1917 (1918) 31 Harv. L. Rev. 692. 
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tary forces has been upheld as a valid exercise of the 
granted war powers.” 

Cases which arose under the Espionage Act of 1917 
have confirmed the efficacy of the war powers in eradicat- 
ing obstruction to the national military and economic 
effort, despite the specific guaranties of free speech and 
press contained in the First Amendment.” 

Federal power to acquire land to be devoted to a na- 
tional cemetery and memorial for war dead has been af- 
firmed as necessarily implied from the war powers,” and 
a recent decision has approved as valid dam construction 
engaged in under the act of June 3, 1916, to bolster the 
national defense.” 


War time prohibition of alcoholic liquors for beverage 
purposes has been upheld as a legitimate exercise of war 
powers, against contrary claims founded upon the Fifth 
and Tenth Amendments” and the extension of the ban 


28 Arver v. United States, 245 U. S. 366, 38 Sup. Ct. 159, 62 L. ed. 349 
(1918) ; Cox v. Wood, 247 U. S. 3, 38 Sup. Ct. 421, 62 L. ed. 947 (1918) 
(both under the World War Selective Draft Act). See also Kneedler v. Lane, 
45 Pa. 238 (1863) (under the Civil War Draft Act of March 3, 1863); Black, 
Selective Draft Cases (1931) 11 B. U. L. Rev. 37 and MacChesney, National 
Defense-Pending Legislation (1916) 64 U. or Pa. L. Rev. 347, 449. 


29 Schenck v. United States, 249 U. S. 47, 39 Sup. Ct. 247, 63 L. ed. 470 
(1919) ; Debs v. United States, 249 U. S. 211, 39 Sup. Ct. 252, 63 L. ed. 566 
(1919) ; Abrams v. United States, 250 U. S. 616, 40 Sup. Ct. 17, 63 L. ed. 
1173 (1919). In the Schenck case, the Court, speaking through Mr. Justice 
Holmes, definitely indicated war time diminution of these civil liberties. In an 
eloquent dissent in the Abrams case, Holmes expressed his conception of the 
limited extent to which the first Amendment ought to be affected by exertion of 
the war powers. 

Hall, in Free Speech in War Time (1921) 21 Cor. L. Rev. 526, 535, writes 
that “. . . just as ‘due process of law’ in time of war means something dif- 
ferent as regards governmental control over life, liberty, and property from 
its meaning in time of peace, so permissible ‘freedom’ of speech in war time is 
different from that in peace time. The reasonable necessities of the situation 
qualify the war time application of all our constitutional guaranties save a few 
that are obviously intended to be perfectly precise and absolute, and the right 
of free speech is no exception.” 

3° United States v. Gettysburg Electric Ry. Co., 160 U. S. 668, 16 Sup. Ct. 
427, 40 L. ed. 576 (1896). 


31 Ashwander v. T. V. A., 297 U. S. 288, 56 Sup. Ct. 466, 80 L. ed. 688 
(1936), affirmed the power to dispose of electric current generated at Wilson 
ee was constructed under Section 124 of the NATIONAL DEFENSE AcT 
OF . 

82 Hamilton v. Kentucky Distilleries Co., supra note 14. The Court anal- 
ogized the war power to the police power of the States. Only a lessening of 
value of the property, for which compensation was not required, and not a 
taking, was found. The case arose under the act of November 21, 1918. 
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to non-alcoholic liquors has likewise been sustained.” 

Authority granted to the Secretary of War to control 
and suppress brothels and bawdy houses within military 
areas has been upheld as justified by the constitutional 
war powers of Congress.” 

Federal acquisition and operation of the Nation’s rail- 
ways and the prescription of intrastate rates by the na- 
tional Government have been sustained as war measures, 
despite objections that State powers were thus invaded.* 
Against like arguments, communications have been held 
subject to similar control during war time.” 

The suspension of State statutes of limitation during the 
period of hostilities, by act of Congress, has been affirmed 
as a permissible exertion of the war powers.” 

A requirement that persons dealing in certain necessities 
maintain accounts and records and submit reports for in- 
spection of officers administering a war time food control 
system has been held not to offend the provisions of the 
Fourth and Fifth Amendments, which protect against un- 
reasonable searches and seizures and self-incrimination.** 

Constitutional restrictions imposed by the Fifth and 
Sixth Amendments have been held infringed by a statute 
which made criminal the exaction of “unjust” or “unrea- 
sonable” charges for certain articles,” but a provision of 

83 Ruppert v. Caffey, 251 U. S. 264, 40 Sup. Ct. 141, 64 L. ed. 260 (1920), 
(Act of October 28, 1919). 

84 Grancourt v. United States (C. C. A. 9th 1919), 258 Fed. 25. See also 
McKinley v. United States, 249 U. S. 397, 39 Sup. Ct. 324, 63 L. ed. 668 (1919), 
(Act of May 18, 1917), a case demonstrative of extensive delegation that war 
has stimulated. 

35 Dupont and Co. v. Davis, 264 U. S. 456, 44 Sup. Ct. 364, 68 L. ed. 788 
(1924) ; Northern Pacific Ry. Co. v. North Dakota, 250 U. S. 135, 39 Sup. 
Ct. 502, 63 L. ed. 897 (1919). Control and operation of the transportation 
systems was in pursuance of the acts of August 29, 1916 and March 21, 1918. 

36 Dakota Central Telephone Co. v. South Dakota, 250 U. S. 163, 39 Sup. 
Ct. 507, 63 L. ed. 910 (1919). 

37 Stewart v. Kahn, supra note 14, (Act of June 11, 1864). The statute may 
have been regarded as redundant in view of Hanger v. Abbott, 6 Wall. 532, 
— ed. 939 (U. S. 1868), which achieved the same result without legislative 
aid. 


38 United States v. Mulligan, 268 Fed. 893 (N. Y. 1920). (The Lever Act 
of August 10, 1917.) 

89 United States v. Cohen Grocery Co., supra note 13; Weeds v. United 
States, 255 U. S. 109, 41 Sup. Ct. 306, 65 L. ed. 537 (1921). Lack of an 
ascertainable standard of guilt and denial of the right to be informed of the 
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the same act which made illegal the accumulation of ne- 
cessities beyond defined reasonable requirements has been 
upheld.“ 

Price-fixing, undertaken as an exercise of the constitu- 
tional war powers, has received specific judicial sanction.” 

Predicability of the means and methods available to the 
Government in successfully coping with war conditions 
may be posited upon the varied experience during pre- 
vious conflicts and the general judicial ascription to the 
ambit of the war powers of whatever measures may be 
necessary for the national defence and preservation. In 
summary, explicitly approved as available action in exe- 
cution of the constitutional authority to prosecute war 
have been conscription for the military service; the cur- 
tailment of freedom of speech and of the press to the de- 
gree rendered requisite by the military and economic 
effort; the requisitioning of needed supplies and plants; 
the prohibition of alcoholic beverages and the suppression 
of activities deemed detrimental to the most efficient pros- 
ecution of war; the acquisition and operation of railways, 
communications, and other properties which the fullest 
military and economic effectiveness requires; the fixing 
of prices and regulation of the use of necessities; and 
other measures bearing upon the efficient and successful 
prosecution of the conflict.** Whatever action is taken 
must of course be accountable to the constitutional re- 
straints which the courts have indicated retain effect in 
war time. Thus, the taking or requisitioning of property 


nature and cause of accusations were condemned by the Court. See also Stand- 
ard Chemicals Corp. v. Waugh Chemical Corp., 231 N. Y. 51, 131 N. E. 566 
(1921). (The Lever Act of August 10, 1917.) 

40 United States v. Swedlow, 264 Fed. 1016 (Colo. 1920). See note se 
11 A. L. R. 1265, 1268; Merritt v. United States, 264 Fed. 870 (C. C. A. 9th 
1920), rev'd. 255 U.S. 579, 41 Sup. Ct. 375, 65 L. ed. 795 (1921). 

41 Highland v. Russell Car & Snow Plow Co., 279 U. S. 253; 49 Sup. Ct. 
314, 73 .. ed. 688 (1929) ; Newton Coal Co. v. Davis, supra note 22. See also 
Lajoie v. Milliken, supra note 14. (The Lever Act of August 10, 1917). Com- 
pare Block v. Hirsh, 256 U. S. 135, 41 Sup. Ct. 458, 65 L. ed. 865 (1921) (rent 
regulation in the District of Columbia justified by ‘the war emergency ). 

42 For summarization of judicial experience with such governmental action 
in the past see supra, this paper. 

4 
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must be complemented by the just compensation directed 
in the Fifth Amendment;* the civil liberties underwrit- 
ten by the First Amendment must not be suppressed be- 
yond the necessary degree;** ascertainable standards of 
guilt for crimes, as required by the Fifth and Sixth 
Amendments must be provided.** It may fairly be said 
that, subject to these constitutional limitations which the 
courts have indicated to be applicable, Congress has 
myriad means and methods at its disposal in the prosecu- 
tion of war and in the solution of antecedent and conse- 
quential problems. The possibilities outrun analysis. 


With particular reference to Governmental control of 
prices for materials and services and the regulation of the 
use and production of articles for which a national need 
obtains, the experience of the last two decades has given 
additional support, if only by example, to measures which 
were resorted to and judicially sanctioned during the last 
war.” It has been well said that, 


The extraordinary circumstances of war may bring particular 
businesses and enterprises clearly into the category of those which 
are affected with a public interest and which demand immediate 
and thorough-going public regulation. The production and dis 
tribution of foodstuffs, articles of prime necessity, those which 
have direct relation to military efficiency, those which are abso- 
lutely required for the support of the people during the stress of 
conflict, are plainly of this sort. Reasonable regulations to safe- 
guard the resources upon which we depend for military success 
must be regarded as within the powers confided to Congress to 
enable it to prosecute a successful war.** 


43 See this paper supra; Cormack, The Universal Draft and Constitutional 
Limitations (1930) 3 So. Cauir. L. Rev. 361 passim. 

A manner of mitigating the sting of the just compensation requirement is 
suggested by the provision of the war time Lever Act of August 10, 1917, 
which authorized, in cases of dissatisfaction with recompense offered, payment 
of 75 per centum of the amount determined, and allowed suit for the increment 
necessary to constitute just compensation. This device might be further 
strengthened by directing the postponement of any such legal proceeding until 
the close of belligerency. See proposed anti-profiteering bill reprinted in In- 
dustrial Mobilization Plan (1936) p. 68. 

44 Permissible restraints were the subject of decision in cases cited in note 
29, supra. 

45 This is the doctrine of United States v. Cohen Grocery Co., supra note 13. 

46 See note 41, supra. 

47 Charles Evans Hughes, ubi. cit. supra note 11. 





WAR POWERS 171 


Mr. Justice Holmes, speaking for the Court in Block v. 
Hirsh, said, in similar vein, that, 

Plainly, circumstances may so change in time or so differ in 
space as to clothe with such an [public] interest what at other 
times or in other places would be a matter of purely private con- 
cern. 

State regulation of prices in exercise of the police power 
and Federal regulation under the commerce power have 
been upheld during the interval since the Great War.” 
This peace time extension of Governmental authority over 
prices and conditions governing the use of necessities and 
the growing judicial conception of what the term “public 
interest” implies, fairly prophesy that war would be held 
to justify the invocation of whatever price controls and 
regulation may be deemed necessary. Recognition that 
virtually all materials and activities are invested with 
prime public interest and as such are apt subjects of con- 
trol during the emergency of war will doubtless be made 
easier as it becomes more and more apparent that modern 
conflicts are battles of economies as well as armies. 
Although the setting of prices and other manners of 
price control are without doubt available to the Govern- 
ment in the exercise of its war powers, the serious practi- 
cal disadvantage of judicial review under the due process 
clause of the Fifth Amendment—a requisite not relaxed 
by the emergency of war—detracts from the desirability 
of such mechanisms. This ascertainment by the courts of 


48 256 U. S. 135, 155, 41 Sup. Ct. 458, 65 L. ed. 865 (1921). See also Brown 
v. Feldman, 256 U. S. 170, 41 Sup. Ct. 465, 65 L. ed. 877 (1921) (N. Y. Hous- 
ing Act) and CooLey’s CoNnsTITUTIONAL Limitations (1927) V. 2, p. 1312. 
Although the Hirsh case dealt with and affirmed emergency Congressional 
power to regulate rents in the District of Columbia the many analogies which 
have been drawn between the police and war powers would indicate a similar 
investiture with public interest and liability to regulation under the latter powers. 
In the Kentucky Distilleries case, supra, note 14, the Court so analogized the 
powers, being careful to say, however, that the war powers were more severe. 
Willoughby has said that the waging of war is, essentially, an exercise of 
police power, in which the end, in_reasonable cases will justify the means. 
Hough, J., concurring in Weed & Co. v. Lockwood, 266 Fed. 785 (C. C. A. 
2d, 1920), observed, however, that war powers are superior to the police power 
and are not to be limited by such an analogy. 

49 Nebbia v. New York, 291 U. S. 502, 54 Sup. Ct. 505, 78 L. ed. 940 (1934) ; 
United States v. Rock Royal Co-operative, Inc., 59 Sup. Ct. 993, 83 L. ed. 
(adv. ops.) 981 (1939). 
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whether prices fixed are confiscatory, as the mass of expe- 
rience with rate regulation testifies,” could well nullify 
much of the efficacy of direct control. Given the require- 
ment of judicial review to determine whether prices fixed 
result in the prohibited confiscation, the practical diffi- 
culties of effective regulation inherent therein could per- 
haps be alleviated, but not wholly excised, by procedural 
devices aimed at diminishing or preventing wholesale in- 
junction and obstruction of the enforcement of the action 
decided upon.” ‘The apparently incurable infirmities of 
direct control may well constitute compelling cause for 
resort to other means which may be available for accom- 
plishing the desired objectives.” 

Perhaps the most attractive alternative to direct control 
of commodity prices, if actual or minatory conflict ren- 
ders regulation necessary, is suggested by the history of 
the reasonably successful Governmental effort,” precipi- 
tated by the engagement of the United States in the World 
War, to maintain equitable prices and assure adequate 
supplies of wool. Through the instrumentality of the 
War Industries Board, and the specially constituted Do- 
mestic Wool Division of that agency, arrangements were 
evolved and agreements consummated with focal handlers 
of wool by which contractors undertook to satisfy Gov- 
ernmental needs with their supplies at prices set by the 
Domestic Wool Division, to abide by regulations issued, 
and to pay to the Government profits in excess of certain 
50 See Smyth v. Ames, 169 U. S. 466, 18 Sup. Ct. 418, 42 L. ed. 819 (1898) 
and the cases following its rule. The doctrine that rate regulation may not, 
under the Constitution, be pressed to the point of confiscation and that those 
subject to regulation are entitled to a reasonable return upon the fair value of 
the property has made this field a most intricate one in the law. See Watkins, 
The Law and the Profits (1938) SELEcTED Essays ON CONSTITUTIONAL Law, 


v. 2, 459, 466; Goddard, The Evolution and Devolution of Public Utility Law, 
id. 553 et seq. 


51 The egregious suggestion that Congress simply deny jurisdiction to the 
lower Federal courts, as it could quite constitutionally do, Kline v. Burke 
Const. Co., 260 U. S. 226, 43 Sup. Ct. 79, 67 L. ed. 226 (1922), could be acted 
upon to stifle judicial interference if circumstances demanded drastic action. 

52 The difficulties of price regulation as a war time measure are pointed out 
in note (1938) 1 Nat. Law. Gump Q. 256, 260. 

53 United States v. Gordon, 287 Fed. 565 (Ohio 1922); United States v. 
McFarland, 15 F. (2d) 823, 838 (C. C. A. 4th, 1926). 














WAR POWERS 173 


percentages. The obvious advantage of this schematic 
Governmental direction of prices and supplies lay in its 
avoidance of the just compensation difficulty.“ Although 
the ends of price control and regulation were substantially 
achieved,” the voluntary participants were disabled to 
complain of terms and conditions imposed by agreements 
to which they had themselves assented and, in the main, 
the judicial ear was not too sympathetic to their objec- 
tions when civil actions to recover excess profits were in- 
stituted. The sanction pressed by the Government in 
effectuating the arrangements with wool dealers resided 
in the National Defense Act, under the terms of which 
it was within the Government’s power to requisition the 
entire wool clip for war needs. 

The same power to commandeer exists today under that 
act and under the Naval Emergency Fund Act,” in the 
event of war or the threat of war, and could be invoked 
in the same manner to control prices and regulate the use 
and disposal of many commodities, when and if a war 
emergency creates the need for such Governmental super- 
vision. It may be true, of course, that indirect Govern- 
mental control modeled upon this experience would prove 
insufficiently effective because of the absence of express 
statutory sanction and penalty, and that it would be pref- 
erable, when war conditions exist, despite the required 
judicial assessments of just compensation, that the un- 
doubted plenary power to control or fix prices and to reg- 
ulate the use of commodities be directly exerted by the 
Government under appropriate statutory warrant for such 
action. 


54 United States v. McFarland, supra note 53. 

55 Procedural and administrative deficiencies did account for some reverses 
in the courts. United States v. McFarland, supra note 53; United States v. 
Smith, 39 F. (2d) 851 (C. C. A. Ist, 1930); United States v. McMurtry, 48 
F. (2d) 258 (N. Y. 1930). ’ ; 

56 The act of June 3, 1916, 50 U. S. C. §80 (1934). In American Smelting 
& Refining Co. v. United States, 259 U. S. 75, 42 Sup. Ct. 420, 66 L. ed. 833 
(1922), the Supreme Court said that the sanction of possible requisitioning did 
not constitute duress and that one who had contracted to furnish copper could 
not raise the question of just compensation, but was bound, according to the 
agreement. 

57 The act of March 4, 1917, 50 U. S. C. §82 (1934). 
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THE DURATION OF WAR POWERS 


It is clear that the existence of a state of war in which 
this Government participates as a belligerent justifies 
drastic action, which, under other circumstances, would 
be far without the constitutional pale. Concurrence in 
this position may, in the light of history, be achieved with- 
out much difficulty. Troublesome, however, is the task of 
determining with much exactitude when the warrant for 
invocation of the war powers attaches and terminates. 
Must the exercise of this broad authority, the source of 
which lies in the power to carry on war, await the actual 
declaration of hostilities? Or may the war powers be in- 
voked because of imminent war? Does the efficacy of 
war power falter and relapse upon the termination of bel- 
ligerency? Or do the inevitably exigent sequela of war 
justify the continued utilization of such power? These 
questions become especially significant in contemplation 
of necessarily broad industrial and economic mobilization 
during war time, the precedent conditions and the results 
of which may well create the necessity for the peace time 
employment of measures far more puissant than those 
normally at the disposal of the national Government. The 
importance of their answers is commensurately great.” 

There has been definite judicial recognition of the va- 
lidity of war measures enacted after the cessation of ac- 
tive hostilities, but premised upon the efficacy of the war 
powers. In the Kentucky Distilleries case” the World 


58 These questions assume the ability to determine when war begins and 
ends, a matter which has not always been free from difficulty. Normally, of 
course, the official opening of hostilities is marked by Congressional declaration 
and the formal close by declaration or treaty. To determine the existence and 
duration of conflict the courts will consider and follow such manifestations of 
the political branch of the government, Gray v. United States, 21 Ct. Cl. 340 
(1886) ; United States v. Anderson, 9 Wall. 56, 19 L. ed. 615 (U. S. 1870), 
or, in the absence of such indicia, will refer to Presidential proclamations. The 
nature of the Civil War made resort to Executive acts and declarations neces- 
sary. See Freeborn v. The Protector, 12 Wall. 700, 20 L. ed. 463 (U. S. 
1872); United States v. Anderson, supra; The Prize Cases, 2 Black 635, 17 
L. ed. 459 (U. S. 1863), in which ‘Lincoln's proclamations of blockade against 
the rebellious States and of the final suppression of the insurrection were used. 

For a fuller a of the problems here suggested, see WILLOUGHBY ON 
THE CoNnSTITUTION, v. 3, § 10 

59251 U. S. 146, 40 Sup. Ct. 106, 64 L. ed. 194 (1919). 
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War prohibition act was sustained as an exercise of the 
war powers, despite the fact that it became effective ten 
days after the armistice in 1918. The emergency war 
powers of the Congress were decided by the majority in 
Ruppert v. Caffey” to justify also the prohibition imposed 
almost a year later, which extended the ban of the earlier 
act to non-alcoholic liquors. The two cases clearly signify 
that war powers do not lose effectiveness merely because 


active belligerency has ceased. 

No case has answered squarely the question of whether 
the vigor of the war powers lapses upon the formal con- 
clusion of peace. There are some indications, however, 
that the courts would not hesitate to recognize that the 
aftermath of war may be as serious and exigent as war 
conditions themselves. In Commercial Trust Co. v. Mil- 
ler® the court accorded favor to this point of view in say- 
ing that, 

A court cannot estimate the effects of a great war and pro- 
nounce their termination at a particular moment of time, and that 
its consequences are so far swallowed up that legislation ad- 
dressed to its emergency had ceased to have purpose or opera- 
tion with the cessation of conflicts in the field. Many problems 
would yet remain for consideration and solution. . 

This manifestation of judicial thought gives cogent recog- 
nition to the necessity for continued operation of measures 
designed to deal with the urgent conditions which are in- 
evitably left in the wake of war. Reliance upon the war 
powers, beyond the official termination of belligerency, to 
the extent necessary to allay and cope with situations be- 
gotten by the conflict would seem entirely warranted.” 

60 251 U. S. 264, 40 Sup. Ct. 141, 64 L. ed. 260 (1920). (Act of October 28, 
1919.) 

61262 U. S. 51, 43 Sup. Ct. 486, 67 L. ed. (1923). It was vainly con- 
tended that the resolution approved July 2, 1921, which declared the war termi- 
nated, or, in the alternative, the proclamation of August 25, 1921, had suspended 
the TRADING WITH THE ENemy ACT. 

The statement in Stewart v. Kahn, supra note 14, that the war power carries 
with it the auxiliary power to remedy evils which have arisen from the “rise 
and progress” of the conflict also strengthens this belief. See also the quotation 
from Lajoie v. Milliken, note 14, supra. 


62 Continuance of Federal control for twenty-one months after Presidential 
proclamation of the conclusion of a peace treaty was authorized by the Railway 
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Whether legislative action occasioned by the imminence 
or likelihood of war could be justified upon the basis of 
the war powers is a similar, if somewhat more doubtful 
question. Reasons for the exercise of war authority may 
quite conceivably be as compelling before the conversion 
of threat to actual conflict, as after the official termina- 
tion of belligerency. Certainly the host of preparatory 
actions required by the importunities concomitant to the 
threat or probability of war, and reasonably related to the 
authority specifically granted, would logically justify the 
invocation of war powers.” 

There is no apparent ground for constitutional objec- 
tion to statutes enacted during peace time which are to be- 
come operative only upon the existence of a state of war.” 


EXISTING STATUTORY WAR POWERS 


Although existing legislation, conferring powers to be- 
come operative in time of conflict, would doubtless be un- 
equal to the complex tasks which the varied demands in- 
cidental to involvement in war would propound, it affords 
several formidable weapons which would be vital to the 





Control Act of March 21, 1918, 40 Stat. 451, 458. See note (1919) 19 Cor. L. 
Rev. 489. 

Resume of time limitations in other war statutes is appended to the opinion 
in the Kentucky Distilleries case, supra note 59. 


63 Existing legislation which may, according to its terms, become effective 
upon the imminence of war or similar emergency is referred to infra. A clear 
case is made especially for statutes enabling the preparation of the military 
and naval establishments for the eventuality of conflict. The National Defense 
Act, for example, which was passed during peace time and has been continued 
in effect, allows obligatory orders or the requisitioning of plants upon the im- 
minence of war. 50 U. S. C. §80 (1934). Judicial recognition of its validity 
was given in Moore & Tierney, Inc. v. Roxford Knitting Co., 250 Fed. 278 
(N. Y. 1918), aff., 265 Fed. 177 (C. C. A. 2d, 1920), cert. denied 253 U. S. 498, 
40 Sup. Ct. 588, 64 L. ed. 1032. The Circuit Court remarked that, “In time of 
war or of impending public danger, and without statutory authorization, private 
property may be appropriated to the public use.” 265 Fed. 177, 179. Other 
portions of the same act received examination by the Supreme Court in Ash- 
wander v. T. V. A., supra note 31, gq. v. 

Despite more remote, though not less real or significant, relation to war 
preparations, other measures could be supported similarly by the war powers. 
As war becomes increasingly an economic and industrial, as well as a military 
struggle, it is not likely that the courts will be impervious to the proportionately 
greater demands for an extensive exercise of power. 


84 This kind of legislation is exemplified by the act of August 29, 1916, 10 
U. S. C. $1361 (1934), which enables Federal acquisition and operation of 
transportation systems in time of war. See WILLOUGHBY, op. cit. supra note 19. 
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Government in successfully confronting such a situation. 
Conspectus of these extant powers and their subjects fol- 
lows. 


1. War supplies. In the event of war or the threat of 
war, compulsory Government orders for needed products 
or material, to take priority over all other orders, could be 
directed to producers or owners, whose plants or facilities 
would be subject to seizure and operation by the Govern- 
ment and who would be liable to heavy penalties upon re- 
fusal to comply with such orders or upon failure to fur- 
nish their products or material at reasonable prices.” 
Without precedent orders, any factory could be requisi- 
tioned and operated by the Government in time of war 
under the authority conferred by the Naval Emergency 
Fund Act.** Such commandeering would, of course, re- 
quire the complement of just compensation.” 


2. Power facilities. If the safety of the Nation so re- 
quired, Governmental occupation and operation of power 
projects, licensed under the Federal Power Act, which 
are capable of producing munitions or of being used for 
any purpose contributing to the national safety, could be 
effectuated. Also under the Federal Power Act, during 
time of war, the Federal Power Commission could re- 
quire whatever temporary connections of facilities and 
generation and handling of electric energy the emergency 
conditions required.” 


65 The National Defense Act of 1916, 50 U. S. C. § 80 Hn? and the Naval 
Emergency Fund Act of March 4, 1917, 50 U. S. C. §82 (19 34). 


6650 U. S. C. §82 (1934), Fourth. See also: the Act of March 2, 1901, 
10 U. S. C. §1201 (1934) (authorizing purchase of Army supplies without 
advertising “in cases of emergency”); the Act of July 9, 1918, 40 U. S. C. 
§ 37 (1934) (authorizing rentals and leases in the District of Columbia “in 
time of war, or when war is imminent”); the Acts of July 2, 1917 and July 
9, 1918, 50 U. S. C. §§ 171, 172 (1934) (providing for the acquisition of prop- 
erty and timber-land “in time of war or the imminence thereof”); and the 
Act of July 5, 1884, 10 U. S. C. § 1364 (1934) (dispensing with the advertising 
requirement for purchases of Army transportation equipment “in cases of 
extreme emergency”). 


67 See this paper supra; Parish v. United States, 57 Ct. Cl. 529 (1922). 


688 The Act of June 10, 1920, 16 U. S. C. §809 (1934), and the Act of 
August 26, 1935, 16 U. S. C. §824a (c) (1934). 
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3. Transportation systems. In the event of war the 
Government could assume the entire control and opera- 
tion of all railways, air lines, and other systems of trans- 
portation, invoking for the purpose the same powers un- 


der which control of transport was originally taken dur- 
ing the last war.” 


4. Vessels. The Merchant Marine Act” authorizes the 
requisitioning and use by the Government, in time of war 
or other emergency, and after Presidential proclamation 
thereof, of any vessel documented under the laws of the 
United States. Executive power exists, when the Presi- 
dent has proclaimed an emergency because of actual or 
threatened war, to control and regulate the anchorage and 
movement of all vessels in territorial waters.” 


5. Communications. During the war the President 
could direct that precedence be accorded such communi- 
cations as he should deem essential to the national defense 
and security. War or the imminence of war would also 
make effective the Presidential power to suppress or to 
take over and operate any radio station.” 


6. Customs. Tariff duties upon articles and materials 
necessary for emergency relief work could be suspended, 
and time for the performance of acts required by the cus- 
toms laws could be extended during the existence of war.” 

7. Financial and Security transactions. In time of war 
the President could prohibit or regulate all transactions 
in foreign exchange; all transfers of credit or payments 
by banks; and all exportation, hoarding, melting or ear- 


69 The Act of August 29, 1916, 10 U. *y C. §1361 (1934). The Act of 
February 4, 1887, as amended, 10 U. S. A. § 1362 (1934), and the Trans- 
portation Act of 1920, 49 U. S.C. §1 as) (1934), authorize the prescription 
of any requisite preferences and priorities in transportation “in time of war 
or threatened war.’ 

70 The Act of June 29, 1936, 46 U. S. C. Supp. IV § 1242 (1938). 

71 The Act of June 15, 1917, 50 U. S. C. §191 (1934). Threats to neu- 
trality or international relations may also make the power operative. 

72 The Act of June 19, 1934, 47 U. S. C. §606 (a) and (c) (1934). Broad- 
casting stations may be closed or taken over also “in order to preserve the 
neutrality of the United States.” 


73 The Act of June 17, 1930, 19 U. S. C. §1318 (1934). Other emergency 
may also warrant such action. 
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marking of coin, bullion, or currency. Transactions on 
security exchanges could be suspended for periods up to 
ninety days if, in the opinion of the President and the Se- 
curities and Exchange Commission, the “public interest” 
so required.” 

8. Other powers. Under existing law, upon the exist- 
ence of war, the number of enlisted men in the Army could 
be increased to the extent necessary beyond the authorized 
peace-time strength of 280,000; and the power is given, 
in the event of emergency, to raise the strength of the 
Navy to 191,000 men” and the strength of the Marine 
Corps to 20 per centum of the enlistment in the Navy.” 

As an important implementation of whatever existing 
authority may be exerted in time of war, there would be 
available the power to disregard the monthly apportion- 
ments of appropriations and to commit the Government to 
expenditures larger than existent appropriations would 
normally warrant.” 


74The Trading with the Enemy Act of 1917, as amended by the Act of 
March 9, 1933, 12 U. S. C. §95a (1934); id. 50 U. S. C. §5 (appendix) (1934). 
Executive action during the banking crisis of 1933 demonstrated the efficacy 
of this authority in a peace-time emergency. Transactions of Federal Re- 
serve Banks may be regulated to the point of prohibition “during such 
emergency period” as the President may prescribe. The Act of March 9, 1933, 
12 U. S. C. §95 (1934). 

75 The Act of June 6, 1934, 15 U. S. C. §78s (a) (4) (1934). 

76 The Act of June 3, 1916, as amended, 10 U. S. C. § 602 (1934). 

77 The Act of July 1, 1918, as amended, 34 U. S. C. §151 (1934). 

78 The Act of June 23, 1938, as amended, 34 U. S. C. Supp. IV § 691 (1938). 
Other important powers affecting the military establishment in time of war 
or national emergency are granted by the Act of July 2, 1926, 10 U. S. C. 
§291a (1934) (air corps increase); the Act of January 28, 1915, 14 U. S. C. 
§1 (1934) (Coast Guard to operate as part of the Navy); the Act of June 4, 
1920, 32 U. S. C. §81 (1934) (National Guard to active service); the Act 
of January 21, 1903, 32 U. S. C. §8lc (1934) (calling out of militia); the 
Acts of August 29, 1916, 33 U. S. C. § 758 (1934) and May 22, 1917, 33 U.S. C. 
§ 855 (1934) (transfer of equipment and personnel of Lighthouse Service and 
Coast and Geodetic Survey to War or the Navy Department); Rev. Star. 
§ 4067, as amended, 50 U. S. C. §21 (1934) (internment of alien enemies) ; 
and the National Defense Act of 1916, 50 U. S. C. $36 (1934) (designation 
of prohibited areas to prevent espionage). These powers, and many more, 
are noted in SENATE Doc. No. 133, 76th Congress, 2d Session, Executive 
Powers Under National Emergency (letter from the Attorney General). 

79 Rev. Stat. § 3679, as amended, 31 U. S. C. § 665 (1934). This power 
may be invoked in the event of “extraordinary emergency’ or unanticipated 
“unusual circumstance.” It was recently relied on in the Presidential proclama- 
tion of national emergency and in ordering enlargements of the military and 
naval forces. (Proclamation of September 8, 1939.) See also the Act of 
March 2, 1901, 31 U. S. C. §80 (1934), which ‘relaxes accounting requirements 
for Army expenditures “in time of war.” 
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It is of course quite likely that many peace-time powers 
now at the disposal of the Government would prove in- 
dispensable in the event of war, and that many of them 
could be adapted, if necessary, with the aid of supplemen- 
tary legislation, to the demands of a situation of conflict. 
This likelihood accords with particular pertinence to 
many of the programs and powers precipitated by the 
national economic emergency of recent years® and now 
being operated by the Government or available to it in 
the execution of policies which may be crystallized by war 
necessity. It is believed, for example, that experience 
with voluntary agreements as a means of regulating wool 
supplies and prices, which was gained during the last 
war,” might serve as a basis of beginning for similar pro- 
grams concerning vital commodities and supplies, which 
could be initiated and administered under the auspices of 
presently existing Governmental agencies. The substan- 
tial sanction of commandeering would obtain, under the 
National Defense and Naval Emergency Fund Acts, as 
formerly. Effectual devotion of the powers granted by 
these acts to facilitate such voluntary programs among 
producers or dealers in necessary supplies could be ac- 
complished by proper delegation of authority from the 
President. It is necessary, however, to append the caveat 
that agreements and combinations for this purpose, al- 
though formed under Governmental aegis, would seem 
technically to fall within the interdict of the anti-trust 
laws, as presently existent.” 

In summary, it may be said that any such program of 
voluntary agreements, directed toward price and supply 
control of any of numerous commodities, although ap- 





















































































80 See, e¢. g., the Sugar Act of 1937, 7 U. S. C. Supp. IV § 1100 et seg. (1938), 
the operation of titles II and III of which may be suspended by the President 
when he “finds or proclaims that a national economic or other emergency 
exists with respect to sugar or liquid sugar.” Repercussions of the present 
European war resulted in such a proclamation on September 11, 1939. 


81 See discussion supra anent wool programs during the Great War; cases 
cited supra note 53 et seq. 


82 See United States v. General Electric Co., 15 F. (2d) 715 (1925). 
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parently liable to the objection of possible attack under 
the Sherman Act, could otherwise be properly undertaken 
and prosecuted with reasonable efficiency in time of war 
by appropriate existing agencies. The Government, in 
the event of conflict, would be legally situated—except so 
far as anti-trust legislation obstructs—by virtue of its 
powers of compulsory ordering and requisitioning and 
through the instrumentalities now at its disposal,® to ini- 
tiate and execute such a system of control. Voluntary 
arrangements of this genre would, of course, have obvious 
deficiencies of sanction and penalty which might render 
it preferable, in time of war, to apply direct controls.“ 
However, there are to be considered the probable psy- 
chological and political advantages which a noncompul- 
sory and indirect program of control would unquestion- 
ably furnish in this country, until, at least, war had de- 
stroyed most remnants of democracy. 


CONCLUSION 


Under the basic grants and limitations of the Constitu- 
tion, the United States is the organic possessor of the high 
authority to wage and prosecute war and to compass tri- 
umph in conflict by the myriad means at the disposal of a 
sovereign nation acting to insure its preservation and in- 
tegrity. Certain irreducible values of the governmental 
compact cannot be superseded by the spectre of military 
struggle, but the perpetuation of the Nation is assured 
by the zenith of prerogative which is attained in war. 


88 Probably the most likely candidates among agencies and instrumentalities 
available for the execution of a program such as that suggested are several 
of the government corporations which have been created within recent years. 
Great versatility and flexibility of power are strong recommendations for an 
agency that would undertake the administration of a difficult war time pro- 
gram of the kind proposed. There are government corporations which have 
both, par excellence. 

84 The old Lever, or Food Control Act of 1917, 40 Stat. 276, afforded the 
principal direct controls exercised during the World War. Under its pro- 
visions a comprehensive licensing system, which involved profit control and 
price regulation, was administered. Among other things, it made the exaction 
of unreasonable or excessive prices for necessities unlawful (see note 39, supra) ; 
forbade hoarding of necessities; established a minimum price for wheat; and 
authorized price-fixing for and the requisitioning of fuel. 
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Though exertion of the powers of preservation and de- 
fense must have respect for the safeguards postulated in 
the Bill of Rights, the strategy of conflict—military, eco- 
nomic, and social—lies otherwise completely in the hands 
of the national Government. 

Legislation alive to the possibility of conflict and in- 
stinct with recognition of war’s urgencies has conferred 
broad extraordinary power upon the Executive arm. 
This power, however, fails to comprise the ubiquitous and 
commanding control of economic life which the condi- 
tions created by conflict would seem certain to require, 
Despite the probable inadequacy of existing authority to 
resolve all complexities which war would generate and 
the desirability of additional Congressional authoriza- 
tions, existing peace-time powers and agencies, in combi- 
nation with authority addressed to the eventual emergency 
of war, could be devoted toward achievement of many 
purposes which war would make most urgent. 
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EDITORIAL NOTES 


PROMPTNESS OF DEpPosiIT OF COPIES IN COPYRIGHT 





The history of the case which follows has been given with some 
detail as this is the first case directly in point on a question which has 
been an issue for the thirty years that the present Copyright Act 
has been in effect. 

The plaintiff, the Washingtonian Publishing Co., Inc., published an 
issue of a monthly magazine of general circulation, called THE WasuH- 
INGTONIAN, on December 10, 1931, claiming copyright thereof by 
printing thereon the required statutory notice. However, copies of 
that issue of the magazine were not deposited in the Copyright Office 
until fourteen months later—February 21, 1933—at which time two 
copies were deposited and a certificate of registration obtained. This 
suit was filed March 8, 1933. Publication of the magazine ceased 
after the December, 1931, issue. 

In August, 1932, Liveright, Inc., published and offered for general 
sale a book entitled More Merry-Go-Rounp written by defendants 
Pearson and Allen and printed by Van Rees Press, Inc. One 
chapter ? of the book contained material substantially identical with 
an article * contained in THE WASHINGTONIAN of December, 1931. 
Copyright of the book was claimed by the usual notice.* On August 
26, 1932, copies were deposited in the Copyright Office and certificate 
of registration obtained. Liveright, Inc., being adjudged bankrupt 
in June, 1933, was no longer concerned in the case. 

The district court held in its first decision that as a condition 
precedent to plaintiff’s right to avail itself of the remedies afforded 
by the copyright law it was necessary for it to promtly deposit two 
copies of its publication in the Copyright Office. This was in ac- 
cordance with section 12 of the Copyright Act of 1909 which pro- 
vides : 


That after copyright has been secured by publication of the 
work with the notice of copyright as provided in section nine of 
















1 Section 9, Copyright Act of 1909, 35 Stat. 1077, 17 U. S. C. §9 (1934). 
“Any person entitled thereto by this title may secure copyright for his work by 
publication thereof with the notice of copyright required by this title; and 
such notice shall be affixed to each copy thereof published or offered for sale 
in the United States by authority of the copyright proprietor, except in the case 
of books seeking ad interim protection under section 21 of this title.” 

2 Wizards of Reconstruction. 

8 The Mills—of the Gods. 

*See supra note 1. 

5 Washingtonian Publishing Co. v. Pearson, 25 U. S. P. Q. 83 (D. C. 1935). 
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this Act, there shall be promptly deposited in the copyright office 
or in the mail addressed to the register of copyrights, Washing- 
ton, District of Columbia, two complete copies of the best edition 
thereof then published, . . . No action or proceeding shall be 
maintained for infringement of copyright in any work until the 
provisions of this Act with respect to the deposit of copies and 
registration of such work shall have been complied with.® 


The district court felt that, “The statute confers the property rights 
in the copyright work upon publication with notice, but the enjoy- 
ment and protection of such rights through the remedial processes af- 
forded by the statute are subject to the accomplishment of the con- 
ditions and formalities prescribed in the statute.” This conclusion 
was reinforced by reflections on statutory construction; that in pro- 
ceedings under a statute, the statute must be substantially complied 
with. Since deposit was not made promptly, the bill was dismissed. 

Subsequently, the judge * who made this decision came to the con- 
clusion that it was wrong.* On December 14, 1936, a second decision, 
reversing the first, was rendered. This was made up of findings of 
fact, substantially as set forth above, and conclusions of law. The 
principal conclusion of law was that failure of the plaintiff promptly 
to deposit copies and to secure registration of the copyright thereof, 
did not deprive it of the right to maintain an action for infringement 
of the material contained therein, even though such infringement 
occurred prior to the deposit of the copies. 

On appeal, the United States Court of Appeals in an eminently 
scholarly opinion reached an opposite result.1° This decision was 
reversed by the Supreme Court, three justices dissenting, affrming 
the holding of the district court, that the delay in deposit of the copies 
does not preclude the owner of the copyright, after making the 
deposit of the two copies, upon which the statute conditions the right 
to sue an infringer, from suing for an infringement prior in date 
to the deposit." 

The settlement of this question by decision of the Supreme Court 
is a result which has long been awaited.’? Dicta in previous cases 
had been to varying effects. It would be difficult to find a better case 
on the facts with which to set the problem before the Supreme Court. 


6 35 Stat. 1078 (1909), 17 U. S. C. §12 (1934). 
7 Justice F. Dickinson Letts. 


82 Lapas, INTERNATIONAL PROTECTION OF LITERARY AND ARTISTIC PROPERTY 
(1938), page 754, note. 


932 U. S. P. Q. 113 (D. C. 1936). 
1068 App. D. C. 373, 98 F. (2d) 245 (1938). 
1159 Sup. Ct. 397, 83 L. ed. 387 (adv. op.) (U. S. 1939). 


12 WeIL, AMERICAN CopyriGHT Law (1917) 312; Bowker, CopyRicHT 
(1912) 142. 


5 
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Authority to pass copyright acts is conferred on Congress by the 
ConsTITUTION.** The right exists by virtue of the statute, not of 
common law.’* All of the copyright acts have made provision for 
the deposit of copies.** Under the statutes prior to 1909, it was 
always necessary to deposit copies within a fixed period of time— 
the Act of 1790,?* “within six months after publishing”; the Act of 
1831,?* “within three months of the publication”; the Act of 1846," 
“within one month of the date of publication”; the Act of 1865,? 
“within one month after publication thereof”; Act of 1867,7° 
“within one month after publication”; the Act of 1870, “within 
ten days after . . . publication”; Revised Statutes of 1878,” “within 
ten days from the publication”; the Act of 1891,?* “not later than 
the day of publication.” The cases under these statutes uniformly 
held that strict compliance with the requirement of deposit was a 
condition precedent to the existence of the copyright. It will thus 
be seen that section 12 of the Act of 1909 materially changed the 
previous copyright law.** The reason for relaxing the rigid require- 
ments as to deposit was set forth by a committee of Congress as 
that “The failure of a shipping clerk to see that the copies go promptly 
forward to Washington may destroy a copyright of great value, and 
many copyrights have been lost because by some accident or mistake 
this requirement was not complied with.” *° 

But, whatever the effect of the provision that deposit of copies be 
made “promptly” after publication and that persons entitled to copy- 
right are to “have it, upon complying with the provisions of the 
Act.” *° standing alone, the issue is complicated by the last sentence 
of section 12 and the next section, section 13. 


13 Art. I, §8; Bobbs-Merrill v. Straus, 210 U. S. 339, 28 Sup. Ct. 722, 52 
L. ed. 1086 (1908). 

14 Bobbs-Merrill v. Straus, supra note 13; Banks v. Manchester, 128 U. S. 
244, 9 Sup. Ct. 36, 32 L. ed. 425 (1888); Caliga v. Inter Ocean Newspaper, 
215 U. S. 182, 188, 30 Sup. Ct. 38, 54 L. ed. 150 (1909) ; Globe Newspaper Co. 
v. Walker, 210 U. S. 356, 367, 288 Sup. Ct. 726, 52 L. ed. 1096 (1908). 


15 DeEWotF, OuTLINE or CopyricHt Law (1925) 47. 
161 Stat. 124, 125, Chap. 15 § 4. 

174 Stat. 436, 437, Chap. 16 § 4. 

189 Stat. 102, 106, Chap. 178 § 10. 

19 13 Stat. 540, Chap. 126 § 2. 

2014 Stat. 395, Chap. 43 §1. 

2116 Stat. 198, 213, Chap. 565 § 3. 

22 § 4956. 

23 26 Stat. 1106, Chap. 565 § 3. 

242 Lapas, loc. cit. supra, note 8. 


25 Report of the House Committee on Patents, Feb. 22, 1909 (No. 2222), 
60th Cong. 2d Session on H. R. 28192 at 11. 


26 35 Stat. 1077 (1909), 17 U. S. C. §1 (1934). 
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The last sentence of section 12 is: 


No action or proceeding shall be maintained for infringement 
of any work until the provisions of this act with respect to the 
deposit of copies and registration of such work shall have been 
complied with. 


Does the deposit referred to here mean a deposit made “promptly” 
as set forth in the first part of the section? Does “until” in this 
sentence mean “unless”? The Supreme Court, squarely overruling 
the Court of Appeals,** has answered “No” to both questions. “The 
use of the word ‘until’ in section 12,” says the Court, speaking through 
Justice McReynolds, “rather than ‘unless’ indicates that mere delay 
in making deposit of copies was not enough to cause forfeiture of 
the right theretofore distinctly granted.” ** 


Section 13 declares: 


That should the copies called for by section 12 of this Act 
not be promptly deposited as herein provided, the register of 
copyrights may at any time after publication of the work, upon 
actual notice, require the proprietor of the copyright to deposit 
them, and after the said demand shall have been made, in default 
of the deposit of copies of the work within three months from 
any part of the United States, . . . the proprietor of the copy- 
right shall be liable to a fine of one hundred dollars and to pay 


to the Library of Congress twice the amount of the retail price 
of the best edition of the work, and the copyright shall become 
void. 


It will thus be seen that while the first part of section 12 requires 
deposit to be made promptly, section 13 only provides for the en- 
forcement of penalties by the Copyright Office three months after 
demand has been made on a proprietor living within the United 
States. This time limit has been suggested as a measure of the 
promptness required.”® 

The contradiction might be resolved by looking at the interest 
served by the deposit requirements under the Act of 1909. Weil’s 
view®® is that section 12, relating only to the requisite deposit of 
copies precedent to the right to sue for infringement, is separate and 
distinct and should be construed differently from section 13 which 
was designed to insure that copies of all published works should be 
available to the Library of Congress. The view of Ladas,** on the 
other hand, is that the primary purpose is the enrichment of the 


27 See supra note 10. 

28 See supra note 11. 

292 LapAS, op. cit. supra note 8 at 755. 
30 WEIL, op. cit. supra note 12 at 311. 
312 Lapas, loc. cit. supra note 8. 
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Library of Congress, while the deposit as notice to the public of copy- 
right is secondary, that object being served by the notice of copyright 
appearing on the published copies. Weil takes the position that the 
primary object of requiring the deposit of copies is that the subject 
matter of works in which copyright is claimed may be made public 
and available for purposes of information and avoiding infringement, 
while the enrichment of the Library of Congress is secondary. This 
primary purpose would then be defeated entirely unless the deposit 
were made “promptly.” 

“If the only necessary effect of failure to make deposit ‘promptly,’ 
were to prevent the institution of suit, until the deposit was made, 
the statute would become, as the former English one was justly called, 
a mere snare for the unwary, who were foolish enough to rely upon 
the absence of registration as showing absence of copyright.” ** 

Comparison of section 12 with section 13 shows that while deposit 
in the former must be made “promptly,” the length of time in the 
latter is three months after demand. Section 12 permits compliance 
by deposit in the mail, while section 13 requires actual deposit, so 
that therefore liberal time is allowed. The suggestion has been made 
that section 13 is intended to provide for the avoiding of copyrights 
where the copies are mailed but do not reach the Copyright Office, 
thus making the two sections assimilable.** The difficulty would then 
arise of Congress requiring the deposit of works under section 13 in 
which the copyright has ceased under section 12. 

At this point, it may be well to consider the interpretation of the 
Act as made by the Copyright Office. The rules and regulations of 
the Copyright Office provide: 


Promptly after first publication of the work with the copy- 
right notice inscribed, two complete copies of the best edition of 
the work then published must be sent to the Copyright Office 
with the proper application for registration correctly filled out 
and a money order for the amount of the legal fee. 

The statute requires that the deposit of the copyrighted work 
shall be made “promptly” which has been defined as “without 
unnecessary delay.” It is not essential, however, that the deposit 
be made on the very day of publication.** 


82 WEIL, op. cit. supra note 12 at 310. 

“I would put it this way, that, while this is a difficult thing to prove, we are 
convinced in the Copyright Office, that many hundreds, if not thousands of 
people publish articles, generally speaking, rather than books, with copyright 
notices thereon, without ever having any intention of registering unless they 
are infringed, thereby depriving the Library of Congress of this material until 
such persons have in their opinion a very real reason to provide the Library 
with this material.” Testimony of the Register of Copyrights, Hearings Before 
the Subcommittee on Copyrights, House of Representatives, on H. R. 4433. 

33 WEIL, op. cit. supra note 12 at 311. 

34 RULES AND REGULATIONS OF THE CopyricHT Orrice No. 15 (1927) Rule 24. 
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On the other hand, a letter** of the Register of Copyrights to the 
Librarian of Congress of September 17, 1938 indicated a practice of 
the Copyright Office to accept copies at any time subsequent to pub- 
lication with notice and approved the elimination of the word 
“promptly” from section 12, which is in effect what the Supreme 
Court has done in its decision. It is submitted that only the cited 
rule of the Copyright Office is of consequence in determining the 
effect of “promptly” in section 12. At the time of the letter, this 
new interpretation was not supported by the decision of any court.** 

The Supreme Court supports its interpretation with four citations 
of authority, two American cases, Lumiere v. Pathe Exchange* and 
Mittenthal v. Berlin,®® and two English cases, Goubaud v. Wallace*® 
and Cate v. Devon & Exeter Constitutional Newspaper Co.*° The 
American cases on the interpretation of “promptly” give more dictum 
than decision; the English cases, while directly on the point, are not 
altogether applicable because of somewhat different provisions in 
the statutes. 

In Lumiere v. Pathe Exchange the plaintiff published with notice 
of copyright and deposited copies of a photograph obtaining a cer- 
tificate of registration. The certificate of registration, however, was 
for photographs not to be reproduced for sale, in which case the date 
of publication need not be stated in the certificate. The photographs, 
however, were to be reproduced for sale. It was held that a cer- 
tificate of registration giving the date of publication must be obtained 
before suit for infringement of the copyright could be maintained. 
Altogether unnecessary to the decision of the case appears the latter 
part of the statement of the court that “The plaintiff’s copyright 
was established by the publication with the notice of copyright as 
against all the world whether with or without actual notice and could 
not be declared void because not ‘promptly’ followed by deposit of 
copies as required by the act except by action of the register of copy- 
rights under section 13, which was not taken.” That no inference 
can be drawn from this appears in the concurring opinion which re- 
serves the point “whether in any form of action plaintiff can recover 
damages for infringements committed before he not only registered 
his claim of copyright but deposited the requisite number of copies.” 

In Mittenthal v. Berlin, the plaintiff made deposit of the copies 


85 LETTER FROM THE REGISTER OF COPYRIGHTS TO THE LIBRARIAN OF CONGRESS. 
September 17, 1938, Government Printing Office 1938, Page 20. 

86 The dissenting opinion. 

37 275 Fed. 428 (C. C. A. , 1921). 

88291 Fed. 714 (S. D. N. Y. 1923). 

89 36 Law Times (N. S.) 704, 705, 7 Eng. Rul. Cas. 128, 

40. R. 40 Ch. D. 500, 5 T. L. R. 229, 
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two weeks before publication. It was held that, under section 12 of 

. the Act, the copyright was not defeated because of the deposit before 
publication. That, in the judgment of the court “the time of deposit 
in section 12 is permissive.” But clearly, here there was no fourteen 
months lapse of time between publication and deposit but rather a 
premature deposit. So that the statement that “He may mend his 
case even in the event of long delinquency” had nothing to do with 
what was actually decided. 

Prior to the decision in this case, it was thought that the English 
decisions under the English Act*! with similar provisions in regard 
to registration would be followed as to the effect of infringement 
prior to registration.*? Goubaud v. Wallace held that the registra- 
tion of copyright is a condition precedent to suing for infringement, 
but not to the existence of the copyright itself, and that the infringe- 
ment took place prior to registration is no defence. In Cate v. 
Devon & Exeter Constitutional Newspaper Co., the argument was 
pressed on the court that the defendants had copied a document that 
was not registered and that the object of registration was to let the 
public know what it was they could and what they could not legally 
use. Nevertheless, the court held that it was not intended under the 
Act that there should always be a complete registration when the 
offence was committed in order that the person injured might have 
a right of action; that it was well known that registration might be 
made after the offence for the purpose of suing.** Want of registra- 
tion could be no justification for the defendants if they copied what 
they had no right to. 

The results in these cases under the English Act necessarily fol- 
lowed the express provisions of that Act which, while requiring 
registration or entry of the copyright without specifying any time 
within which it should be made, said 























Provided always that the omission to make such entry shall 
not affect the copyright in any book but only the right to sue or 
proceed in respect of the infringement thereof as aforesaid. 


In line with the above, it was urged on the Court in the instant 
case that while plaintiff acquired ownership of its copyright by pub- 


415 & 6 Vict. C. 45 § 13. 

42 WEIL, op. cit. supra note 12 at 312. 

43“The utility of the provision requiring registration is not apparent. The 
validity of the copyright is in no way affected by registration or its omission. 
Nor does registration serve as a notice to the public that the book is protected 
and therefore cannot lawfully be reprinted without license. The owner is not 
required to show that the book was registered when the offense complained of 
was committed. Registration is merely a formal act which must be performed 
before the action or suit is brought and may be done at any moment before that 
time.” Drone, Copyricut (1879) 278, 279, 
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lication with notice of copyright under section 9, that this owner- 
ship did not create the right to maintain suit for infringement.“ 
The latter is provided for in section 12. Ownership of copyright 
and the vindication of such ownership by suit are different things, 
as was said in New York Times Co. v. Star Co.*® Defendant coun- 
tered with American Tobacco Co. v. Werckmeister, that copyright 
and the right to sue are not separate rights. 


It has also been suggested that the plaintiff's position is similar 
to that of a patentee who subsequently obtains a reissue.*7 Numerous 
analogies may be found between patents and copyrights—a second 
application for a copyright has been barred as analogous to double 
patenting,*® as to determination of damages for infringement,*® as 
to taxation,®® to mention a few. Under the reissue statute,** when- 
ever a patent is wholly or partially inoperative or invalid by reason 
of the patentee claiming as his invention more than he had a right 
to claim as new, if the error arose by inadvertence, accident or mis- 
take, and without fraudulent intent, the issued patent may be sur- 
rendered and a new patent for the same invention, in correct form, 
be reissued to the patentee. Under these circumstances, the courts 
have held that a person who, between the date of the original issue 
and the date of an application for a reissue, makes or sells an article 
or uses a process which does not infringe the original grant but is 
included in the application for reissue, acquires an intervening right 
as against the patentee.*? 


It should be again pointed out here that the fact that plaintiff 
acquired a valid copyright by publication with notice under section 
9 was not challenged. What was challenged was the right of plain- 
tiff to sue for an act of infringement committed between the time 
of publication and the time that deposit was made and registration 
obtained. But the majority opinion considered that existence of a 
copyright without possibility of enforcement was a contradiction in 
terms, saying “While no action can be maintained before copies are 
actually deposited, mere delay will not destroy the right to sue.” 


44 Brief for Respondent. 

45195 Fed. 110 (C. C. S. D. N. Y. 1912). 

46 207 U. S. 375, 28 Sup. Ct. 124, 52 L. ed. 254 (1907). 

47 Washington Publishing Co. v. Pearson, supra note 5. 

48 Caliga v. Inter Ocean Newspaper Co. supra note 14, at 1 

49 Callaghan v. Myers, 128 U. S. 617, 9 Sup. Ct. 177, 32 L. 7 547 (1888). 

50 People v. Roberts, 159 N. Y. 70, 53 N. E. 685 (1899). 

51 R. S. 4916, 35 U. S. C. § 64 (1934). 

52 Ashland Fire Brick Co. v. General Refractories Co., 27 F. (2d) 744, 746 
(C. C. A. 6th, 1928); Krauth v. Autographic Register Co., 285 Fed. 199 


(N. J. 1921) ; ‘Supreme Mfg. Co. v. Security Mfg. Co., 299 Fed. 65 (C. C. A. 
9th, 1924). 
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While the dissenting opinion differed on a number of grounds, 
most of which have been considered in the discussion, the principal 
issue raised is that under the decision rendered, the statute permits 
a retroactive recovery for public use of an article of which copies 
were never promptly deposited as required by the statute. In con- 
sidering the question of promptness of deposit of copies under the 
present Copyright Act, no weight should be given to the strict re- 
quirements of the Acts before 1909°* and their strict interpretation.™ 
The Act of 1909 is clearly to be differentiated from the previous 
acts which required deposit of copies and registration within a fixed 
period of time while the 1909 Act gives a copyright on publication 
with notice. Deposit of copies is to be made “promptly” but no 
standard is set up by which the promptness can be measured. And 
whether or not deposit must be made promptly or not becomes an 
arguable point. Under the wording and purposes of the present 
Act, it is submitted that the Court could not have well reached any 
other result. It was conceded that a valid copyright was obtained 
by publication with notice. It was also conceded that a copyright 
proprietor could recover for acts of infringement made after deposit 
of copies and registration. Nothing in the Act, either expressly or 
impliedly, would indicate then that no recovery could be had for 
infringement between publication and deposit with registration. 

But if deposit is no longer necessary in order to obtain a copy- 
right but only need be made prior to bringing suit, an unusual situa- 
tion arises. “Hereafter,” says Justice Black in the dissenting opinion, 
“there need be no public (or even private) record of the beginning 
and ending of many of these monopolies.” The government, through 
the Department of Justice as amicus curae, in a brief®* on petition 
for rehearing of this case, emphasized the effect of the operation of 
this decision on the Library of Congress. The Library of Congress 
is likely to be without a large number of published works. The 
Copyright Office which has been self-supporting will lose substantial 
revenues in the fees paid on registration of copyright. Without a 
register of copyrighted works the Treasury Department will be im- 
peded in the enforcement of the statutory prohibition against impor- 
tation of piratical copies of copyrighted works. 

Even in view of these public policy aspects of the question, the 
petition for rehearing was nevertheless denied.** If the Act is sus- 











53 See supra notes 16 to 23. 


(54 Wheaton v. Peters, 8 Pet. 591, 8 L. ed. 1055 (U. S. 1834); Callaghan 
v. Myers, supra note 49. 


556 L. W. 946 (Mar. 7, 1939). 
566 L. W. 946 (Mar. 13, 1939). 
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ceptible of the interpretation given, if the result is inimical to the 
purposes and interests served by the Act, then Congress should 
amend the Act so that its meaning cannot be doubted. The Sub- 
committee on Copyrights at the present time has a bill®’ before it 
to amend sections 12, 13 and 29 of the Copyright Act, which estab- 
lishes prompt deposit to be within sixty days of publication if the 
work is published in the United States and within one hundred and 
twenty days if published abroad.** If deposit and registration is 
tardily made, under the proposed amendment no recovery can be had 
for prior infringement but only for infringement subsequent to the 
deposit and registration. Also, it is provided that failure to deposit 
copies, as provided in section 12, within six months of publication 
shall render the copyright secured by publication with notice void. 
Such an amendment will, if adopted, clarify the anomalous situation 
which has arisen under the operation of the present Copyright Act. 


Les.tie H. Gaston. 


SUFFRAGE RIGHTS OF SOLDIERS AND SAILORS 


In statutes relating to voting, the word residence is generally used, 
but courts usually have interpreted it to mean domicile where the 


contrary was not indicated in the statute. Domicile is the place with 
which a person has a settled connection for certain legal purposes, 
either because his home is there, or because that place is assigned to 
him by the law. A home is a dwelling place of a person distinguished 
from other dwelling places of that person by the intimacy of the rela- 
tion between the person and the place. His mental attitude toward 
the place, and his intention, when absent, to return there are factors 
material to the determination of that place as his home.* Every per- 
son has one and only one domicile at a given time. A domicile of 


57H. R. 4433. 


58 Hearings before the Committee on Patents, Subcommittee on Copyrights, 
_ ais Ist Session, on H. R. 4433, Mar. 23, 1939. Government Printing 
ce, . 


1 ConFLict oF LAws RESTATEMENT (Am. L. Inst. 1934) §9e; Beale, Resi- 
dence and Domicile (1918) 4 Iowa L. Buty. 3, 5; (1934) 3 Geo. Wasu. 
L. Rev. 121; In re Rooney, 172 App. Div. 274, 159 N. Y. S. 132 (1916); 
Elam v. Maggard, 165 Ky. 733, 178 S. W. 1065 (1915); Driscoll v. Bender, 
30 N. Y. Cr. R. 262, 82 Misc. Rep. 671, 144 N. Y. S. 145 (1913). Louisiana 
courts have refused to so interpret it. yw: v. Michel, 121 La. 879, 
46 So. 907 (1908); note yal 19 L. R. A. (NS) 759; Same v. Vogt, 
121 La. 883, 46 So. 908 (1908). 


2 ConFLict oF Laws RESTATEMENT (Am. L. Inst. 1934) §9. 
3 Td. § 13. 
47d. §11. 
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origin is assigned to every child at its birth,® and it continues until a 
new domicile is acquired.* Such a new domicile may be acquired by 
choice, but the fact of change and the intention of remaining at the 
new home must concur, and neither avails without the other. One 
must be physically present in the new place with an intention to make 
a home in fact. The intention required is not an intention to acquire 
a domicile, and courts give greater weight to conduct than to an al- 
leged intention.’ 

A domicile of choice cannot be acquired by any act done under legal 
or physical compulsion.* An official order transferring a soldier or 
sailor to a station of duty within a state where he must live in quarters 
assigned to him is considered such compulsion.® If he is allowed to 
live with his family where he pleases near the station, however, he 
has the power to acquire a new domicile where he lives.’° To acquire 
such a domicile, the intention must be clear, not inconsistent with the 
military situation, and associated with something fixed and established 
as indicating such a purpose.** The cases which seem to deny the 
power of a soldier or sailor on active duty to acquire a new domicile 
of choice have confused the volitional element involved in the choice 
of a new home with that involved in obedience to the orders of one’s 
superior.’* The first is a factor in determining domicile. The second, 
if not inconsistent with the establishment of a new home, has nothing 
to do with it. Most people in the military or naval service do not 
fail to acquire a domicile because of compulsion, but rather because 
their duties require them to move from place to place and they do not, 
in fact, have the requisite intention to make a new home at any such 
place. 

In Ex Parte White ** an enlisted man of the Army on duty at Fort 
Stark, New Hampshire, had permission to spend several nights each 


57d. §14 (1). 

6 In re Lewis, 172 App. Div. 271, 158 N. Y. S. 1036 (1916) (domicile of 
soldier continues although the house where he ay resided is vacant) ; 
People ex rel. Brush v. Schum, 102 Misc. 143, 168 N. S. 391 (1917). But 
cf. Stoughton v. Hill, Fed. Cas. No. 13, 501, 3 Woods 404 (1877) (the pre- 
sumption that a domicile once acquired, continues, does not prevail when its 
effect would be to impose upon the party the character of an enemy of his 
government). Conriict or LAws RESTATEMENT (Am. L. Inst. 1934) § 23. 

7 Mooar v. Harvey, 128 Mass. 219 (1880). 

8 ConFLict oF LAws RESTATEMENT (Am. L. Inst. 1934) § 21. 

9In re Green, 5 Fed. 145 (C. C. E. D. N. Y. 1880); Stevens v. Allen, 139 
tba” 71 So. 936 (1916); Harris v. Harris, 205 Iowa 108, 215 N. W. 661 

10Tnhabitants of Brewer v. Inhabitants of Linnaeus, 36 Me. 428 (1853). 
Conriict or LAws RESTATEMENT (Am. L. Inst. 1934) § 21c. 

11 Ex Parte White, 228 Fed. 88 (N. H. 1915). 

"i re The Domicile of Persons in the Army and the Navy (1922) 94 Cent. 

18 Supra note 11, 
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week with his wife in Portsmouth. He had a parental domicile in 
New York at the time he enlisted, and had not changed it. Upon his 
refusal to pay a poll tax assessed by Portsmouth, he was jailed by 
civil authorities. In granting habeas corpus, the Federal District 
Court held that this man’s military situation was inconsistent with a 
presumption of permanency of domicile in Portsmouth, and, assuming 
that a soldier may change his domicile, that there existed in this case 
no permanent arrangement and no intention to make Portsmouth his 
home. In Kinsel v. Pickens** an action was brought by a resident 
of Texas in a state court against an officer of the Army on duty in 
Texas. The domicile of the officer at the time of his entry into the 
Army was in Ohio, and he had taken no steps to change it. In hold- 
ing that the action could be removed to the federal court, the court 
stated that the intention to acquire a new domicile by an Army officer 
must be shown by the clearest and most unequivocal proof. 


Many states by their constitutions or by statutes have provided that 
domicile is neither gained nor lost by reason of presence in or ab- 
sence from a dwelling-place while in federal employ.*® Such a pro- 
vision “is aimed at the participation of an unconcerned body of men 
in the control through the ballot box of municipal affairs in whose 
further conduct they have no further interest and from the misman- 
agement of which by the officers their ballots might elect, they sustain 
no injury. Its effect is not to disqualify such persons from gaining 
or losing a residence, but renders the fact of sojourn or absence im- 
potent as evidence either to create or destroy it. . . . The question 
in each case is still as it was before the adoption of this provision . . ., 
one of residence or domicile to be decided upon all the circumstances 
of the case.”?® In other words, the right to vote must be acquired 
independently of the character of one’s presence or absence as a 
soldier or sailor on duty.’’ He is not disenfranchised by his status,’® 


1425 F. Supp. 455 (W. D. Tex. 1938). 


15 Citations of these constitutional and statutory provisions are collated in 
1 Beate, Conriict or Laws (1935) 156 note 3. 


16 Jy re Cunningham, 45 Misc. 206, 91 N. Y. S. 974 (1904); Tibbetts v. 
Townsend, 15 Abb. Prac. 221 (N. Y. 1862); Orman v. Riley, 15 Cal. 48 
(1860) ; Squire v. Vazquez, 184 S. E. 629 (Ga. App. 1936). 


17 Johnson v. Benton, 73 Cal. App. 565, 239 Pac. 60 (1925); McLaughlin v. 
Feerick, 276 Mass. 180, 176 N. E. 779 (1931); Taylor v. Reading, 4 Brewst. 
439 (Pa. 1870); Konkelborg v. Konkelborg, 90 P. (2d) 1018 (Wash. 1939). 
The same interpretation was applied when residents of the District of 
Columbia had the right to vote. Mead v. Carrol, 6 App. D. C. 338 (1868). 
It has recently been applied to persons serving with the U. S. Civil Conserva- 
tion Corps (Jn re Sullivan, 17 N. J. Misc. 42, 5 A. (2d) 57 (1939)), and 
with the U. S. Civil Service. Campbell v. Ramsey, 92 P. (2d) 819 (Kan. 1939). 


18 Jenkins v. State Board of Elections of North Carolina, 180 N. C. 169, 
104 S, E. 346 (1920); note (1921) 14 A. L, R. 1247, 1251, 
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nor is his right to make a domicile of choice denied.*® If he estab- 
lishes his home, as heretofore defined, within state territory, although 
near his station of duty, he is a resident of the state.” 

Where a soldier or sailor resides in a federal area, the status of 
that area is called into question. The FEDERAL CONSTITUTION pro- 
vides that Congress shall have power to exercise exclusive legislation 
over all places purchased by the consent of the legislature of the state 
in which the same shall be, for the erection of forts, magazines, arse- 
nals, dockyards, and other needful buildings.*t Once ceded, these 
places are under the exclusive jurisdiction of the Federal government 
and the laws of the state no longer operate there.** A reservation by 
the state for the service of civil or criminal process does not affect 
the exclusive jurisdiction of the United States over such areas. In 
general, therefore, persons residing within federal areas do not acquire 
the civil or political privileges, nor subject themselves to the duties 
and obligations of the inhabitants of the precinct within which the 
federal area is located.2* In McMahon v. Polk,”* the court said: 


The doctrine resting upon and sustained by an unruffled cur- 
rent of authority seems to be that all political powers and juris- 
diction over a military reservation, not expressly retained by a 
state, are surrendered absolutely to the general government by a 
voluntary transfer of lands for the exclusive use of the army and 
navy; and consequently a person residing thereon acquires none 
of the constitutional qualifications of an elector.”® 


On the eve of the exciting presidential election of 1892, when ex- 
President Cleveland was running against the man who had ousted 
him for the previous term, a New York court ordered struck from 
the registry of voters of the Town of Highlands the names of two 
military men then living within the West Point reservation. The 
court held that the mere fact that a person is in the service of the 


19 Mooar v. Harvey, 128 Mass. Rep. 219 (1880); Trigg v. Trigg, 226 Mo. 
App. 284, 41 S. W. (2d) 583 (1931); Ames v. Duryea, 6 Lans. 155 
(N. Y. 1871); Wood v. Fitzgerald, 3 Or. 568 (1869). The fact that a 
soldier domiciled in Illinois voted illegally in another state while temporarily 
there is not effective to deprive him of the right to vote in Illinois. O’Hair v. 
Wilson, 124 Ill. 351, 16 N. E. 256 (1888). 

20 People v. Holden, 28 Cal. 123 (1865) ; ; Hunt v. Richards, 4 Kan. 549 
(1868). PT he fact that he cannot stay in the new home if called away to the 
army, does not prevent his forming the animus manendi and acquiring a 
domicile there. 1 BEALE, Conriict or Laws (1935) 158. 

21 Art. I, §8, clause 17. 

22 Commonwealth v. Clary, 8 Mass. 72 (1811). 

23 One of Justices, 1 Metc. 580 (Mass. 1841); McMahon v. Polk, 
10 S. ao 73 N. W. 77 (1897); Story, CoMMENTARIES ON THE ConSsTI- 
TUTION ie 

2473 N. W. 77 at 79. 

25 The doctrine was —_ applied in Custis v. Lane, 3 Munf. 579 (Va. 1813), 
and was adhered to by the U. S. Supreme Court in Fort Leavenworth Ry. Co. 
v. Lowe, 114 U. S. 525, 5 Sup. Ct. 995, 29 L. ed. 264 (1885). 
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United States at West Point does not disqualify him as a voter, and 
he may vote in the place of his residence at the time he entered such 
service, or at his place of residence, if any, within the State, since 
acquired. A person having no qualifications of residence other than 
that which he gains by being resident on the West Point reservation, 
however, is not a resident of the State and has no right to vote.” 
Whenever the resident of a federal area is in a temporary status, 
the acquirement of a permanent abode is not satisfied thereby, and 
there seems little question but that no voting residence should be 
gained during the tenure of that status. Where the resident takes up 
a permanent abode in a federal area, however, there is less question 
as to his right of suffrage. The question came before the Supreme 
Court of Ohio ** as to the effect of a proviso in the Act of that State, 
ceding to the Federal government lands for a National Asylum for 
Disabled Volunteer Soldiers, that nothing in the Act should be con- 
strued to prevent the inmates of the asylum from exercising the right 
of suffrage in all township, county, and state elections in the town- 
ship in which the asylum is located. The court adhered to the doc- 
trine set forth above, and held “that the inmates of such asylum resi- 
dent within the territory, being such exclusive jurisdiction, were not 
residents of the State so as to entitle them to vote, within the mean- 
ing of the Constitution, which conferred the elective franchise upon 
its residents alone.” ‘To the same effect is a decision of Tennessee,”® 
which holds that an inmate of a soldiers’ home within a federal area 
who intended to make it his permanent home could not vote in the 
precinct where the home was located, although conceding that he 
could vote from the residence which he had before entering the home. 
Despite these views, six states ** allow soldiers and sailors residing 
in a federal area to vote.*° This right is probably extended by these 
states on the continental European theory that the domicile of military 
officers is generally fixed at the place where their functions must be 
discharged. This was a presumption of the old Roman Law, and 
countries having modern codes derived therefrom invoked this pre- 
sumption.** As to officers, holding office for life, the French Code 
admits of no proof to the contrary.** Nineteen states ** give the right 


26 In re Town of Highlands, 48 N. Y. 795, 22 N. Y. S. 137 (1892). 

27 Sinks v. Reese, 19 Ohio St. 306, 2 Am. Rep. 397 (1869). 

28 State ex rel. Lyle v. Willett, 117 Tenn. 334, 97 S. W. 299 (1906). 
29 Conn., Idaho, Ind., Miss., N. H., and N. C. 


80 The Status of Military Personnel as Voters, U. S. Military Academy, 
West Point, New York (1933) 4. 


8119 C. J. 419. 

82 See Matter of Grant, 83 Misc. 257, 258, 144 N. Y. S. 567 (1913). 

88 Ala., Ark., Cal., Conn., Fla., Idaho, Ill., Ind, Me., Md., Mass., Miss., 
N. H., N. Y., N. C., N. D., Utah, Vt, W. Va. 
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to vote to soldiers and sailors on duty and residing in such states, 
where the domicile is not in a federal area. 


Only one state absolutely excludes military men from any right to 
the elective franchise. Texas, unlike any other state, classes soldiers, 
marines, and seamen with idiots, lunatics, paupers, and convicts in 
denying them the right to vote.** Under this constitutional provision 
of Texas, not even her native sons retain their right to vote while 
actively serving in the Army, Navy, or Marine Corps, although within 
the bounds of their own State.** In Missouri, the right of soldiers 
and sailors to vote is uncertain. The Constitution of Missouri, like 
that of Texas, expressly denied it,** but an amendment adopted in 
1924 provided that qualified electors absent from the State or on 
naval or military service shall be enabled by law to vote. Neverthe- 
less, the legislature in 1929 passed a statute ** again denying the right, 
in substantially the same words as those of the Constitution before 
amendment. It seems that this statute is unconstitutional, but no case 
involving determination of this question has been decided by the 
Supreme Court of Missouri. 


A majority of states have provided for the voting of those unavoid- 
ably absent from their polling places in what are known as absent 
voter laws. These laws have allowed those in the federal service to 
exercise their right of suffrage where before they found themselves 
practically disenfranchised in the service of their government. Regis- 
tration is a prerequisite of voting in almost every state now. Some 
states which allow absentee voting have provided for absentee regis- 
tration. The courts of last resort in Delaware, Florida, and New 
Mexico, however, have held statutes providing for absentee registra- 
tion unconstitutional on the ground that the constitutions contem- 
plated the physical presence of the person registering and the per- 
formance of the act of registration within the territorial limits of the 
sovereign states.** In these states, constitutional amendments will be 
necessary to give validity to absentee registration.*® 


34 Texas ConstTITUTION, art. VI, §1. 


35 An amendment adopted Nov. 8, 1932, allows reserves, and retired officers 
and enlisted men to vote. Members of the Texas National Guard while 
actively employed in the service of the U. S. Army, however, cannot vote. 
Savage v. Umphries, 118 S. W. 893 (Tex. Civ. App. 1909). 


86 “No officer, soldier, or marine in the regular army or navy of the United 
States, shall be entitled to vote in any election in this state.” Murissourr Con- 
STITUTION oF 1875, art. VIII, §11. 

37 Rev. Stat. Missouri, 1929, § 10178. 

38 State v. Lyons, 5 A. (2d) 495 (Del. 1939); State ex rel. o* v. Page, 
125 Fla. 348, 169 So. 854 (1936); Thompson v. Scheier, 40 N. 199, 57 P. 
(2d) 293 (1936) ; (1936) 5 Gro. Wasu. L. Rev. 124. 


89 Baca v. Ortiz, 40 N. M. 435, 61 P. (2d) 320 (1936). 
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Of forty-six states which grant suffrage in one form or another to 
soldiers and sailors, twenty-six *° require the personal registration of 
the voter, nine ** permit registration by mail, six** permit registra- 
tion by a representative or proxy, one ** requires no registration but 
only the poll tax receipt, and a mixed situation exists in four states,** 
where the registration requirement depends upon the population of the 
community. 

Absentee voting is permitted to a much greater degree than is ab- 
sentee registration. In thirty-five states *® the right is unrestricted. 
One state ** grants it only to voters within the state, four *” have spe- 
cial requirements, and only six ** deny the privilege altogether. 

Some states provide for the polling, in time of war, of its voters 
serving in the military or naval establishments of the Federal govern- 
ment. There is no statute or regulation providing rules for holding 
elections on board public vessels or in navy yards of the United States, 
but where state authorities have requested that a poll be taken, such 
request has been granted and a poll permitted to be taken in the man- 
ner prescribed by the state laws or election officials.** It was sug- 
gested that such instruction as was received by commanding officers 
from secretaries of states, while not binding upon such commanding 
officers, might be carried out if they did not interfere in any way with 
the proper administration of official duties.°° 

From the foregoing, these general conclusions may reasonably be 
drawn: 

1. A soldier or sailor of the United States is not deprived of his 
right to vote by reason of his federal employment.” 

2. His domicile is unchanged by a mere change of station of duty, 
even for years. 

3. He has the same right to make a change of domicile as that 
possessed by any other citizen. 


40 Ala., Conn., Del., Fla., Ga., Ind., Ky., La., Me., Md., Mass., Miss., Mont., 


y ~» N. C, Oto, Obla., Pa. R. L, S. C, Utah, Va, Wash., 
. Va 


41 Ariz., Cal., Idaho, Ill., Mich., Minn., Ore., Tenn., Wis. 

42 Colo., N. H., N. M., N. D., S. D., Vt. 

43 Arkansas. 

44 Towa, Kan., Neb., Wyo. 

#5 Ala., Ark., Ariz., Cal., Colo., Conn., Del., Ga., Idaho, Ill., Iowa, Kan., 
Me., Mass., Mich., Minn., Mont., Neb., Nev., N. M., N. Y., N. C., N. D., 
Ohio, Ore., R. I., S. D., Tenn., Utah, Vt., Va., Wash., W. Va., Wis., Wyo. 

46 Florida. 

47 La., N. H., Okla., S. C. 

48 Ind., Ky., Md., Miss., Pa., N. J. 

49 Dep’t. Navy, Court-martial Order 280 (1919) 14. 

50 Dep’t. Navy, Court-martial Order 174 (1918) 28. 

51 Texas excepted; Missouri doubtful. 
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4. If he is otherwise qualified to vote, he may exercise that right 
at the place of his domicile. 

5. If the law of his domicile permits absentee voting, he may avail 
himself of that right by compliance with that law. 


JAMES SNEDEKER. 


EQUITABLE RESTRICTIONS ON DiIvISIONAL PATENT APPLICATIONS 


Divisional patent applications have been sanctioned by the courts 
for many years. Only comparatively recently, however, have the 
courts evolved any definite restrictions on their use. The law on this 
subject is now in a state of rapid growth and consequently is suffer- 
ing the growing pains of conflicting judicial and quasi-judicial inter- 
pretations. Within the year past the Supreme Court, in the case of 
Crown Cork & Seal Co. v. Gutmann & Co.,’ has settled a conflict 
among the circuits and laid down another rule as to the effect of delay 
in the filing of divisional applications. While the picture is yet far 
from complete, an analysis of the decided cases indicates a definite 
trend toward the development of a coherent body of law within the 
broader concept of forfeiture of the right to patent protection through 
laches, equitable estoppel or intervening rights. 

The Patent Statutes, in clear terms, require, as one of the pre- 
requisites to the grant of a valid patent, that the invention must not 
have been abandoned? and specifically provide that abandonment is 
a defense to an action for the infringement of a patent.* The ques- 


1 304 U. S. 159, 58 Sup. Ct. 842, 82 L. ed. 1265 (1938). 


2R. S. 4886, 16 Stat. 201 (1870), as ae by 29 Stat. 692 (1897) and 46 
Stat. 376 (1930), 35 U. S. C. §31 (1934) : 

“Any person who has invented or discovered any new and useful art, 
machine, manufacture, or composition of matter, or any new and useful 
improvements thereof, or who has invented or discovered and asexually 
reproduced any distinct and new variety of plant, other than a tuber-propa- 
gated plant, not known or used by others in this country, before his inven- 
tion or discovery thereof, and not patented or described in any printed 
publication in this or any foreign country, before his invention or discovery 
thereof or more than two years prior to his application, and not in public 
use or on sale in this country for more than two years prior to his appli- 
cation, unless the same is proved to have been abandoned, may, upon pay- 
ment of the fees required by law, and other due proceeding had, obtain a 
patent therefor.” (Italics supplied.) 

“r & 4920, 16 Stat. 208 (1870), as amended by 29 Stat. 692 (1897), 35 
U. S. C. §69 (1934); the material portions of which are as follows: 

“Tn any action for infringement, the defendant may plead the general issue, 

and having given notice in writing to the plaintiff or his attorney thirty 


days before, may prove on trial any one or more of the following special 
matters : 


“Fifth. That it had been in public use or on sale in this country for 
more than two years before his application for a patent, or had been aban- 
doned to the public.” (Italics supplied.) 


So 2. 


bo =] 
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tion of what constitutes abandonment, or, more accurately, forfeiture 
of the right to statutory protection, has long been a source of con- 
flicting theories and interpretations. The courts, in treating cases 
involving this question, have molded a flexible equitable concept to 
fit widely varying factual situations. Therefore, although this article 
deals particularly with the limited class of cases raising the problem 
of the validity of divisional applications, it is not easy to separate this 
class from other classes of cases in which this same concept of aban- 
donment is likewise broadly applicable. The courts often reach into 
the other classes to grasp analogies as well as to find distinctions. 
Hence a fair analysis of the subject matter under treatment requires 
some preliminary comparisons. 


Abandonment in General 


The general proposition that the right to patent protection may be 
lost through unreasonable delay in applying for or prosecuting a 
patent application, particularly where there is active concealment or 
bad faith, is too well settled to admit of argument; but determination 
of what factual situations fall within the rule is not free from difficulty. 

Unexplained delay in filing an application may in itself, if suffi- 
ciently great, be held to raise the equitable bar of laches on the theory 
that the patent monopoly is thereby unreasonably extended to the 
prejudice of the public.* Such long delay may be excused upon a 
showing of sufficient excuse for the delay.° 

Similarly, very long, unexplained delays in prosecution after filing 
an application have been held to work an abandonment,® but since 
R. S. 4894 definitely fixes a statutory period within which a response 


4In the words of the Supreme Court in Consolidated Fruit-Jar Co. v. Wright, 

94 U. S. 92, 24 L. ed. 68 (1876), where unexplained delay of eight years was 
held a bar: 

“He who is silent when he should speak must be silent when he would 

speak, if he cannot do so without a violation of law and injustice to others. 

“The supineness of the patentee is unexplained and unexcusable. A prin- 

ciple akin to the doctrine of equitable estoppel applies. . . .” Jd. at 96. 


Likewise, similar delay was held fatal in Universal Adding Machine Co. v. 
Comptograph Co., 146 Fed. 981 (C. C. A. 7th, 1906); and see Bates v. Coe, 
98 U. S. 31, 46, 25 L. ed. 68 (1878). 

5 For example, delay was excused in the following: Agawam v. Jordon, 7 
Wall. 583, 19 L. ed. 177 (1868) (time consumed in perfecting and testing the 
device) ; Smith v. Goodyear, 93 U. S. 486, 23 L. ed. 952 (1887) (extreme 
poverty of inventor); Beedle v. Bennett, 122 U. S. 71, 7 Sup. Ct. 1090, 30 
L. ed. 1074 (1886) (extensive criminal and civil action against the inventor 
between dates of reduction to practice and of filing). 

For dictum indicating that expenditure of money for education is not suffi- 
cient excuse, see Craver v. Weyrich, 31 Fed. 607, 611 (C. C. S. D. Ill. 1887). 

6 Planing Machine Co. v. Keith, 101 U. S. 479, 25 L. ed. 939 (1879) ; Wood- 
bridge v. U. S., 263 U. S. 50, 44 Sup. Ct. 45, 68 L. ed. 159 (1923). In each 
of these cases, at the time the application for the patent in suit was before the 
Office there was no fixed statutory period for response. See infra note 7. 

6 
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to an Office Action must be made,’ no delay short of the statutory 
period can be prejudicial. Further, statutory abandonment of the 
application under R. S. 4894° is not necessarily abandonment of the 
right to a patent.1° The application may be revived, with certain ex- 
ceptions,’? by the Commissioner of Patents upon sufficient showing 
that the delay was unavoidable.’* In the absence of such showing the 
application will be held to be abandoned,** but this is not in itself 
abandonment of the invention. 

Where there is an active concealment or intervening rights the 
courts are more strict. The leading case is Mason v. Hepburn** 


7R. S. 4894, 16 Stat. 202 (1870) (which reduced the time for response to 
two years), as amended by 29 Stat. 693 (1897) (which further reduced the 
time to one year), and as amended by 44 Stat. 1335 (1927) eo reduced the 
time to the present period of six months); 35 U. S. C. §37 (1 934). 

The pertinent provisions of the present statute are as follows: 

“All applications for patents shall be completed and prepared for exam- 
ination within six months after the filing of the application, and in default 
thereof, or upon failure of the applicant to prosecute the same within six 
months after any action thereon, of which notice shall have been given to 
the applicant, they shall be regarded as abandoned by the parties thereto, 
unless it be shown to the satisfaction of the Commissioner of Patents that 
such delay was unavoidable: . . .” (Italics supplied.) 

The provisions of the statute are embodied in Rules 31, 77, 171 and 172 of the 
Patent Office. 

8In the words of the Supreme Court in U. S. v. Amer. Bell Tel. Co., 167 
U. S. 224, 17 Sup. Ct. 809, 42 L. ed. 144 (1897) : 


“A party seeking a right under the patent statutes may avail himself of 
all their provisions, and the courts may not deny him the benefit of a single 
one. These are questions not of natural but of purely statutory right.” 
Id. at 247. 

Also: Overland v. Packard, 274 U. S. 417, 47 Sup. Ct. 672, 71 L. ed. 1131 
(1927) ; Crown Cork & Seal v. Aluminum Stopper, 108 Fed. 845 (C. C. A. 
4th, 1901); Columbia Motor v. Duerr, 184 Fed. 893 (C. C. A. 2d, 1911). 

® Supra note 7. 

10 See Hayes-Young v. St. Louis, 137 Fed. 80, 82 (C. C. A. 8th, 1905), cert. 
den. 199 U. S. 609, 26 Sup. Ct. 750, 50 L. ed. 332 (1905). 

11 Ex parte Hirth, 1908 C. D. 240, 137 O. G. 977 (Billings, Ass’t. Comm.) 
(cannot revive a formally abandoned ‘application) ; Ex parte Myers, 1911 C. D. 
61, 165 O. G. 971 (Billings, Ass’t. Comm.) (cannot revive a forfeited sae 
subsequently abandoned). Cf. Weston v. Empire, 136 Fed. 599 (C. C 'd 


12 Ex parte Mygatt, 1912 C. D. 354, 184 O. G. 801 (Moore, Comm.) (review- 
able on petition to the Commissioner); Ex parte Henrick, 1913 C. D. 139, 191 
O. G. 1067 (Moore, Comm.) (Delay held unavoidable upon failure of a reason- 
able check system employed by attorneys); Ballard v. Pittsburgh, 12 Fed. 783 
(C. C. W. D. Pa. 1882) (mental disorder held unavoidable as excuse for delay). 

18 The following cases are illustrative: U. S. Rifle v. Whitney Arms, 118 
U. S. 22, 6 Sup. Ct. 950, 30 L. ed. 53 (1886) (plea of poverty rebutted by taking 
out 22 other applications) ; Rosenberg v. Carr Fastener, 51 F. (2d) 1014 
(C. C. A. 2d, 1931), cert. den. 284 U. S. 652, 52 Sup. Ct. 32, 76 L. ed. 553 (1931) 
(negligence of attorney no excuse) ; Westinghouse v. Ohio Brass, 186 Fed. 518 
(N. J. 1911) (See cases cited at page 521); Ex parte James, 1913 C. D. 89 
189 O. G. 1031 (Moore, Comm.) (delay of amendment in mails no excuse when 
mailed only few days before due date); see Lay v. Indianapolis Brush, 120 
Fed. 831, 835, 836 iS c. CA. mm 1903) (negligence of attorney no excuse). 

1413 App. D. C. 86, 1898 C. D. 510 (1898). 





EDITORIAL NOTES 203 


which enlarged the rule, early enunciated by the Supreme Court in 
Kendall v. Winsor,” that an inventor may not keep his invention 
secret until another inventor independently makes the invention avail- 
able to the public, or until commercial activity is begun by others, and 
then take out a dominating patent. His attempt thereby to enlarge 
his monopoly is penalized by a forfeiture of his right to a patent.’® 

Thus it is seen that there must be a very strong showing before the 
courts will regard mere delay as raising a presumption of abandon- 
ment in favor of the general public to be rebutted by the applicant or 
patentee; but where there is also evidence of concealment or of inter- 
vening private rights, less delay will raise the presumption. 


Closely allied to the law peculiarly applicable to the effect of delays 
in filing divisional applications is the general principle that where a 
patentee has limited his claims to part only of his disclosure, he is 
presumed to have abandoned the disclosed but unclaimed matter to 
the public.7 This presumption ordinarily may be rebutted by filing 
one of two types of applications: (1) an application for a reissue ** 
or (2) a continuing application filed during the pendency of the 


1521 How. 322, 16 L. ed. 165 (1858). 


16 Macbeth-Evans v. General Electric, 246 Fed. 695 (C. C. A. 6th, 1917), 
cert. den. 246 U. S. 659, 38 Sup. Ct. 316, 62 L. ed. 926 (1918) ; Victor v. Starr, 
281 Fed. 60 (C. C. A. 2d, 1922), cert. den. 260 U. S. 726, 43 Sup. Ct. 89, 67 
L. ed. 483 (1922). Cf., International v. Kellogg Switchboard, 171 Fed. 651 
(C. C. A. 7th, 1909). 

Thus between two inventors the first to file may be awarded a patent as 
against the one who first reduced the invention to practice, under the rule of 
Mason v. Hepburn, supra note 14. But again there may be circumstances ex- 
cusing the delay. The fact that a prior pending application was believed to 
cover the invention (though in fact it apparently did not) was held to negative 
intention to conceal or suppress the invention in the following: Esty v. Newton, 
14 App. D. C. 50, 1899 C. D. 284 (1899) ; McGrath v. Burke, 12 F. (2d) 161, 
soon D. C. 220 (1926) ; MacLaren v. Stoetzel, 38 F. (2d) 125 (C. C. P. A. 


17 Underwood v. Gerber, 149 U. S. 224, 13 Sup. Ct. 854, 37 L. ed. 710 (1893) ; 
McClain v. Ortmayer, 141 U. S. 419, 12 Sup. Ct. 76, 35 L. ed. 800 (1891); see 
Deering v. Winona Harvester, 155 U. S. 286, 296, 15 Sup. Ct. 118, 39 L. ed. 
153 (1894); Shipp v. Scott, 54 F. (2d) 1019, 1021 (C. C. A. 7th, 1931); Ex 
parte Mullin & Mullin, 1890 C. D. 9, 10, 11, 50 O. G. 837 (Mitchell, Comm.). 


18R. S. 4916, 16 Stat. 205 (1870), as amended by 45 Stat. 732 (1928), 35 
U. S. C. § 64 (1934), providing in part: 

“Whenever any patent is wholly or partly inoperative or invalid, by rea- 
son of a defective or insufficient specification, or by reason of the patentee 
claiming as his own invention or discovery more than he had a right to 
claim as new, if the error has arisen by inadvertence, accident, or mistake, 
and without any fraudulent or deceptive intention, the Commissioner shall, 
on the surrender of such patent and the payment of the duty required by 
law, cause a patent for the same invention, and in accordance with the cor- 
rected specification, to be reissued to the patentee or to his assigns or legal 
representatives, for the unexpired part of the term of the original 
patent... .” 


The provisions of R. S. 4916 are embodied in Rules 85-92 of the Patent Office. 
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original application,’® including the so-called continuation (or con- 
tinuation-in-whole ), the continuation-in-part and the division. Almost 
all of the case law relating to the latter type arises out of cases in- 
volving divisional applications. Since by definition the dominant char- 
acteristic of all continuing applications, however, is the fact of con- 
tinuity of disclosed subject matter, i. e. copendency with the original, 
or parent, application, obviously the same law is equally applicable to 
continuations and to continuations-in-part insofar as subject matter 
disclosed in the original but claimed only in the continuation is con- 
cerned. It is, therefore, unnecessary to deal with these separately. 

The law relating to reissues is much older and better settled than 
the law of divisional applications and in cases involving divisions the 
courts have very often rested their decisions on analogies drawn from 
the reissue cases. To obtain a proper background for a study of 
equitable defenses relating to divisional applications the law funda- 
mental to equitable defenses in reissue cases will first be reviewed 
briefly. 

Delays in Filing Reissue Applications 


In this section only cases dealing with so-called “broadening” re- 
issues need be mentioned, since obviously the other types of reissues *° 
are not analogous to divisions. 

At an early date it was possible to reissue a patent at any time dur- 
ing its term without limitation other than that the express terms of 
the Statute be met.** The practice developed of buying up patents, 
having narrow claims but sufficiently early filing dates, after many 
years of their term had run and after much commercial development 
in that art had taken place, and then reissuing them with broad, dom- 
inating claims. This created commercial unrest, for no manufacturer 
or promoter could foresee with any certainty whether or not a speci- 
fied field was open to development and free competition. There was 
also the continual threat even to a well-established concern that it 
might be forced out of business or burdened with expensive royalties 
or licenses by reissued patents. 

The Supreme Court put an effective check on this practice in the 
famous case of Miller v. Brass Co.,?* holding that, even in the absence 

19 As is pointed out infra in the body of the article, there is no express statu- 
tory basis for divisions as there is for reissues. They are covered by Patent 
Office Rules 41 and 42, quoted in footnote 32 infra. 

20 J. e. reissues to remedy defective or insufficient specification, defective claims, 
or overclaiming. See supra note 18. 

21 Supra note 18. 

22104 U. S. 350, 26 L. ed. 783 (1881). The patent in suit was a second re- 
issue, the original patent, issued in 1860, having been first reissued in 1873 and 
again in 1876. 


See also Burr v. Duryee, 1 Wall. 531, 577, 17 L. ed. 650 (1863); James v. 
Campbell, 104 U. S. 356, 371, 26 L. ed. 786 (1881). 
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of intervening rights, reissues to broaden the scope of the monopoly 
should be the exception rather than the rule and that the right to re- 
issue may be lost through undue delay alone between the dates of 
issuance of the original patent and the application for reissue. 

The rule of Miller v. Brass Co. was repeatedly affirmed by the 
Supreme Court within the next few years in cases where the delay in 
applying for reissue ranged from about two years and seven months 
to about fifteen years.** Then four years later, in Wollensak v. 
Rether,** the Court definitely laid down the general rule that more 
than two years’ delay in applying for a reissue invalidates it, unless 
shown to be reasonable in the light of special circumstances. The 
two-year limitation was adopted purely by analogy to the two-year 
bars of R. S. 4886 relating to statutory forfeitures.* 

Finally, the law relating to broadening reissues was fully reviewed 
and developed in the leading case of Topliff v. Topliff *® sustaining the 
now uniformly followed rule that a reissue may broaden if sought with 
reasonable diligence, but that more than two years’ delay will ordi- 
narily be treated as evidence of abandonment.** 

In Miller v. Brass Co. and Wollensak v. Reiher it is to be noted 
that the rule was not qualified by any question of intervening rights. 
Where there are intervening rights there is even more reason for 
denying validity ** and delays of less than two years have been held 
to work forfeiture.*® 


23 Moffitt v. Rogers, 106 U. S. 423, 1 i? Ct. 70, 27 L. ed. 76 (1882) (2 ie 
7 months); Mahn v. Harwood, 112 U. S. 354, 5 Sup. Ct. 174, 28 L. ed. 665 
(1884) (4 years); Clements v. Gatien 109 U. S. 641, 3 Sup. Ct. 525, 27 
L. ed. 1060 (1883) (nearly 5 years) ; Wing v. Anthony, 106 U. S. 142, 1 Sup. 
Ct. 93, 27 L. ed. 110 (1882) (5 years, 5 months); McMurray v. Mallory, 111 
U. S. 97, 4 Sup. Ct. 375, 28 L. ed. 365 (1883) (9 years) ; — v. Frantz, 105 
u S. 160, 26 L. ed. 1013 (1881) (13 years, 6 months); Gage v. Herring, 107 
uv. &. 640, 2 Sup. Ct. 819, 27 L. ed. 601 (1882) (14 years) ; Matthews v. Ma- 
chine Co., 105 U. S. 54, 26 L. ed. 1022 (1881) (14 years) ; Johnson v. Ry. Co., 
105 U.S. 539, 26 L. ed. 1162 (1881) (15 years). 

24115 U. S. 96, 5 Sup. Ct. 1137, 29 L. ed. 1140 (1885). See also Wollensak 
v. Sargent, 151 U. S. 221, 14 Sup. Ct. 291, 38 L. ed. 137 (1894). 

25 Supra note 2. 

26145 U. S. 156, 12 Sup. Ct. 825, 36 L. ed. 658 (1892). 

27 American Automotoneer v. Porter, 232 Fed. 456 (C. C. A. 6th, 1916); 
In re Schroeder, 281 Fed. 427, 52 App. D. C. 67 (1922); Radio Condenser v. 
Coe, 75 F. (2d) 523, 64 App. D. C. 119 (1935). 

28 Newton v. Furst & Bradley Co., 119 U. S. 373, 7 Sup. Ct. 369, 30 L. ed. 
442 (1886) (13 years delay plus intervening rights); Ives v. Sargent, 119 U. S. 
652, 7 Sup. Ct. 436, 30 L. ed. 544 (1886) (3 years delay plus sales by defendant). 

29 Parker v. Yale Clock Co., 123 U. S. 87, 8 Sup. Ct. 38, 31 L. ed. 100 (1887) 
(delay of one year, 8 months, but intervening public use); H. W. Roos Co. v. 
MacMillan, 64 F. (2d) 568 (C. C. A. 6th, 1933) (delay of 6 months in filing 
reissue after patentee saw device suggesting defect in claims held fatal, though 
filed within 2 years) ; see Chicago v. Perry, 170 Fed. 968, 974 (C. C. N. D. II. 
1909) (23 months delay unreasonable under circumstances). Cf. Coon v. Wil- 
son, 113 U. S. 268, 277, 5 Sup. Ct. 537, 28 L. ed. 963 (1884) (only 3 months 
delay, but reissued deliberately to dominate defendant. However, it appears 
there were apparently other valid defenses to reissue). 
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While the two-year equitable limitation in reissue cases is almost 
as strictly applied as a statutory bar there is the possibility that spe- 
cial circumstances may excuse longer delay, as indicated by the express 
qualification in the rule as developed in Miller v. Brass Co. and Top- 
liff v. Topliff.*° 

The rule in the reissue cases regarding the running of the two-year 
limitation from the date of issuance of the original patent may now 
be compared with the considerably divergent rules developed in the 
divisional cases. 


Divisional Applications in General 


Divisional applications are not expressly authorized by statute. 
The practice of filing such applications developed as a matter of ex- 
pediency, based on the Patent Office policy that the patent statutes 
impliedly limit the patent grant to one invention per patent “upon 
payment of the fees required by law, and other due proceeding had.” ** 
This is given expression in Rules 41 and 42 of the Patent Office ** 


30 Some examples of sufficient excuse: Whitcomb v. Spring Valley Coal Co., 
47 Fed. 652 (C. C. N. D. Ill. 1891) (poor health and mental derangement of 
inventor excused delay of 2 years, 7 months); Worthington Pump v. Clark, 
17 F. (2d) 189 (W. D. N. Y. 1927) (delay of 34 years excused by World War 
where inventor was German citizen); Gross v. Harris, 18 F. (2d) 418 (Md. 
1927) (delay of over 2 years excused by pending litigation) ; see Mahn v. Har- 
wood, 112 U. S. 354, 359-364, supra note 23 (for general discussion of excuse) ; 
Crown Cork & Seal v. Aluminum Stopper, 108 Fed. 845, 851 (C. C. A. 4th, 
1901) (repeated rejections by examiner, necessitating appeals). 

Some examples of insufficient excuse: Wollensak v. Sargent, supra note 24, 
(erroneous advice of attorney); Grier v. Baldwin, 219 Fed. 735 (C. C. A. 3d, 
1915) (limitation of claims by court decision) ; In re Schneider, 262 Fed. 718, 
49 App. D. C. 204 (1920) (failure of attorney to get adequate claims); In re 
Lees, 269 Fed. 679, 50 App. D. C. 163 (1920) (ignorance as to breadth of claim) ; 
Ex parte Hoiland, 1921 C. D. 52, 285 O. G. 391 (Newton, Comm.); see Jn re 
Otto, 259 Fed. 985, 49 App. D. C. 89 (1919). 


31 Quoting the language of R. S. 4886, supra note 2. 
32 Rules 41 and 42 of the Patent Office: 


“41. Two or more independent inventions cannot be claimed in one ap- 
plication; but where several distinct inventions are dependent upon each 
other and mutually contribute to produce a single result they may be claimed 
in one application: Provided, That more than one species of an invention, 
not to exceed three, may be claimed in one application if that application 
also includes an allowable claim generic to all the claimed species. In the 
first action on an application containing a generic claim or claims and 
claims to more than one species thereunder the examiner, if he is of the 
opinion after a complete search that no generic claim presented is allow- 
able, shall require the applicant in his response to that action to elect that 
species of his invention to which his claims shall be restricted if no generic 
claim is finally held allowable.” 

“42. If several inventions claimed in a single application be of such a 
nature that a single patent may not be issued to cover them, the inventor 
will be required to limit the description, drawing and claim of the pending 
application to whichever invention he may elect. The other inventions may 
be made the subjects of separate applications, which must conform to tha 
rules applicable to original applications. If the independence of the inven- 
tions be clear, such limitation will be made before any action upon the 
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and the courts generally have upheld the restrictions as within the 
discretion of the Office and as conducive to certainty and clarity in 
defining the scope of the monopoly.** The Supreme Court, while 
expressly approving this practice, in Steinmetz v. Allen,** pointed 
out that there is nothing in the language of the patent statutes which 
necessarily precludes the joinder of two or more inventions in a single 
patent, particularly if they are “dependent and related inventions.” *° 
Thus it may be said that the filing of divisions has been legalized by 
judicial acquiescence. 

For many years the courts and the Office have reiterated the prin- 
ciple that a division relates back for its effective filing date to the filing 
date of the original application.** It is immaterial whether or not the 
originl application claimed the subject matter sought to be claimed in 
the divisional application as long as it is described therein.*’ It is 
sufficient that the division be filed at any time before the issuance of 
the original,** which cannot then be cited as prior art against the 
division.*® So a division has been held to be analogous to an amend- 


merits; otherwise it may be made at any time before final action thereon, 
in the discretion of the examiner. A requirement of division will not be 
repeated without the written approval of the examiner of classification. 
After a final requirement of division, the applicant may elect to prosecute 
one group of claims, retaining the remaining claims in the case with the 
privilege of appealing from the requirement of division after final action by 
the examiner on the group of claims prosecuted.” (Italics supplied.) 


33 Hogg v. Emerson, 6 How. 437, 12 L. ed. 505 (1848); Benjamin v. Dale, 
158 Fed. 617 (C. C. A. 2d, 1907); see Wyeth v. Stone, 30 Fed. Cas. 723, 728, 
Fed. Cas. No. 18, 107 (C. C. Mass. 1840). Cf. Window Glass Co. v. Pitts- 
burgh, 18 F. (2d) 63 (C. C. A. 3d, 1927). 

34 192 U. S. 543, 24 Sup. Ct. 416, 48 L. ed. 555 (1904). 

35 Jd. at 557. See also Ex parte Mullin & Mullin, 1890 C. D. 9, 10 (Mitchell, 
Comm.) (Second class of cases); Moslank v. Kulage, 55 F. (2d) 835, 838 
(C. C. A. 8th, 1932). Cf. Window Glass Co. v. Pittsburgh, supra note 33. 

36 Duryea v. Rice, 28 App. D. C. 423, 1917 C. D. 443 (1906) ; Lotz v. Ken- 
ney, 31 App. D. C. 205, 1908 C. D. 467 (1908); Von Recklinghausen v. Demp- 
ster, 34 App. D. C. 474, 1910 C. D. 365 (1910) ; Victor v. American, 189 Fed. 
359 (C. C. S. D. N. Y. 1911), aff’d without opinion, 190 Fed. 1023 (C. C. A. 
2d, 1911); H. J. Heinz Co. v. Cohn, 207 Fed. 547 (C. C. A. 9th, 1913) ; Forbes 
v. Thomson, 1890 C. D. 61, 51 O. G. 297 (Mitchell, Comm.) ; Ex parte Scott, 
1901 C. D. 42, 95 O. G. 1247 (Chamberlin, Ass’t Comm.) ; Brooks v. Hilliard, 
14 Gour. 82-2 (Allen, Comm. 1902); Hopfelt v. Read, 1903 C. D. 319, 106 
O. G. 767 (Allen, Comm.) ; see Smith v. Sprague, 123 U. S. 249, 250, 8 Sup. 
Ct. 122, 31 L. ed. 141 (1887), approved in Chapman v. Wintroath, infra note 43. 

87 Von Recklinghausen v. Dempster; Forbes v. Thomson; Hopfelt v. Read, 
all supra note 36 

38 Von Recklinghausen v. Dempster, supra note 36, held that a division, filed 
while original was under final rejection, was proper even though original was 
subsequently abandoned. 

Also cf. Rosenwasser Bros. v. B. E. Mfg. Co., 264 Fed. 114 (C. C. A. 2d, 
1920), where division was filed at instance of examiner five days before original 
issued. Held, no abandonment. 

39 Brill v. No. J. St. Ry. Co., 124 Fed. 778 (C. C. N. J. 1903); H. J. Heinz 
Co. v. Cohn, supra note 36. Cf. Ex parte Scott, supra note 36, which held that 
a corresponding British patent (apparently filed within the Convention period) 
could not be a bar to division; and also Ex parte Dalzen, 38 U. S. P. Q. 288 
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ment to the original application.*® Rountree v. Sloan** went so far 
as to state that the division should be governed by the time allowed 
for amendment after an Office Action;*? but this was overruled by 
the Supreme Court in Chapman v. Wintroath,* analyzed in detail in 
the next section. More recently, Wagenhorst v. Hydraulic Steel Co.** 
considered the division analogous to an amendment though not gov- 
erned by the provisions of R. S. 4894 applicable to amendments.*® 

The common practice of cancelling claims and concurrently deleting 
subject matter from the original which is common to both the original 
and division is not ordinarily evidence of abandonment,** though if 
the division is not filed promptly after such action, intervening rights 
may arise,*’ as will be discussed more fully hereinafter. 

The above principles apply equally well to a chain of divisions. In 
Field v. Colman** the court upheld a second division, replacing an 
earlier division which had been revived after abandonment upon a 
showing of “unavoidable delay.”*® A continuation-in-part which 
was not copending with its original application, but copending with 
an intermediate continuation-in-part, was recently sustained by the 
Office,®° and though the Supreme Court had before it the question of 
the validity of a second division in the Crown Cork & Seal case,** no 


(Bd. App. 1938), which held applicant’s foreign patents corresponding to orig- 


inal no bar to division though published more than 2 years before filing division. 

40 Lowry v. Spoon, 1904 C. D. 173, 110 O. G. 858 (Allen, Comm.) ; Kinnear 
v. Wilson, 142 Fed. 970 (C. C. A. 2d, 1905). 

4145 App. D. C. 207, 1916 C. D. 192 (1916). 

427. ¢. under R. S. 4894, supra note 7. 

43 252 U. S. 126, 40 Sup. Ct. 234, 64 L. ed. 491 (1920). 

4427 F. (2d) 27 (C. C. A. 6th, 1928). 

45 Contra: Stromberg v. Benecke, 10 F. (2d) 405 (C. C. A. 7th, 1925). A 
division was stated to be abandoned for over 3 years delay in filing it after Office 
requirement. The court apparently misread R. S. 4894 (supra note 7) in 
stating that the one year then allowed for response to Office Actions was ap- 
plicable and that longer delay in filing a division worked abandonment. See 
decision at 406. 

46 Overland v. Packard, 274 U. S. 417, 47 Sup. Ct. 672, 71 L. ed. 1131 (1927) ; 
Crown Cork & Seal Co. v. Gutmann, 304 U. S. 159, 58 Sup. Ct. 842, 82 L. ed. 
1265 (1938); Rosenwasser Bros. v. B. E. Mfg. Co., supra note 38; Writer 
v. Kiwad, 63 F. (2d) 259 (C. C. P. A. 1933). 

47 Westinghouse v. Jeffrey-De Witt Insulator, 22 F. (2d) 277 (C. C. A. 2d, 
1927); Dwight & Lloyd v. Greenawalt, 27 F. (2d) 823 (C. C. A. 2d, 1928) ; 
Utah Radio Products v. Boudette, 78 F. (2d) 793 (C. C. A. Ist, 1935). Cf. 
Writer v. Kiwad, supra note 46 (delay of 2 years and one month between can- 
cellation of subject matter from original and filling of division no bar). 

4840 App. D. C. 598, 1913 C. D. 450 (1913); cert. den. 231 U. S. 747, 34 
Sup. Ct. 320, 58 L. ed. 465 (1913). 

49 Cf. note 12, supra. 

50 Ex parte Replogle, 25 U. S. P. Q. 121 (Bd. App. 1932). 

Cf. Benedict v. Menninger, 64 F. (2d) 1001 (C. C. P. A. 1933), where a 
substitute application, filed one year and five months after abandonment of the 
original, was held valid in interference because there was an intervening di- 
vision copending with both. 

51 Supra note 46. 
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attack was made on this ground nor did the Court suggest that it was 
improper. 


Effect of Intervening Patents on Divisional Applications 


The earlier patent cases showed no disposition to qualify the gen- 
eral rule that a division relates back to the filing date of the original 
application ** in those situations where the division was filed specifi- 
cally to copy the claims of an issued patent.** A limitation on this 
practice was first imposed by the Court of Appeals for the District of 
Columbia in Rountree v. Sloan.** The court held the applicant es- 
topped to copy claims from a patent for interference through laches 
arising out of three years’ delay in filing the division containing these 
claims after issuance of the patent. The court further asserted that 
a reasonable time was the one year then allowed by R. S. 4894 for 
filing amendments,®* since the division was in effect an amendment,*® 
and that a longer time was fatal.*” 

Four years after Rountree v. Sloan, the Supreme Court, in Chap- 
man v. Wintroath,®* held that while an inventor might forfeit his 
right to assert a claim against a patentee through laches in filing a 
division, there was nothing in the statutes to justify a fixed time of 
one year. In holding a delay of twenty months to be reasonable the 
Court adopted the analogy of the two-year statutory limitations run- 
ning through R. S. 4886,°° R. S. 4887,° R. S. 4897,% and R. S. 
4920,°* as previously adopted in the reissue cases.®* 

In the Chapman case the Court made this observation destined to 
lead to differing interpretations in the Circuits: 


To this we must add that not only have later or divisional ap- 
plications not been dealt with in a hostile spirit by the courts, 
but, on the contrary, designed as they are to secure the patent 
to the first discoverer, they have been favored to the extent that 
where an invention clearly disclosed in an application, as in this 


52 Supra note 36. 

53 [In Victor v. American, 189 Fed. 359 (C. C. S. D. N. Y. 1911), the court 
upheld Johnson’s patent, granted on a divisional application which was filed to 
copy claims from a Jones patent over 3 years after issuance of the latter. 

54 Supra note 41. 

55 Supra note 7. 

56 Supra note 40. 

57 Followed in Kane v. Podlesak, 48 App. D. C. 11, 1918 C. D. 207 (1918). 

58 Supra note 43. 

59 Supra note 2. 

69 R. S. 4887, at this time standing as amended by 32 Stat. 122 (1903), pro- 
vided that no patent should be granted on an application filed more than two 
years after the filing date of a patent granted in a foreign country. 

61 R. S. 4897 at this time allowed two years within which to file a renewal 
application after forfeiture for failure to pay final fees. 

62 Supra note 3. 


63 a Mahn v. Harwood, supra note 23, and Wollensak v. Reiher, supra 
note 24. 
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case, is not claimed therein but is subsequently claimed in an- 
other application, the original will be deemed a constructive re- 
duction of the invention to practice and the later one will be given 
the filing date of the earlier, with all of its priority of right. 


The Seventh Circuit, in Splitdorf v. Webster,® interpreted the Chap- 
man case as holding that the two-year limitation applied to divisional 
as well as to original applications by analogy to the statutory bars and 
that, where no claim was made in the original, a divisional application 
making such claim appropriated in an issued patent would be barred 
by two years’ prior publication of that patent. A different interpreta- 
tion was placed on the Chapman case in American Laundry Machinery 
Co. v. Prosperity Co.°* by the Second Circuit. This court admitted 
that the view of the Splitdorf case represented one possible interpreta- 
tion, but felt that the Supreme Court did not intend to establish a 
peremptory two-year bar to be negatived in allegations relating to the 
filing of a division ® in the face of the established rule. Emphasis 
was placed on the above-quoted declaration that divisional applications 
were not to be “dealt with in a hostile spirit” and the Chapman case 
was interpreted to mean that, in the absence of laches, estoppel or 
intervening rights, a division relates back to the filing date of the 
original. 

In view of this conflict, the Supreme Court reviewed the Seventh 
Circuit case in Webster v. Splitdorf.** The lower court was affirmed 
in its holding of laches through more than five years delay in filing 
claims in the division which dominated claims previously lost in inter- 
ference to the same patentee, but was criticized in construing the 
Chapman case too narrowly, the Supreme Court declaring that excuse 
might be shown for more than two years’ delay, although the following 
was the general rule: 


Our conclusion, therefore, is that in cases involving laches, 
equitable estoppel or intervening private or public rights, the two 
year time limit prima facie applies to divisional applications and 


64 Supra note 43 at 137. 

65 C, C. A. decision reported at 283 Fed. 83 (C. C. A. 7th, 1922). 

66 295 Fed. 819 (C. C. A. 2d, 1924). 

67 Defendant had moved to dismiss because there had been no allegation that, 
more than two years prior to filing the division, there had been no patenting, 
publication, use or sale of the invention. The lower court granted the motion. 
Reversed. 

68 264 U. S. 463, 44 Sup. Ct. 342, 68 L. ed. 792 (1924). This case involved 
the validity of a patent issued to Kane in 1918 on a division, filed in 1915, of 
an original application filed in 1910. The division had presented claims of a 
Podlesaks patent, issued in 1913 and reissued in 1915, for interference, which 
was won by Podlesaks. In 1918, over 8 years after his original filed and over 
5 years after Podlesaks issued, Kane presented broad, dominating claims in his 
division, and, upon issuance of this patent, suit was brought on these claims 
against Podlesaks’ assignee. 
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can only be avoided by proof of special circumstances justifying 
a longer delay. In other words, we follow in that respect the: 
analogy furnished by the patent reissue cases. (Italics supplied.) 


Unfortunately, as is evident from the above-quoted portion of the 
opinion in the Webster case, the Court failed to specify when the two- 
year period was to begin to run. The Sixth Circuit adapted the view 
that the two-year bar arises only upon the appearance of intervening 
rights.°° The First Circuit later adopted the same reasoning.”” The 
Eighth Circuit, however, felt that, in the light of the Supreme Court’s 
language, an applicant for a patent is chargeable with knowledge of 
the scope and effect of his application and that long delay in filing a 
division might constitute laches in the face of accrual of public or 
private rights. Recognizing that the Webster case fixed no definite 
time for the running of the period, this court concluded that it should 
run from the filing of the original application." Next, the Second 
Circuit was presented with a situation involving the validity of a 
second division in Crown Cork & Seal Co. v. Gutmann & Co." This 
division was filed less than a year from the appearance of an inter- 
fering patent but two years and three months from the grant of the 
original patent.** It was ruled that, under the doctrine of the Webster 
case, an applicant delaying over two years in presenting claims in his 
division must justify his delay by proof of some excuse and, in the 
absence of such a showing of excuse, is barred. 

The Supreme Court granted certiorari in the Crown Cork & Seal 
case and settled this conflict among the circuits in holding as follows: 


It is clear that, in the absence of intervening adverse rights, 
the decision in Webster Co. v. Splitdorf Co. does not mean that 


69 Wagenhorst v. Hydraulic Steel Co., 27 F. (2d) 27 (C. C. A. 6th, 1928). 
A patent issued on a divisional application, filed promptly after appearance of 
an infringing device, though over two years from filing of the original applica- 
tion, was held not invalid under the Chapman and Webster cases, but in- 
validated on prior art. 

Also, in Reo Motor Car Co. v. Gear Grinding Machine Co., 42 F. (2d) 965 
(C. C. A. 6th, 1930), the Webster case was held inapplicable to a situation 
similar to that of the Wagenhorst case where a division was filed shortly after 
competitor put device on market but 5 years and 9 months after filing original 
application. 

70In Utah Radio Products Co. v. Boudette, 78 F. (2d) 793 (C. C. A. Ist, 
1935), the court invalidated a divisional patent for failure to claim a device 
until after 4 years of public use beginning in November, 1925, which preceded 
even the filing date of the original (April, 1926). The court observed that 
claims could have been presented anytime up to November, 1927. 

71 Hartford Empire Co. v. Obear-Nester Glass Co., 39 F. (2d) 769 (C. C. A. 
8th, 1930); followed in Insulite Co. v. Reserve Supply Co., 60 F. (2d) 433 
(C. C. A. 8th, 1932), which applied the same rule to a renewal application. 

72C. C. A. decision reported at 86 F. (2d) 698 (C. C. A. 2d, 1936). 

73 The original filed in 1927 and issued in 1931. A first division was filed in 
1930, at which time all subject matter later claimed i in the second division was 
cancelled from the original application. After issuance of the interfering patent 
in 1932 and while the first division was pending, the division in suit was filed 
in 1933, issuing in 1934, 
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an excuse must be shown for a lapse of more than two years in 
presenting the divisional application. Where there is no aban- 
donment, mere delay in filing a divisional application for not more 
than two years after an intervening patent or publication, does 
not operate to enlarge the patent monopoly beyond that contem- 
plated by the statute. By R. S. Section 4886, delay in filing an 
application for not more than two years after an intervening 
patent or publication does not bar a patent unless the invention 
“is proved to have been abandoned.” ** 


Thus the interpretation of the First and Sixth Circuits was sustained. 

Summarizing the present state of the law as to the effect of inter- 
vening patents on divisional applications: (1) a division filed within 
two years of the issuance of an intervening patent may properly pre- 
sent claims covering the interfering subject matter, though not pre- 
viously claimed in the original application;*° (2) where there is a 
delay of more than two years in presenting such claims the two-year 
limitation prima facie applies,"* placing the burden on the applicant 
to rebut the presumption by proof of special circumstances excusing 
the delay ;*7 (3) in the absence of specific private intervening rights, 
mere delay will not give rise to any such presumption in favor of the 
public, unless actual abandonment can be shown.”* 


74 304 U. S. 159, 58 Sup. Ct. 842, 82 L. ed. 1265 (1938). 

75 Chapman v. Wintroath, supra note 43; Crown Cork & Seal v. Gutmann, 
supra note 74; Leonard v. Everett, 281 Fed. 594, 52 App. D. C. 90 (1922) ; 
Arnold v. Langmuir, 36 F. (2d) 834 (C. C. P. A. 1930); Robinson v. Heising, 
55 F. (2d) 472 (C. C. P. A. 1932); Southgate v. Greene, 57 F. (2d) 374 
(C. C. P. A. 1932); Writer v. Kiwad, 63 F. (2d) 279 (C. C. P. A. 1933); 
Phelan v. Green, 71 F. (2d) 298 (C. C. P. A. 1934) ; Hendrickson v. Ronning, 
76 F. (2d) 137 (C. C. P. A. 1935). 

76 Webster v. Splitdorf, supra note 68; De Ferranti v. Harmatta, 273 Fed. 
357, 50 App. D. C. 393 (1921); Hartford-Empire v. Coe, 76 F. (2d) 426, 64 
App. D. C. 176 (1935); see Complete Calculator v. Monroe, 4 F. Supp. 842 
(Del. 1933). 

This doctrine is now embodied in Rule 94 of the Patent Office. Present para- 
graph four of the Rule, added Dec. 1, 1934, by Comm. Order 3290, 448 O. G. 
265 (1934), reads: 


“An amendment containing a claim copied from a patent granted more 
than two years prior to the filing of such amendment shall not be entered 
unless it be accompanied by a statement specifically pointing out the claim 
or claims upon which the applicant relies to show that he was claiming the 
subject matter of the copied claim or claims within two years from the 
date of the patent.” 


77 In Chapman v. Beede, 296 Fed. 956, 54 App. D. C. 209 (1924), delay of 
two years and one month in copying claims of a patent for interference was 
excused because applicant had previously presented claims to same subject mat- 
ter and Office should have declared interference. Similarly, in Jenks v. Knight, 
90 F. (2d) 654 (1937) (reissue application) and in Ex parte Starr, 24 U. S. 
P. Q. 90 (Bd. App. 1934) (original application), delay of over two years was 
excused because applicants were already prosecuting broader, dominating claims. 
Cf. Rauen v. Aiken, 74 F. (2d) 956 (C. C. P. A. 1935), holding that failure 
to notify Patent Office within two years that claims presented had been copied 
from patent for interference was no bar since they had been presented within 
the two years. 

78 Crown Cork & Seal v. Gutmann, supra note 74. 
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Effect of Prior Public Use, Sale or Printed Publication 
on Divisional Applications 


Although the effect of delay in copying claims from an issued patent 
was the precise question adjudicated by the Supreme Court in the 
cases treated in the preceding section, it will be noted that the Court’s 
language is broader. The terms, “equitable estoppel,” “intervening 
private or public rights,” “intervening adverse rights,” and “inter- 
vening patent or publication” are used. Thus, the next question is, 
what other intervening agencies will start the two-year period run- 
ning ? 

Since the issues which can be raised in interference proceedings are 
narrowly confined to those which will tend to establish priority of in- 
ventorship among the contestants, and also since separate provision 
is made by the Patent Office for public use proceedings,” it is neces- 
sary to distinguish interference cases from infringement suits in dis- 
cussing this question. 

The interference cases have uniformly refused to consider the effect 
of more than two years’ prior public use, sale or publication upon 
claims presented either in the same*° or a divisional ** application, 
though, as has been shown, they will consider laches in copying claims 
from a patent.*? 

In an older infringement suit, when prior public use was urged 


” 


against a division, the court apparently merely reiterated the general 
rule in holding that public use must bar the original to bar the di- 
vision ; ** but in recent years a line of decisions has developed, par- 
alleling those of the preceding section, which apply the doctrine of the 
Chapman and Webster cases to intervening public use and sale.** In 
most of these cases the intervening acts of use and sale were those of 


79 Rule 11 of the Patent Office. 

80 Leonard y. Everett, 281 Fed. 594, 52 App. D. C. 90 (1922) (public use no 
bar); Herthel v. Dubbs, 65 F. (2d) 138 (C. C. P. A. 1933) (public use not 
considered) ; Knight v. King, 82 F. (2d) 817 (C. C. P. A. 1936) (public use 
and publication not considered) ; see Stern v. Schroeder, 36 F. (2d) 518 (C. C. 
P. A. 1929) and cases cited therein at 521. 

81 Robinson v. Heising (public use no bar); Phelan v. Green (public use 
no bar); Southgate v. Greene (publication no bar) ; Hendrickson v. Ronning 
(public use, sale and publication no bar), all supra note 75; Lee & Hogan v. 
Vreeland, 1923 C. D. 94, 317 O. G. 233 (Bd. App. 1922) (publication no bar). 

82 As shown by Rule 94 of the Patent Office and cases in the C. C. P. A. and 
D. C. Ct. App. cited in notes 75 and 76 supra. 

83 Folberth v. Mayo-Skinner, 292 Fed. 883 (N. D. Ill. 1923). 

84 Westinghouse v. Jeffrey De-Witt, 22 F. (2d) 277 (C. C. A. 2d, 1927) 
(over two years public sale by defendant a bar); Dwight v. Greenawalt, 27 
F. (2d) 823 (C. C. A. 2d, 1928) (similar facts) ; Jones v. Freed-Eisemann, 47 
F. (2d) 174 (C. C. A. 2d, 1931) (over 3 years public use and sale by defendant 
a bar); Utah Radio v. Boudette, supra note 70 (4 years public use by others a 
bar). Cf. Complete Calculator v. Monroe, 4 F. Supp. 842 (D. C. Del. 1933) 
(over 6 years public use by defendant combined with 3 years prior patenting). 
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the defendant, but since the patents in suit were invalidated, an abso- 
lute defense had arisen and not merely a personal estoppel. Likewise, 
less than two years’ prior public use and sale has been held not to be 
a bar although the courts have regarded it as starting the running of 
the period.®* 

The doctrine of these cases is subject to the qualification that public 
use by the patentee for more than two years prior to filing the division 
is not a bar unless it is also a bar to the original, as laid down by the 
Supreme Court in General Talking Pictures v. Western Electric,** 
decided the same day as the Crown Cork & Seal case. 

As to prior publication, no case has been found which has held this 
to be a sufficiently material adverse right to raise the bar.*7 Though 
the common subject matter had been deleted from the original appli- 
cation in the Crown Cork & Seal case ** so that the original patent 
could not be used as a publication against the division, there is no 
clear indication that the decision would have been otherwise in absence 
of such deletion. True, there is reference in the opinion to “an inter- 
vening patent or publication,” but whether a mere printed publication 
not a patent would be an effective adverse right is not decided. 


Effect of Pure Delay on Divisional Applications 


As is clear from the Crown Cork & Seal case, mere delay in filing 
a divisional application will not have any adverse effect unless there 
is abandonment.®® It has been pointed out earlier in this article that 
delay alone must be very great to raise a presumption of abandonment. 
No case has been found holding mere delay in filing a division to result 
in abandonment, though there is some dictum in Wirebounds Patents 
Co. v. Saranac,®® looking with disfavor on long delay in filing a di- 


85 Wagenhorst v. Hydraulic Steel Co. and Reo Motor Car Co. v. Gear Grind- 
ing Machine Co., both supra note 69; see Hausermann v. Wright Metal, 9 F. 
Supp. 767, 782 (W. D. N. Y. 1934). 


86 304 U. S. 175, 58 Sup. Ct. 849, 82 L. of. boyy (1938) ; also American Chain 
v. Franklin, 34 F. (2d) 551 (E. D.N. Y.1 29). 


87 The present view ae | to be correc stated by the Board of Appeals in 
Ex parte Dalzen, 38 U. S. P. Q. 288, 289 (Bd. App. 1938), which held appli- 
cant’s foreign patents, corresponding to the original, no bar to division, though 
published more than two years before filing division. 

88 Supra note 73. 


89 American Laundry v. Prosperity, 295 Fed. 819 (C. C. A. 2d, 1924); Car- 
son v. American Smelting, 4 F. (2d) 463 (C. C. A. 9th, 1925); Hartford- 
Empire v. Nivison-Weiskopf, 58 F. (2d) 701 *. C. A. 6th, 1932); see Dia- 
mond Power v. Bayer, 13 F. (2d) 337, 339 (C. C. A. 8th, 1926). Cf. Wire- 
bounds v. Saranac, 37 F. (2d) 830 (C. CA. 6th, 1930) ; . rev'd on other grounds, 
282 U. S. 704, 51 Sup. Ct. 232, 75 L. ed. 634 (1931) ; Wirebounds v. Saranac, 
4 F, (2d) 904 (C. + A. 6th, 1933) ; Hartford- Empire v. Obear-Nester, 39 
tb err (C. C. A. 8th, 1930) ; Lektophone v. Miller, 37 F. (2d) 580 

e 


9065 F. (2d) 904 (C. C. A. 6th, 1933). 
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vision which reasserted claims similar to those cancelled from the 
original about eight years earlier. Some of the other cases have also 
laid emphasis on delay in filing a division after deleting the subject 
matter from the original®* and sound practice should recommend 
filing the division within the time for amendment to preclude any 
possibility of intervening adverse rights. 


Conclusion 


While the law applicable to divisions is of relatively narrow scope, 
there are indications that the equitable principles developed may be 
applied more broadly in the future.** Thus far the courts have treated 
divisions more leniently than reissues, despite the fact that a division 
bears its own patent date and effectively extends the expiration of the 
patent monopoly in time whereas the reissue can extend it only in 
scope. But, if the development of equitable restrictions on reissues 
can be taken as any guide, there is still the possibility that any serious 
abuse of the patent laws through the division, a creature of judicial 
acquiescence apart from statute, might well result in the withdrawal 
of this acquiescence and in the imposition of more rigid equitable 
restrictions analogous to those applicable to reissues. Yet at the 
present time it seems safe to say that equitable restrictions on di- 
visions can arise only out of substantial intervening private rights.%* 


Cuartes M. HutcuHIins, 
THEODORE L. Bowes, 
WALTHER E. Wyss. 


91 Cases cited supra note 47. 


*? For example, the cases discussed involving divisional applications have 
been cited as authority applicable to delays in presenting claims in original 
applications: Wells v. Honigmann, 267 Fed. 742, 50 App. D. C. 99 (1921); 
Replogle v. Kirby, 269 Fed. 862, 50 App. D. C. 210 (1921) ; Ransdall v. Jahns, 
273 Fed. 365, 51 App. D. C. 3 (1921); In re Nathan, 279 Fed. 925, 51 App. 
D. C. 347 (1922); Wahl v. Main, 280 Fed. 974, 51 App. D. .C. 398 (1922) ; 
In re Allsop, 26 F. (2d) 559, 58 App. D. C. 187 (1928); Dubilier Condenser 
v. R. C. A., 34 F. (2d) 450 (Del. 1929). 


83 Note: Portions of this article, particularly the section under the subtitle, 
Effect of Intervening Patents on Divisional Applicaions, — now be con- 
sidered in connection with the recent amendment to R. S. 4903. See Pustic— 
No. 288—76TH Concress—CuHapter 452—Ist Session (H. R. 6875), 506 
O. G. 4, which reads as follows: 


“Be it enacted by the Senate and House of Representatives of the United 
States of America in Congress assembled, That section 4903 of the Revised 
Statutes (U. S. C., title 35, sec. 51) be amended by adding at the end 
thereof the following: 

“No amendment for the first time presenting or asserting a claim which 
is the same as, or for substantially the same subject matter as, a claim of 
an issued patent may be made in any application unless such amendment is 
filed within one year from the date on which said patent was granted.’ 

“Sec. 2. This Act shall take effect one year after its approval. 

“Approved, August 5, 1939.” 
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THE UsE oF COPENDING PATENTS AS REFERENCES 


It is the purpose of this note to discuss generally the use of copend- 
ing patents as references in connection with the prosecution of a 
patent application before the Patent Office and in showing invalidity 
of a patent in an infringement suit. The term copending reference 
patent, which is intrinsically inaccurate, is often used by the courts 
for convenience to denote a patent granted after the filing of the 
application for the invention in controversy but on an application 
earlier filed.1 From a review of the cases in which the question of the 
propriety of using copending patents as references has been raised, 
that is, the situation where the filing date of the copending patent 
or patents as a reference is relied on, it is apparent that there is much 
confusion on the subject and a great lack of uniformity in the decisions 
of the various courts that have adjudicated on the matter. A recent 
case, Minnesota Mining and Mfg. Co. v. Coe, Commissioner of 
Patents,’ held that the claims in an application before the Patent 
Office may be properly rejected in view of the disclosures of two 
copending patents and that “it is immaterial, if a disclosure actually 
occurs, whether it results from a description in a single copending 
application, from descriptions in several such applications, or from 
descriptions in copending applications together with descriptions 
in previously issued patents.” The decision in this case is of special 


significance since if the rule of this case is adopted generally by the 
courts in the future, the status of many patents which have been 
previously adjudicated as valid may become unsettled. 


Statutes 


The conflict of the previous decisions on the propriety of using 
copending patents as references has involved the interpretation of 
the Patent Statutes. The two statutes that relate to this question 
are R. S. 4886* and R. S. 4920.4 


1 Ex parte Thomas, 1918 C. D. 11, 251 O. G. 839 (1918). 

2100 F. (2d) 429, 431, 38 U. S. P. Q. 513, 515 (App. D. C. 1938); See case 
Note (1939) 7 Geo. Wasu. L. Rev. 425. 

8 Revised Statutes, tit. LX, § 4886, 35 U. S. C. §31 (1934). Any person 
who has invented or discovered any new and useful art, machine, manufacture, 
or composition of matter, or any new and useful improvements thereof, or who 
has invented or discovered and asexually reproduced any distinct and new va- 
riety of plant, other than a tuber-propagated plant, not known or used by others 
in this country, before his invention or discovery thereof, and not patented or 
described in any printed publication in this or any foreign country, before his 
invention or discovery thereof or more than two years prior to his application, 
and not in public use or on sale in this country for more than two years prior 
to his application, unless the same is proved to have been abandoned, may, upon 
payment of the fees required by law, and other due proceeding had, obtain a 
patent therefor. 

4 Revised Statutes, tit. LX, § 4920, 35 U. S. C. §69 (1934). In any action 
for infringement the defendant may plead the general issue, and having given 
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R. S. 4886 defines the limits of patentable invention and is im- 
portant in connection with this question since a failure to comply 
with any of the conditions of R. S. 4886 prevents the right to a 
patent from arising and is a defense in a suit on the patent. The 
portion of the statute that is pertinent to the question here involved 
shows that the word “new” is not used in its ordinary sense but 
by statutory definition means “not known or used by others in this 
country, before his invention or discovery thereof, and not patented 
or described in any printed publication in this or any foreign country, 
before his invention or discovery thereof.” 

It is evident that the limitation of prior patenting and publication 
is not applicable since a copending patent as defined above and under 
present consideration is not a prior patent nor a prior publication 
at the time of filing of the application in controversy.® 

In connection with R. S. 4886 there remains to be considered 
what is meant by “not known or used by others in this country, 
before his invention or discovery thereof.’ The Supreme Court 
in the famous case of Gayler v. Wilder ® in considering a case based 
upon the Patent Act of 1836, containing the same limitation upon 
the grant of a patent, that is, that the invention shall be “not known 
or used by others” stated: 


The Act of 1836, c. 357, sec. 6, authorizes a patent where the 
party has discovered or invented a new and useful improvement, 


notice in writing to the plaintiff or his attorney thirty days before, may prove 
on trial any one or more of the following special matters: 

First. That for the purpose of deceiving the public the description and speci- 
fication filed by the patentee in the Patent Office was made to contain less than 
the whole truth relative to his invention or discovery, or more than is necessary 
to produce the desired effect; or, 

Second. That he had surreptitiously or unjustly obtained the patent for that 
which was in fact invented by another, who was using reasonable diligence in 
adapting and perfecting the same; or, 

hird. That it has been patented or described in some printed publication 
prior to his supposed invention or discovery thereof, or more than two years 
prior to his application for a patent therefor; or, 

Fourth. That he was not the original and first inventor or discoverer of any 
material and substantial part of the thing patented; or, 

Fifth. That it had been in public use or on sale in this country for more 
than two years before his application for a patent, or had been abandoned to 
the public. 

And in notices as to proof of previous invention, knowledge, or use of the 
thing patented, the defendant shall state the names of the patentees and the 
dates of their patents, and when granted, and the names and residences of the 
persons alleged to have invented or to have had the prior knowledge of the 
thing patented, and where and by whom it had been used; and if any one or 
more of the special matters alleged shall be found for the "defendant, judgment 
shall be rendered for him with costs. And the like defenses may be "pleaded in 
any suit in equity for relief against an alleged infringement; and proofs of the 
same may be given upon like notice in the answer of the defendant, and with 
the like effect. 

5 Sundh Electric Co. v. Interborough Rapid Transit Co., 198 Fed. 94 (C. C. A. 
2d, 1912) ; Lemley v. Dobson-Evans Co., 243 Fed. 391 (C. C. A. 6th, 1917). 

610 How. 477, 13 L. ed. 504 (U. S. 1850). 


7 
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“not known or used by others before his discovery or invention.” 
. . . The clause in question qualifies the words before used and 
shows that by knowledge and use the legislature meant knowl- 


edge and use existing in a manner accessible to the public. (Italics 
added. ) 


It is to be noted that by the definition given hereinbefore, the copend- 
ing reference patent was pending in the Patent Office at the time of 
filing of the invention in controversy and as such was held in strict 
secrecy and not accessible to the public. Such an application is within 
the control of the applicant as to whether or not a patent, if allowed, 
will issue thereon and hence the public has gained no new knowledge 
until the patent is granted which may or may not occur depending 
upon the caprice of the applicant. It would seem therefore, that a 
copending patent would not be a bar to the grant of a valid patent 


under the terms of the offer to the prospective inventor as provided 
by R. S. 4886. 


However, R. S. 4886 cannot be considered alone but must be con- 
strued together with R. S. 4920 which sets forth the defenses which 
a defendant may set up when sued for infringement of a patent.’ 
Of the five defenses set forth in R. S. 4920, the third and fourth 
are pertinent to the problem under present discussion. The third 
defense relates to prior patenting and publication and is similar to 
the limitation contained in R. S. 4886. It is evident that a copending 
patent does not fall under this defense as pointed out above. The 
fourth defense, however, permits a defendant in an infringement suit 
to show that the patentee of the patent in suit was not the first in- 
ventor. The conflict of the decisions as to use of a copending patent 


as a reference has centered mainly around the interpretation of this 
fourth defense. 


The Distinction Between Anticipation and Priority 


In 1878 the Supreme Court in the case of Bates v. Coe * made the 
following statement which is often quoted: 


Neither the defendant in an action at law nor a respondent 
in an equity suit can be permitted to prove that the invention 
described in the prior patent, or the invention described in the 
printed publication, was made prior to the date of such patent 
or printed publication, for the reason that the patent or publi- 
cation can only have the effect as evidence that is given to the 
same by the Act of Congress. 


7 Alexander Milburn Co. v. Davis-Bournonville Co., 270 U. S. 390, 46 Sup. 
Ct. 324, 70 L. ed. 651 (1926). 


898 U. S. 31, 25 L. ed. 68 (1878). 
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The language of the Supreme Court in the above case seems to be 
broad enough to warrant the holding that a defendant in an infringe- 
ment suit could never set up a prior filed patent to prove that the 
invention disclosed therein was completed prior to its issue date. It 
has been so held.? However, in 1894, the Circuit Court of Appeals 
for the Seventh Circuit in the case of Barnes Automatic Sprinkler Co. 
v. Walworth Mfg. Co.?° decided that the defense of prior invention 
can be sustained by a patent which discloses the invention as of 
the date of its application, expressly distinguishing Bates v. Coe ™ by 
stating that the rule in that decision applied to the third defense of 
R. S. 4920 which involves only the defense of prior patenting and 
publication. The court pointed out that when the answer specifically 
alleged that the patentee of the patent in suit was not the first in- 
ventor, the defendant was entitled to go back to the filing date of 
the reference patent, since here the issue of priority of invention 
was presented. This holding was based on two propositions which 
are: (1) that the record of the application of the reference patent is 
admissible under “the ordinary rules of evidence” and is sufficient 
evidence; and (2) that, under the familiar Patent Office rule, the 
filing of an allowable application is a constructive reduction to prac- 
tice and so there must be a presumption that the patentee had made 
his invention at the date of his filing. This distinction between the 
third and fourth defenses of R. S. 4920 has been affirmed in sub- 
sequent decisions.’* 

Thus the proposition arose that where a copending patent dis- 
closed the invention in controversy, a defendant, by alleging in his 
answer that the patentee of the patent in suit was not the “original 
and first inventor or discoverer of the thing patented,” was entitled 
to show that the invention had been completed as of the filing date 
of the reference patent. However, the use of a copending patent as 
a reference under the fourth defense of R. S. 4920 has given rise 
to a troublesome question which involves two distinct uses of a patent 
as a reference. First, a reference patent may be introduced to show 


9 W. F. Goessling Box Co. v. Gumb, 241 Fed. 674 (C. C. A. 8th, 1917). 

1060 Fed. 605 (C. C. A. 7th, 1894). 

11 Supra note 8. ; : 

12 Mergenthaler Linotype Co. v. International Typesetting Machine Co., 229 
Fed. 168, 172 (S. D. N. Y. 1914), aff'd 229 Fed. 407 (C. C. A. 2d, 1916) ; 
Johns-Pratt Co. v. E. H. Freeman Electric Co., 201 Fed. 356 (N. J. 1912), 
aff'd E. H. Freeman Electric Co. v. Johns-Pratt Co., 204 Fed. 288 (C. C. A. 
3d, 1913) ; H. Ward Leonard, Inc. vy. Maxwell Motor Sales Co., 288 Fed. 62, 
66 (S. D. N. Y¥. 1917); rev’d for other reasons, 252 Fed. 584 (C. C. A. 2d, 
1918); Vacuum Engineering Co. v. Dunn, 209 Fed. 219 (C. C. A. 2d, 1913) ; 
Sparks-Withington Co. v. E. A. Laboratories, Inc., 295 Fed. 534 (E. D. N. Y. 
1924); Alvord v. Smith and Watson Iron Works, 216 Fed. 150 (Ore. 1914) ; 
Sundh Electric Co. vy. Interborough Rapid Transit Co., supra note 5; Lemley 
v. Dobson-Evans Co., supra note 5 
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the state of the prior art over which the invention in controversy does 
not involve a patentable step. The reason for this is that to obtain 
the grant of a valid patent, it is not sufficient that the alleged invention 
be novel, but as an added requirement it must represent the exercise 
of the inventive faculty. The yardstick used to measure invention is 
the state of the prior art at the time of its completion when considered 
in the light of the ability of a skilled worker in the art.** Secondly, a 
reference patent may be introduced to show prior invention of the 
invention in controversy. In this case, it must, of course, relate to 
the same, or substantially the same, invention.1t The conflict in the 
reported cases has involved the priority of using a copending patent 
as a reference in the first sense, i.e., to show the state of the prior 
art. Many courts call this anticipation ** as distinguished from prior 
invention. 

Thus in the case of Diamond Drill and Machine Co. v. Kelly,* the 
defendant relied on a copending patent which disclosed a bed spring 
to defeat the patent in suit which related to a belt fastener. The 
court, in refusing to consider the reference patent, held that a patent 
is not an anticipation of any invention perfected before the date of 
its grant and carefully distinguished between the defense of antici- 
pation and that of prior invention. The court, in referring to the 
reference patent and the patent in suit, stated that even though it 
should be found that these were analogous arts and the presence of 
either in a prior field of art left no room for invention in the pro- 
duction of the other, it could not be said that the two inventors had 
invented the same thing and hence the defense of prior invention was 
not available as a defense. Likewise in the case of Sundh Electric 
Co. v. Interborough Rapid Transit Co." the invention in controversy 


18 Adams vy. The Bellaire Stamping Co., 28 Fed. 360 (C. C. Ohio 1886), 
aff'd 141 U. S. 539, 12 Sup. Ct. 66, 35 L. ed. 849 (1891); Atlantic Works v. 
Brady, 107 U. S. 192, 2 Sup. Ct. 225, 27 L. ed. 438 (1882). 

14 Diamond Drill and Machine Co. v. Kelly, 120 Fed. 282, 287 (E. D. Pa. 
1902) ; Sundh Electric Co. v. Interborough Rapid Transit Co., supra note 5; 
H. Ward Leonard, Inc. v. Maxwell Motor Sales Co., supra note 12; Mergen- 
thaler Linotype Co. v. International Typesetting Machine Co., supra note 12; 
Ex parte Thomas, supra note 1; Baltimore Paper Co. v. Oles Envelope Co., 
13 F. Supp. 951 (Md. 1936), aff’d 89 F. (2d) 279 (C. C. A. 4th, 1937). In 
Baltimore v. Oles the court said, “But the defense of prior invention rests on 
actual first conception of the idea. In other words, in order for the prior appli- 
cant to be the first inventor, his patent application must actually disclose the 
thing patented to a later applicant. Such was the holding in Stelos Co. v. 
Hosiery Motor-Mend Corporation, 72 F. (2d) 405 (C. C. A. 2d, 1934) based 
upon what we understand to be a proper interpretation of the rule laid down 
by the Supreme Court in Milburn Co. v. Davis, etc., Co., 270 U. S. 390.” 

18 There is some confusion as to the meaning of the term “anticipation.” 
Some courts use the term as meaning the same as prior invention. ee for 
example Frigidaire Corp. v. Moore, 15 U. S. P. Q. 101, (S. D. Iowa 1932). 

16 Diamond Drill and Machine Co. v. Kelly, supra note 14. 


17 Sundh Electric Co. v. Interborough Rapid Transit Co., supra note 5. 
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and that disclosed in a copending reference patent were so similiar 
that there could be no doubt of anticipation if the latter were in the 
prior art, but it was held not to be in the prior art. The court dis- 
tinguished between the third and fourth defenses of R. S. 4920 and 
pointed out that while a copending patent does not sustain the defense 
of anticipation, it does sustain the defense of prior invention by 
showing the fact of invention by the patentee at the date of filing of 
his application. The court said: 


In order to maintain this fourth defense (R. S. 4920) it must, 
of course, appear that the invention of the patent in suit and 
the invention of the prior application are the same. . . . But 
it does not follow that the two devices must be Chinese copies 


of each other to warrant the application of this particular de- 
fense. 


If, as was stated in the Sundh case, supra, it is not necessary that 
the invention in controversy and that of the copending reference 
patent be “Chinese copies” of each other to invoke the defense of 
prior invention, what is to be the test to determine whether or not 
a copending reference patent shows prior invention or merely antici- 
pation? Commissioner of Patents Newton in the case of Ex parte 
Thomas ** laid down the following test: 


If a material and substantial part of the applicant’s inventive 


idea is embraced in the distinguishing limitations, a copending 
patent is not available as a reference, for then its effect, if any, 
would be to show not prior invention, but anticipation; but if 
the distinguishing limitations have reference only to the operative 
environment in which the applicant proposed to realize his in- 
ventive idea they do not obviate the showing of prior invention. 


A different view has been taken by a line of cases 7® in the Sixth 
Circuit, the leading one of which is Lemley v. Dobson-Evans Co.”° 
In this case, as in the Sundh case supra, it was held that a copending 
patent does not sustain the third statutory defense of R. S. 4920, 
but does sustain the fourth, being evidence admissable under the gen- 
eral law of evidence and showing the fact of prior invention. How- 
ever, the court entirely disregarded the distinction between anticipa- 
tion and priority holding that it amounted to a mere difference in 
pleading. Thus the claims in suit were held anticipated by patents, 


18 Ex parte Thomas, supra note 1. 


19 Drewson v. Hartje Paper Mfg. Co., 131 Fed. 734 (C. C. A. 6th, 1904) ; 
Electric Controller and Supply Co. v. Westinghouse Elec. and Mfg. Co., 171 
Fed. 83 (C. C. A. 6th, 1909) ; Jackson Cushion Spring Co. v. Adler, 243 Fed. 
386 (C. C. A. 6th, 1917); Twentieth Century Machinery v. Loew Mfg. Co., 
243 Fed. 373 (C. C. A. 6th, 1917) ; Lemley v. Dodson-Evans Co., supra note 5. 


20 Lemley v. Dobson-Evans Co., supra note 5, 
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including copending patents, which would not have been pertinent 
unless considered as showing the state of the prior art as of their 
filing dates. In other words, the court laid down the rule that a 
patent, the filing date of which antedated the filing date of the patent 
in suit, was prima facie anticipatory. The courts of the Sixth Circuit 
make an exception to this rule, however, in the case where the co- 
pending patent is to the same inventor.** 

Patent Office practice ** has been in accord with the liberal Sixth 
Circuit rule and has been consistent, except for a short period of 
time,** in requiring the claims of a patent application to define inven- 
tion over the disclosure of a copending patent unless the filing date 
of such earlier patent is overcome by affidavit or judgment of priority. 

Prior to the decision of the Supreme Court in 1926 in the case of 
Alexander Milburn Co. v. Davis-Bournonville Co.** a few courts” 
held that a copending patent was not sufficient to show prior invention 
under the fourth defense of R. S. 4920 unless such patent actually 
claimed the invention in controversy. Apparently the holding of these 
cases was based on the theory that the consideration given by the 
inventor to the public for the grant of the monopoly is gauged by 
what is claimed rather than what is disclosed and hence if two patents 
issue claiming the same invention, the second one is void for want 
of consideration. Under this theory the copending patent would not 
be available as a defense where it does not claim the invention in 
controversy since here it could not be said that the government has 
made two grants in consideration for the disclosure of the same in- 
vention.” The conflict between this rule as laid down by the Circuit 
Court of Appeals for the Second Circuit in the case of Davis-Bournon- 
ville Co. v. Alexander Milburn Co." and the rule of the Sixth Circuit 
as enunciated by the case of Lemley v. Dobson-Evans Co.** led to 
the grant of certiorari by the Supreme Court in the Milburn case. 

21 Higgin Mfg. Co. v. Watson, 263 Fed. 378 (C. C. A. 6th, 1920) ; Southern 


_ Machinery Co. v. United Hosiery Mills Corp., 33 F. (2d) 862, 863 
(C. C. A. 6th, 1929). 

22 Millett v. Duell, Commissioner of Patents, 18 App. D. C. 186, 1901 C. D. 
410 (App. D. C. 1901) ; Ex parte Hammond, 1922 C. D. 15; In re Downs, 
45 F. (2d) 251 (C. C. P. A. 1930); In re Youker, 77 F. (2d) 624 ae oe 
1935); Ex ‘go Gilbert, 28 U. S. ’P. Q. 489 (P. O. Bad. App. 1935); Ex parte 
Graebner, 31 U. S. P. O. 288 (P. O. Bd. App. 1936); In re Walker, 99 F. 
- 976 (C. C. P. A. 1938). Contra, Ex parte Bowles, 24 U. S. P. Q. 266 
(P. O. Bd. App. 1934). 

23 Ex parte Thomas, “ee note 1. 

24 Alexander Milburn Co. Davis-Bournonville Co., supra note 7. 

25 Farmers Handy Wagon ‘Co. v. Beaver Silo and Box Mfg. Co., 236 Fed. 
731 (C. C. A. 7th, 1916) ; Davis-Bournonville Co. v. Alexander Milburn Co., 
1 F. (2d) 227 (C. C. A. 2d, 1924). 

Gon re and Priority as Defenses to Patent Suits (1921) 9 

EO. d 
27 Davis-Bournonville Co. v. Alexander Milburn Co., supra note 25. 

28 Lemley v. Dobson-Evans Co., supra note 5 
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In the Milburn *® case the defendant relied on a single copending 
patent to one Clifford and contended that Whitford (the patentee of 
the patent in suit) was not the first inventor of the invention patented 
to the later applicant and therefore void under the fourth defense of 
R. S. 4920. In this case, Clifford’s application gave a complete and 
adequate description of the invention patented to Whitford but 
did not claim it. The Supreme Court, in reversing the decision of 
the lower court, held that it is not necessary that a copending refer- 
ence patent claim the invention in controversy but, “The question is 
whether Clifford’s disclosure made it impossible for Whitford to 
claim the invention at a later date. . . . It is not necessary to show 
who did invent the thing in order to show that Whitford did not.” 
It thus appears that the Milburn case clearly overruled those prior 
cases that held that a copending patent was incompetent as a reference 
for any purpose as well as those that required that it claim the in- 
vention in controversy to be admissible to show prior invention. 
However, since in this case the copending reference patent gave in 
itself a complete and adequate description of the thing patented to 
the later applicant, the case, as to the facts decided, is not authority 
for sustaining the liberal Sixth Circuit rule that a copending patent 
may be used to show the state of the prior art as distinguished from 
prior invention. However, the Supreme Court in reaching its de- 
cision in the Milburn case stated that it was clear that if Whitford 
had not applied for his patent until after the Clifford had issued, the 
disclosure by the latter would have had the same effect as a publi- 
cation in a periodical and would have been a bar. This being true, 
the Court said no sound distinction should be taken between this 
case and the one where the reference patent is applied for but not 
issued until after the second is sought because, as the Court put it, 
“The delays of the Patent Office ought not to cut down the effect of 
what has been done.” This statement, when taken by itself, would 
seem to warrant the conclusion that a United States Patent as a 
reference may be considered in the same light as if it had been pub- 
lished to the world as of the date of its filing.*° However, it should 
be kept in mind that the Court was here concerned with the defense 
of prior invention and had no occasion to make a distinction between 
the defense of prior invention and that of anticipation. 

A review of the cases involving this problem decided since the 
Milburn case indicates that the decision has been interpreted differ- 


29 Alexander Milburn Co. v. Davis-Bournonville Co., supra note 7. 

30 For an interesting discussion of the possible results of a modified Milburn 
case see Johnson, The Alexander Milburn Co. v. Davis-Bournonville Co. (1926) 
8 J. Pat. Orr. Soc. 413, 424. 
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ently in different jurisdictions. The conflict still remains as to whether 


or not a copending patent may be used to show the state of the prior 
art as of its filing date.* 


The Pleading Aspect 


The distinction which the courts of some jurisdictions have main- 
tained between the use of a copending patent to show the state of 
the prior art and to show prior invention has brought about a tech- 
nical defense which may arise from the pleadings. R. S. 4920 pro- 
vides that as to the defenses set forth therein, the defendant must 
give the plaintiff thirty days notice in writing and the patents to be 
relied on to show previous invention, knowledge or use must be 
specifically set forth in the answer.*? Thus in the case of Troy 
Laundry Machinery Co. v. International Equipment Co.** the defend- 
ant alleged that the alleged improvements claimed in the patent in 
suit had been patented or described prior to the invention in contro- 
versy in certain patents and publications among which was a patent 
filed prior but copending with the patent in suit. At the trial the 
plaintiff objected to the introduction in evidence of the copending 
patent on the grounds that the defendant had failed to plead prior 
knowledge of the thing patented as required by R. S. 4920. The de- 
fendant contended that it could reply on the application date of the 
copending patent as prima facie evidence that the patentee of the co- 
pending patent was the inventor of the subject matter disclosed as of 
the date of filing of the patent. The court, in refusing to consider 
the copending patent, stated that, in pleading defenses, the distinc- 
tion should be carefully observed between the pleading of patents 
and printed publications which, as disclosures, take effect only from 
the date of issue, and allegations of priority of invention in which the 
actual dates of the invention are to be the subject of the testimony. 
On the other hand, some courts have been more liberal. Thus in the 
case of Allied Metal Stamping Co. v. Standard Electric Equipment 


31 To the effect that a copending patent may be used to show the state of 
the prior art see: Denaro v. Maryland Baking Co., 40 F. (2d) 513 (Md. 1930), 
aff'd 50 F. (2d) 1074 (C. C. A. 4th, 1931); Jn re Downs, supra note 22; Ex 
parte Gilbert, supra note 22; In re Youker, supra note 22; Ex parte Graebner, 
supra note 22; Ottinger v. Ferro Stamping and Mfg. Co., 59 F. (2d) 640 
(C. C. A. 6th, 1932). To the effect that copending patents are competent only 
on the issue of prior invention see: Hazeltine Corp. v. Electric Service Engr. 
Corp., 18 F. (2d) 662 (S. D. N. Y. 1926); Baltimore Paper Co. v. Oles 
Envelope Co., supra note 14; Ex parte Bowles, supra note 22; Allied Metal 
Stamping Co. v. Standard Electric Equipment Corp., 57 F. (2d) 296, 301 
(E. D. N. Y. 1932); Frigidaire v. Moore, supra note 15; Utah Radio Products 
Co. v. Delco Appliance Corp., 24 F. Supp. 328 (W. D. N. Y. 1938). 
82 R. S. 4920, supra note 4. 


88 Troy Laundry Machinery Co. Ltd. v. International Equipment Co., 278 
Fed. 891, 893 (C. C. A. Ist, 1922). 
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Corp.** the defendant relied on certain patents to invalidate the patent 
in suit among which was a copending patent, but failed to include in 
the answer the defense of prior invention. The court stated that, 
strictly speaking, because the copending reference patent issued after 
the filing of the patent in suit, it could not be used to show the state 
of the prior art, but only to show that the patentee of the patent in 
suit was not the first and original inventor. As pointed out above, the 
defense of prior invention was not set up by the defendant. The 
court, however, refused to dispose of the reference on such technical 
grounds and considered it as though it had been properly alleged as 
a defense. Also, it has been held that the omission to object to evi- 
dence of prior invention at the proper time, because not set out in 
the answer as required by statute, is fatal.*° 

However, the rule applied in other jurisdictions that a copending 
patent may be introduced to show the state of the prior art as of its 
filing date has the effect of abolishing this technical pleading of de- 
fense. In connection with this point it is interesting to note that as a 
practical matter in trial procedure, a patent may be introduced at any 
time before the close of the trial to show the state of the prior art 
even though the patent is not alleged as anticipatory in the answer. 
The reason for this rule is that a court may take judicial notice of 
the state of the prior act.** This same rule would seem to be appli- 
cable to copending patents in these jurisdictions. 


Conclusions 


The court in Minnesota Mining and Mfg. Co. v. Coe," referred 
to above, held that copending patents are proper references and it is 
immaterial if a disclosure actually occurs, whether it results from 
(1) a description in a single copending application, (2) from a 
description in a copending application together with descriptions in 
previously issued patents, or (3) from descriptions in several co- 
pending applications. It would seem that these are three distinct 
situations which should be considered separately. 

In the first case where a copending reference patent in itself gives 
a complete and adequate description of the thing patented to the later 
applicant (or claimed in an application before the Patent Office) 
it seems clear that under the fourth defense of R. S. 4920 it should 
be admissible to show that the patentee or applicant of the invention 


84 Allied Metal Stamping Co. v. Standard Electric Equipment Corp., supra 
note 31. 

85 Drewson v. Hartje Paper Mfg. Co., supra note 19. 

36 Parsons v. Seelye, 100 Fed. 452 (C. C. A. Ist, 1900). 

37 ae Mining and Mfg. Co. v. Coe, Commissioner of Patents, supra 
note z. 
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in controversy was not “the original and first inventor” whether such 
invention was claimed in the reference patent or not. This was the 
holding of the Supreme Court in the Milburn ** case and seems to 
be a reasonable and logical interpretation of the statute. 

In the second case, where a claim is rejected or a patent invalidated 
on the disclosure of a copending patent when taken together with 
prior art, the reasoning is not so clear since in this case the copend- 
ing reference patent must be considered as prior art when in fact 
it was not, being pending in the Patent Office at the time of the 
filing of the application for the invention in controversy. The same 
reasoning does not apply as in the first case because the very fact 
that it is necessary to consider the disclosure of the copending patent 
together with disclosures in the prior art indicates that neither the 
copending patent nor the prior art when taken alone discloses the 
same invention and hence cannot be prior invention. However, the 
fact must be recognized that it has long been the practice of the Patent 
Office to reject claims that do not define patentable invention over 
the disclosure of a copending reference patent in view of the state 
of the prior art at the time of the filing of the invention in contro- 
versy ** although it has been held that where references are com- 
bined, one reference must show by itself the same inventive concept, 
the other references being used merely to show equivalents.*° This 
practice has been justified on the ground that when the copending 
reference patent expires, the public should be at liberty to modify the 
structure shown therein in any way which does not require the exer- 
cise of invention in view of the state of the art at the time of filing of 
such patent, and also that during the life of his patent the patentee of 
such copending reference patent should be permitted to make changes 
of the same nature without paying royalty to anyone else.** Also, 
in this case, it might be said that at the time the patentee of the co- 
pending reference patent filed his application, he not only knew what 
he disclosed in his application but also, as a skilled worker in the art, 
there existed in him prior knowledge inconsistent with a later claim 
of invention by another. 

In the third case where the disclosures of two copending patents 
are taken together to reject a claim or invalidate a patent, the reason- 
ing seems even less clear. It must be accepted as a fact that, if either 
of the two copending patents combined to defeat the later filed patent 
or claim in an application were not available, the patent or claim 


38 Alexander Milburn Co. v. Davis-Bournonville Co., supra note 7. 
39 Supra note 22. 

40 In re Wenzel, 88 F. (2d) 501 (C. C. P. A. 1937). 
41 Ex parte Gilbert, supra note 22. 
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would be valid. In other words, the invention in question represents 
a patentable advance over the invention of either of the copending 
patents individually. Neither of the patentees of the copending 
reference patents at the time of filing of their applications or that 
of the invention in controversy could have been aware of the con- 
tents of the other’s application, in the usual situation,‘* without an 
unlawful inspection of the Patent Office files, hence it is not apparent 
how there could have been prior invention, knowledge, or use prior 
to the time of the completion of the invention in controversy. Here 
the “delays of the Patent Office” are not “cutting down the effect of 
what has been done” but rather cutting down the effect of what 
might have been done but in fact was not. It might be argued, as a 
basis for combining the disclosures of copending patents, that each of 
the patents set up equivalents and that it is the existence of these 
equivalents prior to the completion of the invention in controversy 
that anticipates. In other words, what is an equivalent at the dates 
of issue of the copending reference patents, should relate back and 
be considered equivalents as of the dates of filing of the reference 
patents on the theory that once an equivalent, always an equivalent. 

In view of the fact that it is the avowed purpose of our patent laws 
“to promote the progress of science and useful arts” ** by encouraging 
inventors with a promise of the grant of a limited monopoly for dis- 
closing their inventions to the public, it seems questionable that such 
a strict construction of the Patent Statutes against bona fide appli- 
cants and patentees could have been intended by Congress. 


RicHARD E, Hos tey, 
RALPH CARLISLE SMITH. 


42 Unusual situations may arise where, on the face of the copending patent, 
it is apparent that the patentee (or applicant) of the invention in controversy 
was aware of the disclosure of said copending patent at the time of its filing, 
although the two patents have different patentees. For example, the disclosure 
of a copending patent to joint patentees is known from the date of its filing 
to a later sole patentee (or applicant) who is also one of the said joint patentees. 
Dwight and Lloyd Sintering Co. v. Greenawalt, 2 F. (2d) 823 (C. C. A. 2d, 
1928); Denaro v. Maryland Baking Co., supra note 31. 


43 Unitep States Constitution, Art. I § 8-8. 
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CONSTITUTIONAL LAW—INTERSTATE COMMERCE—Tosacco Mar- 
KETING—AAA oF 1938—FEDERAL PowER TO ENFORCE MARKETING 
Quotas.—The appellants, producers of flue-cured tobacco, sought to 
enjoin the defendants, tobacco warehousemen, from retaining and 
paying to the U. S. penalties of 50% of the purchase price of tobacco 
sold over the marketing quotas alloted the appellants under the AAA 
Act of 1938, §§ 311-314 inclusive, 7 U. S. C. Supp. IV, § 1281 
(1938). On the basis of Congressional findings that tobacco market- 
ing affects interstate commerce, creating a necessity for stable condi- 
tions and that uncontrolled marketing causes excessive surpluses 
detrimental to price uniformity, the Act provides for the establishing 
of marketing quotas to the producing farms whenever the total tobacco 
supply of any year exceeds the “reserve supply level.” Such a quota, 
to be effective, must be approved by two-thirds of the producers of 
the preceding year’s crop. The planting of the tobacco involved here 
was begun before the Act was approved and was, for the most part, 
ready for market before the quotas for each farm were received. The 
producers maintained that the Act was unconstitutional as beyond 
Congressional power and contended that control was really exerted 
on production, a local activity, and that as to the 1938 crop, already 
planted, it was violative of the Fifth Amendment, in taking property 
without due process of law. Held, that the statute is a valid regula- 
tion of interstate commerce, applying only to the marketing and not 
to the production of tobacco and therefore is not retroactive as ap- 
plied to the appellants. Mulford v. Smith, 307 U. S. 38, 59 Sup. Ct. 
648, 83 L. ed. (adv. op.) 628 (1939). 

In pronouncing the Agricultural Adjustment Act of 1938 consti- 
tutional the Supreme Court did not specifically overrule its previous 
opinion which invalidated the first AAA in January, 1936. U. S. 
v. Butler, 297 U. S. 1, 56 Sup. Ct. 312, 80 L. ed. 477 (1936). The 
existing AAA rests on a constitutional foundation entirely different 
from its predecessor. The Court would not permit regulation of 
agriculture under the taxing power, but it has sanctioned a more 
drastic type of regulation under the commerce powers. 

From the earliest decisions the Supreme Court has recognized that, 
“the commerce clause (Art. I, § 8, par. 3) confers upon the Congress 
‘the power to regulate, that is, to prescribe the rule by which com- 
merce is to be governed.’ This power is complete in itself, may be 
exercised to its utmost extent, and acknowledges no limitations, other 
than are prescribed in the Constitution.” Gibbons v. Ogden, 9 
Wheat. 1, 196, 6 L. ed. 23, 70 (U. S. 1824); Ky. Whip & Collar 
Co. v. I. C. R. Co., 299 U. S. 334, 345, 57 Sup. Ct. 277, 279, 81 L. ed. 
270, 273 (1936); note (1937) 5 Geo. Wasu. L. Rev. 260. Under 
such a grant Congress has time and time again exercised its authority 
in the name of the commerce power to strike at evils, which to the 
casual thinker seem very remote to commerce. Champion v. Ames, 
188 U. S. 321, 23 Sup. Ct. 321, 47 L. ed. 492 (1903) (lotteries) ; 

[ 228 ] 
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Brooks v. U. S., 267 U. S. 432, 45 Sup. Ct. 345, 69 L. ed. 699 (1925) 
(theft) ; Gooch v. U. S., 297 U. S. 124, 56 Sup. Ct. 395, 80 L. ed. 
522 (1936) (kidnapping); Hoke v. U. S., 227 U. S. 308, 33 Sup. 
Ct. 281, 57 L. ed. 523 (1913) (prostitution). In the principal case 
federal power has gone beyond the average conception of interstate 
commerce to reach over into the local market at the “throat where 
tobacco enters the stream of commerce—the marketing warehouse.” 
Currin v. Wallace, 316 U. S. 1, 59 Sup. Ct. 379, 83 L. ed. 413 
(1939) ; cf. Stafford v. Wallace, 258 U. S. 495, 42 Sup. Ct. 397, 66 
L. ed. 735 (1922). 

The appellants’ chief arguments were predicated upon the proposi- 
tion that the Act regulated production, a power prohibited to the na- 
tional government by the Tenth Amendment and that the disinction 
claimed by the government between the regulation of marketing and 
the regulation of production was unreal. In the Butler case, supra 
at 68, the Court said, “It is an established principle that the attain- 
ment of a prohibited end may not be accomplished under the pretext 
of the exertion of powers which are granted,” and then recited Mar- 
shall’s famous dictum, “Let the end be legitimate . . . and all means 
which are . . . not prohibited . . . are constitutional.” But, in the 
Mulford case, the Court, unfortunately or not, dismissed the conten- 
tion without considering that no matter what effect the Act has on 
production, under a validly conferred power, any indirect or direct 
effect on the production is not prohibited under the Tenth Amend- 
ment. The Tenth Amendment does not reserve particular subjects 
or fields of government action to the states, but only powers to act 
which are not “delegated to the United States by the ConsTITUTION.” 
Agriculture and production it is true, are generally matters for state 
regulation, but it is fallacious not to recognize that a subject may be 
reached by both state and federal powers. See Collier, Judicial Boot- 
straps and the General Welfare Clause (1935) 4 Geo. Wasu. L. 
Rev. 211, 224. Missouri v. Holland, 252 U. S. 416, 40 Sup. Ct. 382, 
64 L. ed. 641 (1920) (treaty power enabled Federal government to 
reach migratory bird problem, denied in earlier statute); Baird v. 
U. S., 279 Fed. 509 (C. C. A. 6th, 1922) (war power enabled Fed- 
eral government to deny right to use foodstuffs for making alcohol 
even though agriculture is usually a local problem). Cf. Gordon v. 
U. S., 117 U. S. 697, 705, 29 L. ed. 473 (1864) ; Champion v. Ames, 
supra at 357. Where production, sought to be regulated directly, 
affects interstate commerce, it has been spoken of in such words as 
in Labor Board v. Jones & Laughlin, 301 U. S. 1, 38, 57 Sup. Ct. 
615, 625, 81 L. ed. 893, 912 (1936). There the Court said, “The 
close and intimate effect which brings the subject within the reach of 
federal power may be due to activities in relation to productive in- 
dustry although the industry when separately viewed is local.” In 
Santa Cruz v. Labor Board, 303 U. S. 453, 465, 58 Sup. Ct. 656, 
660, 82 L. ed. 954, 960 (1938), “with respect to the federal power 
to protect interstate commerce, there is obviously no difference be- 
tween coal mined, or stone quarried, and fruit and vegetables grown.” 
Growers of tobacco, as well as the Fruit Packing Co., sell the com- 
modities they grow or process for shipment in interstate commerce. 
Cf. U. S. v. American Tobacco Co., 221 U.S. 106, 31 Sup. Ct. 632, 
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55 L. ed. 663 (1911) (Sherman Anti-Trust Act applicable to pro- 
ductive industry and combinations thereunder). In the Mulford case, 
Justice Butler in dissenting, quite clearly expressed the popular inter- 
pretation of the Act when he said, “Punishment for selling is the exact 
equivalent of punishment for raising the tobacco.” It is hard to con- 
ceive of a change of Congressional “heart” between the 1933 and 1938 
Acts. It is more plausible to say as the Court did that, “the motive 
of Congress in exerting the power is irrelevant to the validity of the 
legislation.” The Court might quite consistently have recognized that 
the exercise of the federal power had its direct effects on production, 
but that such effect was the result of a valid exercise of power. 


In effect the Mulford case adopts the result of Holmes’ dissent in 
Hammer v. Dagenhart, 247 U. S. 251, 277, 38 Sup. Ct. 529, 533, 62 
L. ed. 1101, 1108 (1918), that “if an act is within the powers specifi- 
cally conferred upon Congress, . . . it is not made any less constitu- 
tional because of the indirect effects that it may have, however obvious 
it may be that it will have these effects. . . .”” Both on the argument 
and resulting interpretation, there is little left to conjecture as to the 
broad scope of the decision, despite the fact that the immediate case 
involved only the validity of the quota program as applied to the 
marketing of tobacco. The Court has rather quietly receded from the 
view that the government is without the power to control production. 


O. H. R., Jr. 


CoNSTITUTIONAL Law—RIGHT TO KEEP AND BEAR ArMS—Po- 
LICE PowER OF STATE—MILITIA—INTERSTATE COMMERCE—VALID- 
ITY OF NATIONAL FirEARMS ActT.—Defendants were indicted in the 
District Court, Western District of Arkansas for the transportation 
in interstate commerce of a shotgun with a barrel less than 18 inches 
in length and for noncompliance with the licensing and registry pro- 
visions of the National Firearms Act, 48 Stat. 1236, 26 U. S. C. 
§ 1132 (1934). Defendants demurred to the indictment on the ground 
that the Act was an unconstitutional invasion of the police power re- 
served to the states and violative of the Second Amendment of the 
FEDERAL ConstTiTuTIon. The District Court sustained the demurrer 
on the second ground and the United States appealed directly to the 
Supreme Court. Held, that the judgment sustaining the demurrer 
must be overruled and the cause remanded for further proceedings. 
The Act does not infringe the right to keep and bear arms or invade 
the police power. U.S. v. Miller, 307 U. S. 174, 59 Sup. Ct. 816 
(1939). 

The Act in question controls the traffic in a certain limited class of 
firearms and their attachments, notoriously devoted to criminal pur- 
poses because of the ease of concealment, rapidity and volume of fire, 
by imposing licensing and registration provisions coupled with a high 
tax to be administered by the Commissioner of Internal Revenue. 
The section under which the indictment was laid prohibited the trans- 
portation in interstate commerce of such unlicensed, unregistered 
weapons. 48 Stat. 1239, 26 U. S. C. §1132j (1934). Owing to 
an historical mistrust and dislike for standing armies, but with a re- 
gard for the necessity of some form of military preparedness, reliance 











RECENT CASES 231 


has traditionally been placed in the militia, a self-armed force in which 
the civilian aspect dominates the military. 1 CooLtey, ConsTITU- 
TIONAL Limitations (1927) 729; 2 Story, CONSTITUTION OF THE 
Unitep States (5th ed. 1891) § 1896. The Second Amendment 
plainly states that its object is to preserve to the states their security 
and freedom by means of a well regulated militia. The individual 
rights are auxiliary. It seems clear that the framers had in mind a 
moral check upon the usurpation of authority by arbitrary rulers. 
Story, op. cit. supra § 1897. The Amendment has consistently been 
held to limit the federal power but not that of the states. U. S. v. 
Cruikshank, 92 U. S. 542, 23 L. ed. 588 (1875) ; Presser v. Illinois, 
116 U. S. 252, 6 Sup. Ct. 580, 29 L. ed. 615 (1886) ; Miller v. Texas, 
153 U. S. 535, 14 Sup. Ct. 874, 38 L. ed. 812 (1893). The states 
have like provisions in their constitutions, but maintain regulation of 
the right. Note (1892) 14 L. R. A. 600; Aymette v. State, 2 
Humph. 154 (Tenn. 1840) ; City of Salina v. Blaksley, 72 Kan. 230, 
83 P. 619 (1905) ; State v. Woodward, 58 Id. 385, 74 P. (2d) 92 
(1937) ; contra: Bliss v. Commonwealth, 2 Litt. 90 (Ky. 1822), 13 
Am. Dec. 251 (new constitution permits regulation). Prohibiting the 
right is unconstitutional. Smith v. Ishenhour, 3 Coldw. 214 (Tenn. 
1866) (commissioning officer to seize weapons); Andrews v. State, 
3 Heisk. 165 (Tenn. 1871), 8 Am. Rep. 8 (member of the public 
carrying a revolver) ; People v. Nakamura, 99 Colo. 262, 62 P. (2d) 
246 (1936) (denying aliens game killing rights indirectly forbade 
right). The licensing and tax provisions of the Act have been sus- 
tained in Sonzinsky v. U. S., 300 U. S. 506, 57 Sup. Ct. 554, 81 L. ed. 
772 (1935). A demurrer to a similar indictment under the Act on 
much the same grounds has been overruled. U.S. v. Adams, 11 F. 
Supp. 216 (S. D. Fla. 1935). Constitutional Right to Keep and Bear 
Arms (1914) 28 Harv. L. Rev. 473 (right is collective, not individ- 
ual). Defendant’s contention as to police power was dismissed under 
the reasoning of cases sustaining validity of the Harrison Anti-Nar- 
cotic Act. 38 Stat. 785 (1914), 26 U. S. C. § 1040 (1934); U.S. 
v. Jin Fuey Moy, 241 U. S. 394, 38 Sup. Ct. 658, 60 L. ed. 1061 
(1916); U.S. v. Doremus, 249 U. S. 86, 39 Sup. Ct. 214, 63 L. ed. 
493 (1919); Nigro v. U. S., 276 U. S. 332, 48 Sup. Ct. 388, 72 L. 
ed. 600 (1928). Considering the reasonable nature of the regulation 
imposed, the limited class of weapon affected and the absence of any 
showing that the weapons were of military value, of which fact the 
Court would not take judicial notice, together with the history of 
regulation of firearms in the states, it would appear that the Act in 
no way infringes the constitutional right to keep and bear arms. A 
Plan for Control of Firearms (1934) 25 J. Crim. L. 445. A. McD. 


FEDERAL JURISDICTION — SECTION 266 JupICIAL CopE — THREE- 
JupceE Court — SupREME Court Review or DECISION OF THREE- 
Jupce Court.—This case involved an appeal from the decree of a 
district court constituted of three judges in a suit by bondholders of 
a state drainage district to restrain enforcement of state statutes effect- 
ing changes in rates, collection and disposition of taxes on lands of 
the district, and authority to issue bonds, etc., upon the ground that 
such changes unconstitutionally impaired the obligations of the plain- 
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tiffs’ contract. Held, that the state statutes from which relief was 
sought did not come within the purview of § 266 of the Judicial Code 
and that the cause should be remanded to the district court for further 
proceedings to be taken independently of that section. Rorick v. 
Bd. of Comm’rs of Everglades Drainage Dist., 307 U. S. 208, 59 Sup. 
Ct. 808, 83 L. ed. 800 (1939). 

After the decision in Ex parte Young, 209 U. S. 123, 28 Sup. Ct. 
441, 52 L. ed. 714 (1908), in order to prevent a single district judge 
from enjoining the enforcement of a state statute or order of an ad- 
ministrative body or commission on the ground that it was uncon- 
stitutional, and to provide for expeditious review of a decision ren- 
dered thereon, § 266 of the Judicial Code was passed, providing for 
the convening of a three-judge court to pass upon the request for an 
injunction and for direct appeal to the Supreme Court of the United 
States from the decree of the district court. By subsequent amend- 
ment the section was extended to convening of a three-judge court for 
the purpose of passing on the constitutionality of the statute or order 
on final hearing. In Gully v. Interstate Natural Gas Co., 292 U. S. 
16, 54 Sup. Ct. 565, 78 L. ed. 1088 (1934), where § 266 had been 
improperly invoked, the Court held that where an injunction suit 
against a state officer was improperly heard before a three-judge 
court and therefore the merits of the case could not be brought to the 
Supreme Court by direct appeal but the time for appeal to the circuit 
court of appeals had expired, the appropriate action of the Supreme 
Court was to reverse the decree and remand the cause for further 
proceedings to be taken independently of the statute regarding three- 
judge courts. Oklahoma Gas and Electric Co. v. Oklahoma Packing 
Co., 292 U. S. 386, 54 Sup. Ct. 732, 78 L. ed. 1318 (1934). Where 
an appeal had already been taken to the circuit court of appeals, the 
Supreme Court dismissed the appeal to it directly from the district 
court. Wilentz v. Sovereign Camp, Woodmen of the World, 306 
U. S. 576, 59 Sup. Ct. 709 (1939). Section 266 cannot be in- 
voked to seek relief from legislation affecting a particular munici- 
pality or district, but may be invoked only to enjoin enforcement of 
legislation of general application. Ex parte Collins, 277 U. S. 565, 
48 Sup. Ct. 585, 72 L. ed. 990 (1928). Ex parte The Public Na- 
tional Bank of New York, 278 U. S. 101, 49 Sup. Ct. 43, 73 L. ed. 
202 (1928). Where a three-judge court is improperly convened, it 
would appear that it is now well established that although without 
jurisdiction of appeal under § 266 in the particular case, the Supreme 
Court may give directions appropriate to enforce the limitations of that 
section and, where the time for appeal to the circuit court of appeals 
has expired, remand the cause for further proceedings to be taken in- 
dependently of that statute. In such a case it is proper for a single 
district judge to grant a preliminary injunction and to hold a hearing 
on the merits. Gully v. Interstate Natural Gas Co., 82 F. (2d) 145 
(C. C. A. 5th, 1936), cert. den. 298 U. S. 688, 56 ‘Sup. Ct. 958, 80 
L. ed. 1407 (1936) (on constitutional question). F. ke 





GoLp CLAUSES—POWER OF CONGRESS—PRIVATE OBLIGATIONS AL- 
TERNATIVELY PAYABLE ABROAD IN FOREIGN CURRENCY TO FOREIGN 
AND DomeEsTIc CREDITORS—CONFLICT oF LAws.—Claims in a bank- 
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ruptcy reorganization were filed by the Guaranty Trust Co. of New 
York, as trustee, and the Chemical Bank and Trust Co., as trustee, 
against one Henwood, trustee of the St. Louis Southwestern Ry. Co., 
debtor. They were filed for bondholders who asserted a right to be 
paid in Dutch guilders under alternative promises which both sides 
admitted gave the bondholders the option to elect payment in dollars, 
pounds, marks, francs, or guilders. The property covered by the trust 
mortgage was located in the United States, and the trustee, whose 
duty is was to enforce the obligations, was required to be a New York 
trust company. The trustee for the bankrupt railway contended that 
by the Joint Resolution of June 5, 1933, 48 Stat. 112, the bonds 
were dischargeable in current United States legal tender. The Su- 
preme Court granted certiorari because of the divergence of views in 
the lower courts. Held, that the bonds were within the terms of the 
Joint Resolution, supra, making obligations in money of the United 
States dischargeable upon payment of current legal tender dollars; 
these were domestic obligations, as the alternative promises were but 
parts of a single monetary obligation, and the law of the United States 
governed. It was the intent of Congress to prevent tying of debts 
payable in dollars to any fixed value of particular kinds of money, 
and the constitutional power of Congress to coin money and regulate 
the value thereof gave Congress the authority to make national cur- 
rency legal tender for domestic dollar obligations with alternative pro- 
visions for payment in foreign currencies, such provisions being 
monetary and not commodity obligations. Guaranty Trust Co. of New 
York v. Henwood; Chemical Bank & Trust Co. v. Same, 6 L. W. 
1361 (U. S. 1939). 

In a case involving similar provisions for alternative payment, the 
Court was asked to recognize a distinction when the holders were for- 
eign corporations, some of whose bonds had been bought in foreign 
countries. Held, that Congress has provided that multiple currency 
provisions are against public policy and thus unenforceable, and in 
the absence of treaty rights, it was enough that respondents’ bonds 
were “payable in money in the United States.” Bethlehem Steel Co. 
v. Zurich General Accident & Liability Ins. Co., Limited; Same v. 
Anglo-Continentale Treuhand, A. G., 6 L. W. 1365 (U. S. 1939). 

In Norman v. Baltimore and Ohio Rr. Co., 294 U. S. 240, 55 Sup. 
Ct. 407, 79 L. ed. 885 (1934), the Court held the Joint Resolution, 
supra, abrogating gold clauses in private contracts was constitutional 
in its application to purely domestic contracts, but did not determine 
the applicability of the Resolution to other kinds of obligations. Ap- 
parently the instant cases will be among the last of the cases arising 
out of uncommon clauses or transactions which it was felt might escape 
the provisions of the Resolution because of their peculiarities. Note 
(1937) 5 Geo. Wasn. L. Rev. 230. The question whether the Joint 
Resolution, supra, should extend to situations where obligations are 
payable alternatively domestically or abroad, and whether such an 
extension bears a reasonable relation to the power of Congress to 
regulate currency is not easily settled. As a general rule of con- 
struction legislation is, presumptively, territorial in its application. 
American Banana Co. v. United Fruit Co., 213 U. S. 347, 29 Sup. 
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Ct. 511, 53 L. ed. 826 (1908); Sandberg v. McDonald, 248 U. §S. 
185, 39 Sup. Ct. 84, 63 L. ed. 200 (1918). The Joint Resolution, 
supra, however, was a remedial act, and should be broadly construed. 
Burnet v. Brooks, 288 U. S. 378, 53 Sup. Ct. 457, 77 L. ed. 844 
(1932) ; 2 SUTHERLAND, STATUTORY CoNSTRUCTION (2d ed. 1904) 
§§ 583-84. The unqualified language of the Resolution, taken liter- 
ally, applies to every obligation subject to the law of the United 
States, but restricts itself to debts payable in United States currency. 
By construing payable to mean capable of being paid in the United 
States, the Court rejected the narrower commercial interpretation 
and overcame this restriction. The problem of whether obligations 
payable alternatively domestically or abroad to foreign creditors are 
subject to the laws of the United States, once an election to take pay- 
ment abroad has been made, presents an interesting question in con- 
flict of laws. The court held that these were not private international 
obligations, which were not subject to the laws of the United States, 
but were obligations payable in United States currency and subject 
to domestic law. Cf. Conriict or Laws REsTaTEMENT (Am. L. 
Inst. 1934) § 356 (1). The Resolution was enacted by Congress in 
the exercise of a primary power, the regulation of currency, the pur- 
pose and effect being to restore normal and sound valuations of prop- 
erty such as had once existed. Collier, Gold Contracts and Legisla- 
tive Power (1934) 2 Geo. Wasn. L. Rev. 303. The Court properly 
refused to apply the law of the place of performance, holding that as 
such multiple currency provisions are against the declared policy of 
Congress they are unenforcible. Conriict or Laws RESTATEMENT, 
supra, § 612. In refusing to distinguish between foreign and domestic 
creditors the court was undoubtedly influenced by the fact that had 
such a distinction been made it would have resulted in the same do- 
mestic dislocation as the enforcement of the “gold clauses.” Cf. Nor- 
man v. Baltimore and Ohio Rr. Co., supra. 

Intended as an emergency measure, the Joint Resolution, supra, has 
become a basis for permanent monetary stabilization. Had the Court 
sustained these alternative payment provisions, even for foreign credi- 
tors, there would have been a loophole in our monetary policy which 
would have permitted the very evils Congress tried to correct. Cf. 
Missouri Pacific Rr. Co. v. Porter, 273 U. S. 341, 47 Sup. Ct. 383, 
71 L. ed. 672 (1927). The instant cases involved no undue exten- 
sion of Congress’s implied powers to restrict the use and influence of 
foreign currency as a standard of value. Knox v. Lee, 12 Wall. 457, 
566 (U. S. 1870), and cf. Norman case, supra, Congress may limit 
the use of money in the hands of a private owner, Ling Su Fan \. 
United States, 218 U. S. 302, 31 Sup. Ct. 21, 54 L. ed. 1049 (1910), 
and Congress may restrain the circulation of money not issued under 
its authority. Veazie Bank v. Fenno, 8 Wall. 533, 548 (U. S. 1869). 
The key is the recognition of the fact that if Congress is to have the 
power to regulate the value of money it must have the power to regu- 
late the purchasing power of all money. Collier, Gold Contracts and 
Currency Regulation (1938) 23 Corn. L. Q. 520, 529. If some for- 
eign currency acquired a disproportionate value in relation to do- 
mestic currency, and alternative payment contracts were enforced, we 
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would no longer have a uniform and reliable currency in which do- 
mestic commodities and securities could be evaluated. Any incidental 
effect on debtor-creditor relationships was properly subordinated to 
consolidating adequate control of domestic currency. The Joint Res- 
olution, supra, has properly been interpreted broadly and held inap- 
plicable only where the obligation is payable as a commodity. Emery 
Bird Thayer Dry Goods Co. v. Williams, 15 F. Supp. 938 (W. D. 
Mo. 1936) (rental fixed absolutely in grains of pure gold was payable 
in the present value of such commodity). A careful distinction be- 
tween gold coin and bullion may be read into the “gold clause” cases. 
As contracts for payment in gold bullion are no longer possible be- 
cause of the government’s prohibition on private ownership of gold 
there is apparently no way of affording creditors of United States 
debtors on domestic monetary obligations protection against the de- 
preciation of United States money. G. L. D. 


IncomME TAX—INTERNAL REVENUE—CORPORATE REORGANIZA- 
TIoN.—The A corporation pursuant to an agreement with the B cor- 
poration delivered all its assets to the newly organized C corporation, 
all of whose stock was delivered to B, and stock in B was distributed 
to the stockholders of A. Held, the B corporation was not a party to 
the reorganization within Section 112(g) of the Revenue Act of 1928, 
45 Stat. 816, and the gain on the shares so received is subject to fed- 
eral income tax. Davis v. U. S., 26 F. Supp. 1007, 88 Ct. Cls. 589 
(1939), cert. den. 7 L. W. 357 (U. S. 1939). 

Where a stockholder of a corporation in pursuance of a plan of re- 
organization receives stock in another corporation a party to the re- 
organization, the gain on such distribution is not taxable as income. 
Section 112(a), (b) (3, 4), Revenue Act of 1928. A “reorganiza- 
tion” is defined in §112(i)(1). This definition and the early cases 
dealing with it were treated in a previous issue of this review. (1935) 
3 Geo. Wasu. L. Rev. 380. The instant case is significant as one 
of the few in which the courts have attempted a definition of a “party” 
to the reorganization. Where only two corporations are involved the 
question cannot arise, since the statute specifically provides that both 
are to be deemed “parties.” Section 112(i)(2). Four corporations 
were concerned in Bus and Transport Securities Corp. v. Helvering, 
296 U. S. 391, 56 Sup. Ct. 277, 80 L. ed. 292 (1935). A and B ex- 
changed shares in C and D, their respective subsidiaries, and it was 
very properly held that C and D were not parties to any reorganiza- 
tion that might have taken place. 

The problem has come up most often in a three-way deal similar 
to that in the instant case. Three of the earliest decisions on the 
point held that a corporation in the position of B in the instant case 
was a party to the reorganization. Sage v. Comanissioner of Internal 
Revenue, 83 F. (2d) 221 (C. C. A. 2d, 1936) ; Commissioner of In- 
ternal Revenue v. Fifth Avenue Bank of New York, 84 F. (2d) 787 
(C. C. A. 3d, 1936); Commissioner of Internal Revenue v. Bash- 
ford, 87 F. (2d) 827 (C. C. A. 3d, 1937). In one it was held that B 
was not a party. The statutory definitions, §112(i) (2), which men- 
tions only two corporations, was regarded as an exclusive definition. 
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On appeal of this latter case the Supreme Court expressly rejected 
the possibility of an exclusive definition, but it reached the same re- 
sult, relying primarily upon the analogy of a banker or broker fur- 
nishing stock to C, which stock C uses to purchase A’s assets. Such 
a banker or broker clearly is not a party to the reorganization, and 
the case is the same as though C had paid A in cash. Groman v. Com- 
missioner of Internal Revenue, 302 U. S. 82, 58 Sup. Ct. 108, 82 L. 
ed. 63 (1937). The opinion discusses the continued substantial in- 
terest which had previously been required for a true reorganization. 
Cortland Specialty Co. v. Commissioner of Internal Revenue, 60 F. 
(2d) 937 (C. C. A. 2d, 1932) ; Pinellas Ice Co. v. Commissioner of 
Internal Revenue, 287 U. S. 462, 53 Sup. Ct. 257, 77 L. ed. 428 
(1932); Minnesota Tea Co. v. Commissioner of Internal Revenue, 
296 U. S. 378, 56 Sup. Ct. 269, 80 L. ed. 284 (1935); Nelson v. 
Commissioner of Internal Revenue, 296 U. S. 374, 56 Sup. Ct. 273, 
80 L. ed. 281 (1935); Helvering v. Watts, 296 U. S. 387, 56 Sup. 
Ct. 275, 80 L. ed. 289 (1935). Nothing in the opinion can reason- 
ably be construed as extending this test to the determination of who 
are parties. In Helvering v. Bashford, 302 U. S. 454, 58 Sup. Ct. 
307, 82 L. ed. 367 (1937), the Groman case was cited as establish- 
ing a “continuity of interest” test, and this was made the sole basis 
for the decision. A subsequent circuit court case, relying wholly on 
the Groman and Bashford cases, held that B was not a party. Com- 
missioner of Internal Revenue v. First National Bank of Altoona, Pa., 
104 F. (2d) 865 (C. C. A. 3d, 1939). A possible escape from this 
line of decisions had been suggested in Schuh Trading Co. v. Commis- 
sioner of Internal Revenue, 95 F. (2d) 404 (C. C. A. 7th, 1938), 
where it was held on similar facts that the correct analogy was to an 
exchange of assets for stock between A and B, the assets being de- 
livered by B’s direction to its wholly owned subsidiary C, and that 
therefore B was a party to the reorganization. This holding was ex- 
pressly rejected by the Court of Claims in its decision in the instant 
case. The rule which the Supreme Court will follow in this type of 
case is now settled. The opinions are not satisfactory, but the test 
seems to be that if, after the transfer of assets to C, the A stockhold- 
ers by virtue of their ownership of B stock, continue to have a sub- 
stantial interest in the old assets, then and only then, B will be deemed 
a party to the reorganization. 

It has been suggested that this “continuity of interest” rule as ap- 
plied to the determination of parties is a reversal of the spirit of the 
statute, but is nevertheless justified as a matter of administrative con- 
venience. (1938) 51 Harv. L. Rev. 893. It is regrettable, however, 
that the court has refused the benefit of the statutory exemption to 
this form of legitimate corporation reorganization. E. M. C. 











MuNICcIPAL CoRPORATIONS — OFFICERS — TERMINATION OF Em- 
PLOYMENT—CONSTITUTIONALITY.—A city employed the plaintiff as 
Superintendent of Public Parks and Streets by an ordinance, pro- 
viding that his employment shall continue until the next general elec- 
tion of municipal officers. Prior to the next election they adopted 
another ordinance abolishing the position and terminating his em- 
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ployment. Held, that the position was in the nature of a public office 
and therefore the action of the city in abolishing the office was not a 
violation of the contract clause of the FepERAL Constitution. Hig- 
ginbotham v. City of Baton Rogue, 306 U. S. 535, 59 Sup. Ct. 705, 
83 L. ed. 685 (1939). 

The contract clause of the ConstiTuTION has been successfully in- 
voked by individuals to prevent interference with their contract rela- 
tions with a municipality. Cheves v. City Council of Charlestown, 
140 S. C. 542, 138 S. E. 867 (1927); Fannin v. Board of Education 
of Barboursville, 112 W. Va. 490, 165 S. E. 542 (1932). The Court 
distinguished the Higgenbotham case, supra, from the old case of 
Hall v. Wisconsin, 103 U. S. 5, 26 L. ed. 302 (1880) which held the 
plaintiff an employee and not an officer. Dodge v. Board of Educa- 
tion, 302 U. S. 74, 58 Sup. Ct. 98, 92 L. ed. 57 (1931); Phelps v. 
Board of Education of West N. Y., 300 U. S. 319, 57 Sup. Ct. 483, 
81 L. ed. 674 (1937); Crenshaw v. U. S., 134 U. S. 99, 10 Sup. Ct. 
431, 23 L. ed. 825 (1890) ; Cromber v. Getz, 285 U. S. 434, 52 Sup. 
Ct. 435, 76 L. ed. 866 (1932). Among the usual offices of a city is 
included the Superintendent of Public Streets. Kahn v. Sutro, 114 
Cal. 316, 46 Pac. 87 (1896) ; Hallgren v. Cambell, 82 Mich. 255, 46 
N. W. 381 (1890): see also People v. State Board of Canvassers, 
129 N. Y. 360, 29 N. E. 345 (1890) (Park Commissioner as officer). 
The Legislature may abolish or shorten any term of any office created 
by it. Roger v. Calumet Bank, 213 Ind. 576, 12 N. E. (2d) 261 
(1938); Plowden v. Beattie, 185 S. C. 229, 193 S. E. 651 (1937). 
A person elected or appointed to an office created by the General As- 
sembly does not hold the office under contract, but under law, and 
therefore, no impairment of contract results from an abolition of the 
office. Gentry v. Harrison, 194 Ark. 916, 110 S. W. (2d) 497 (1937). 
The Legislature under its control of the mode of government of cities 
and towns may abolish an office created by a municipality. Attorney 
General v. Tillinghast, 203 Mass. 539, 89 N. E. 1058 (1909); note 
(1915) 53 L. R. A. 837; Booten v. Pinson, 77 W. Va. 412, 89 S. E. 
985 (1915). An office created by municipal ordinance may be abol- 
ished by ordinance, State v. Pinkerman, 63 Conn. 176, 28 Atl. 110 
(1893) ; State v. Jennings, 57 Ohio 415, 49 N. E. 404 (1898). There 
is no such thing as a vested interest or estate in an office. Crenshaw 
v. U. S., supra; Stuhr v. Curran, 44 N. J. L. 181, 43 Am. Rep. 353 
(1882); Andrews v. Richardson, 32 Ga. App. 687, 124 S. E. 378 
(1924) ; Commonwealth v. Tice, 282 Pa. 595, 128 Atl. 506 (1925) ; 
Russell v. Garder, 218 Mo. App. 217, 265 S. W. 996 (1924). Not 
even an absolute right to hold office. Booten v. Pinson, supra; Kirck- 
patrich v. City of Monroe, 157 La. 645, 102 So. 822 (1925). The 
most unusual feature of this case is that it reached the Supreme Court 
for decision. Conceding the classification of the position involved as 
a public office, the law appears to be well settled that the FepERAL 
CONSTITUTION affords no protection under the Contract Clause to the 
interest of the incumbent therein. M. J. R. 


MUNICIPAL CoRPORATIONS—VALIDITY OF PARKING METER Or- 
DINANCES UNDER THE PoLice Power.—lIn preparing legislation for 
the municipality of Providence, R. I., the Rhode Island House of 















238 





THE GEORGE WASHINGTON LAW REVIEW 


Representatives sought an advisory opinion from the Supreme Court 
with reference to that municipality’s power to install parking meters. 
Held, that without specific delegation of authority in a municipal 

charter, a municipal corporation cannot by ordinance exact a fee by 

use of parking meters from a traveler for parking in certain areas of 

the public highways of the city. In Re Opinion to the House of Rep- 

resentatives, 5 A. (2d) 455 (R. I. 1939). 

This point was raised before this same court in State v. Goldberg, 

1 A. (2d) 101 (R. I. 1938) but was not decided as the appeal was 

dismissed on a technicality of pleading. Of the several decisions test- 

ing the validity of ordinances under the police power to exact fees 

through parking meters, this decision and the one of the Alabama 

Supreme Court in City of Birmingham v. Hood-McPherson Realty 

Co., 233 Ala. 352, 172 So. 114 (1937), stand alone in denying the 

existence of such a municipal power. Three principal legal problems 
have arisen in these types of cases. The first raises the question of 
the right of motorists to the free use of the streets. The right of 
passage cannot be entirely prohibited but is subject to reasonable reg- 
ulation. Haggenjos v. City of Chicago, 168 N. E. 661 (Ill. 1929) ; 
Watson v. State Div. of Motor Vehicles, 298 P. (2d) 481 (Cal. 
1931); McQuititin, Municipat Corporations (2d ed. 1928) 

§ 1496. The right to park is merely a privilege inferior to the right 
of passage. District of Columbia v. Smith, 88 App. D. C. 104, 93 F. 
(2d) 650 (1937); Ex Parte Duncan, 179 Okla. 355, 65 P. (2d) 

1015 (1937) ; Ex Parte Corvey, 287 S. W. 879 (Mo. 1926); Welsh 
v. Town of Morristown, 121 Atl. 697 (N. J. 1923). Stopping to 
load and unload either passengers or merchandise, however, is usually 
excepted specifically by the ordinance. Chicago v. McKinley, 344 
Ill. 279, 176 N. E. 261 (1931); Pugh v. City of Des Moines, 176 
Iowa 593, 156 N. W. 892 (1916); Welsh v. Town of Morristown, 
supra. Where it has not been specifically excepted the right to load 
and unload has been read into the ordinance by the court as an inci- 
dent to the right of passage. Village of Wonewoc v. Taubert, 233 
N. W. 755 (Wis. 1930). Classified generally as a mere privilege, 
parking has been universally recognized as subject to regulation under 
the municipal police power and the courts have upheld the use of 
parking meters on this ground as discretionary on the part of the 
municipality as to the means of enforcing the regulation. State ex 
rel. Harkow v. McCarthy, 126 Fla. 433, 171 So. 314 (1936); Ex 
Parte Duncan, supra; Butterfield v. City of Oklahoma City, Case 
# 87560 in Oklahoma County Court, Opinion July 24, 1935; Stearn 
Bros. Inc. v. City of Norfolk, Court of Law and Chancery of the City 
of Norfolk, opinion Dec. 10, 1937; Speeth v. City of Cleveland, Case 
# 16992, Court of Appeals of Cuyahoga County, 8th Dist. of Ohio, 
opinion Feb. 17, 1939; Salt Lake City v. Wooley, Case # 10368, 
District Court of 3rd Judicial District of Salt Lake County, opinion 
Dec. 10, 1938. The second question involved is: do abutting prop- 
erty owners have rights which are superior to the city’s right of reg- 
ulation under the police power. The right of access to the streets has 
been recognized as a right peculiar to the abutting owner as against 
third persons. Lewis, EMInentT Domain (3d ed. 1909) §911. 
The abutter’s rights of egress and ingress are subordinate to the right 
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of a municipality to place obstructions in front of the entrance of the 
abutting owner. Sauer v. City of New York, 72 N. E. 579 (N. Y. 
1904) ; Ditton, MunicipaL Corporations (5th ed. 1911) § 1125. 
It has been held that the municipality in placing parking meters on the 
street had a superior right in the regulation under the police power 
to that of the abutting property owner’s right of access. Gilsey v. 
Incorporated Village of Great Neck Plaza, 11 N. Y. Supp. (2d) 604 
(Sup. Ct. N. Y. Nassau Co. 1939). Other cases testing the validity 
of parking meter ordinances on this ground have likewise held that 
the use of these devices in the enforcement of such regulations has 
added no substantial servitude on the abutting property owner and 
that his rights were subject to reasonable regulation. County Court 
of Webster County v. Roman, 3 S. E. (2d) 631 (W. Va. 1939); Ex 
Parte Duncan, supra; Clark v. City of New Castle, 32 Dist. & Co. 
Crt. Rep. 371, 30 Mun. 55 (Penn. Comm. Pl. 1938); Stearn Bros. 
Inc. v. City of Norfolk, supra. The lone case in which the rights of 
the abutting property owner were held superior is City of Birmingham 
v. Hood-McPherson Realty Co., supra. It was there held that the 
abutter’s rights were unnecessarily burdened and the meters consti- 
tuted a public nuisance. Since it was further held that the meter in- 
stallation violated the terms of the grant of land to the city, it would 
appear that this case is limited to its facts and is not binding else- 
where. Most of the parking meter cases have been litigated under 
the third problem testing whether parking meter ordinances are a 
proper police power regulation or an invalid revenue measure in the 
form of an indirect tax. “The distinction between a demand of money 
under the police power and one under the tax power is not so much 
of form as of substance. . . . If for regulation, it is an exercise of the 
police power, while if for revenue it is an exercise of the taxing 
power.” 1 CooLey, TAXATION (4th ed. 1924) §27. Cf. (1933) 2 
Geo. WasH. L. Rev. 112. In Re Opinion of Justices, 8 N. E. (2d) 
179 (Mass. 1937) held that the fee system for parking did not violate 
the principle of diverting to alien purposes property taken for public 
use and the charge was a regulatory one and not an indirect tax. Other 
cases have held that the city’s power to regulate parking of autos on 
the streets implies the power to exact a fee sufficient to cover expenses 
of maintaining the regulation. Ex Parte Harrison, 122 S. W. (2d) 
314 (Tex. Crim. App. 1938); Ex Parte Duncan, supra; Butterfield 
v. City of Oklahoma City, supra; County Court of Webster County 
v. Roman, supra. Several decisions on the exercise of the police 
power by a municipality have permitted the revenue collected to be 
applied to repair of the street since it is partly worn out by the ve- 
hicles that are charged with the license fee regulation. Tomlinson 
v. City of Indianapolis, 144 Ind. 142, 43 N. E. 9 (1896). Other 
courts have confined the use and collection of such revenue to that 
which is necessary to defray the cost of operation and supervision, 
which costs might include in addition to the maintenance of the meters 
the marking of lanes and other incidental expenditures in the regula- 
tion of traffic. Harper v. City of Wichita Falls, 105 S. W. (2d) 743 
(Tex. Civ. App. 1937); City of Fort Worth v. Gulf Refining Co., 
83 S. W. (2d) 610 (Tex. 1935); Gilsey v. Incorporated Village of 
Great Neck Plaza, supra; Ex Parte Harrison, supra; Ex Parte Dun- 
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can, supra. For discussions of the kind of cost accounting sometimes 
used to justify parking meter revenues see, MUNICIPALITIES AND THE 
Law 1n Action, 1938 B, 67, and Parking Meters as City Legal Prob- 
lems, Report No. 47 (1939) Nationa INSTITUTE OF MUNICIPAL 
Law Orricers. It is apparent that an ordinance which is regulatory 
upon its face will be declared invalid only in clear cases of abuse. Ex 
Parte Holt, 74 Okla. 226, 178 Pac. 260 (1918) ; State ex rel. Harkow 
v. McCarthy, supra; Ex Parte Duncan, supra. It will rest upon the 
contestant to show affirmatively an actual intent and use of the reg- 
ulation under the guise of a police power as a tax for revenue pur- 
poses, since courts will not seek to avoid an ordinance by nice calcula- 
tions of the expense of enforcing police regulations. Atkins v. Philips, 
8 So. 429 (Fla. 1890); State ex rel. Harkow v. McCarthy, supra. 


R. E. F. 


TAXATION — Business Sirus — CoMMERCIAL DoMICILE AS THE 

BASIS FOR JURISDICTION TO TAx.—A New Jersey statute (Laws of 
1918, c. 236, § 305) provided that “every fire insurance company and 
every stock insurance company other than life insurance shall be as- 
sessed in the taxing district where its office is situate, upon the full 
amount of its capital stock paid in and accumulated surplus.” The 
defendant, a corporation organized under the laws of New Jersey, 
resisted an assessment made pursuant to this statute, claiming that 
New Jersey had no jurisdiction to tax its intangible property as it 
had acquired a “business situs” in New York, the commercial domicile 
of the corporation, and that consequently the statute violated the Four- 
teenth Amendment to the FEDERAL ConstTiTuTION. Held, that since 
no business situs in New York had been shown by the defendant, 
New Jersey’s jurisdiction to tax was not subject to any question of 
the possibility of double taxation. Newark Fire Insurance Co. v. 
State Board of Tax Appeals, 59 Sup. Ct. 918, 83 L. ed. (adv. op.) 
889 (U. S. 1939). 

Two opinions were handed down, four justices concurring in each. 
The first was written by Mr. Justice Reed. The second opinion, 
written by Mr. Justice Frankfurter, followed Cream of Wheat Co. v. 
Grand Forks County, 253 U. S. 325, 40 Sup. Ct. 558, 64 L. ed. 931 
(1920), holding that the state of incorporation, and thus of domicile, 
can tax all of the intangibles of the corporation even if they have a 
situs outside of the state. See also Virginia v. Imperial Coal Sales 
Co., 293 U. S. 15, 55 Sup. Ct. 12, 79 L. ed. 171 (1934). Conse- 
quently, here the corporation’s intangibles could be taxed whether a 
business situs existed in New York or not. As to the double taxation 
aspect see (1939) 8 Geo. Wasu. L. Rev. 243. 

The power of a state to tax is necessarily limited to subjects within 
that state’s jurisdiction. Thus, real estate, under the Fourteenth 
Amendment of the ConstITUTION, can only be taxed by the state in 
which it lies. As to personal property, the maxim “mobilia personam 
sequuntur” was applied at common law. In other words personal 
property was taxable at the owner’s domicile. This has been changed 
as to tangible personal property, which is taxable only in the state 
in which it is located, and if taxed by another state, as if taxed by the 
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state of the owner’s domicile, it is a violation of the due process clause 
of the Fourteenth Amendment. Union Refrigerator Transit Co. v. 
Kentucky, 199 U. S. 194, 26 Sup. Ct. 36, 50 L. ed. 150 (1905) ; 

Frick v. Pennsylvania, 268 U. S. 473, 45 Sup. Ct. 603, 69 L. ed. 1058 
(1923). As to intangible personal property, the general rule still is 
that it is taxable at the domicile of the owner. Blodgett v. Silberman, 
277 U. S. 1, 48 Sup. Ct. 410, 72 L. ed. 749 (1928) ; Cream of Wheat 
Co. v. Grand Forks County, supra; Virginia v. Imperial Coal Sales 
Co., supra. An exception has been made, however, when it is shown 
that such property has acquired a business situs elsewhere, and in 
such a case the state in which it has acquired a business situs can 
legally impose a tax on it. First Bank Stock Corp. v. Minnesota, 301 
U. S. 274, 57 Sup. Ct. 677, 81 L. ed. 1061 (1937); Wheeling Steel 
Corp. v. Fox, 298 U. S. 193, 56 Sup. Ct. 773, 80 L. ed. 1143 (1936) ; 
De Ganay v. Lederer, 250 U. S. 376, 39 Sup. Ct. 524, 63 L. ed. 1042 
(1919) ; Liverpool & London & Globe Insurance Co. v. Board of 
Assessors, 221 U. S. 346, 31 Sup. Ct. 550, 55 L. ed. 762 (1911) ; 
Orleans Assessors v. New York Life Insurance Co., 216 U. S. 517, 
30 Sup. Ct. 385, 54 L. ed. 597 (1910) ; Metropolitan Life Insurance 
Co. v. New Orleans, 205 U. S. 395, 27 Sup. Ct. 499, 51 L. ed. 853 
(1907) ; State Board of Assessors v. Comptoir National D’Escompte 
De Paris, 191 U. S. 388, 24 Sup. Ct. 109, 48 L. ed. 232 (1903) ; 
Bristol v. Washington County, 177 U. S. 133, 20 Sup. Ct. 585, 44 
L. ed. 701 (1900) ; New Orleans v. Stemple, 175 U. S. 309, 20 Sup. 
Ct. 110, 44 L. ed. 174 (1899) ; 2 Cootey, Taxation (4th ed. 1924) 
§ 465. It is stated in Kimball Co. v. Board of Commissioners, 99 
Kan. 302, 161 Pac. 644 (1916), that for a business situs, “the element 
of separation from the domicile of the owner and fairly permanent 
attachment to some foreign locality should appear, together with some 
business use of them or some power of managing, controlling, or 
dealing with them in a business way.” Temporary or transitory pres- 
ence is not enough. Each case seems to depend more or less on the 
circumstances, and no one factor is conclusive. Mere custody for 
safe keeping or collection is usually not sufficient. Hinckley v. San 
Francisco, 49 Cal. App. 668, 194 Pac. 77 (1920); Johnson County 
v. Hewitt, 76 Kan. 816, 93 Pac. 181 (1908). Continuity or a more 
or less permanent character is usually required. Hinckley v. San 
Francisco, supra; Johnson County v. Hewitt, supra; State Board of 
Assessors v. Comptoir National D’Escompte De Paris, supra; Metro- 
politan Life Insurance Co. v. New Orleans, supra. The concrete evi- 
dences of the debt need not be kept within the state. Metropolitan 
Life Insurance Co. v. New Orleans, supra; Liverpool & London & 
Globe Insurance Co. v. Board of Assessors, supra; Bristol v. Wash- 
ington County, supra. Further, the mere presence of the note within 
the state was held not enough, if it didn’t arise from business within 
the taxing state. Buck v. Beach, 206 U. S. 392, 27 Sup. Ct. 712, 51 
L. ed. 1106 (1907). Although business situs depends more on local- 
ization of the property or activity than on whether or not there is an 
agent, the authority vested in an agent in control, if there is an agent, 
has been important in some cases. State v. Pittsburgh Plate Glass 
Co., 147 Minn. 339, 180 N. W. 108 (1920); Endicott, Johnson & 
Co. v. Multnomah County, 96 Or. 679, 190 Pac. 1109 (1920) ; Com- 
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monwealth v. Green, 150 Ky. 339, 150 S. W. 353 (1912). In the 
last case it was said that the mere fact that property owned by a non- 
resident was in the hands of a resident agent did not make it taxable, 
since the power to tax in such a case depends upon how and for what 
purpose it is in the possession of the agent. The Newark Fire In- 
surance case held that no business situs in New York had been shown, 
and based this primarily on the fact that it had not been shown that 
the intangibles had arisen from business in New York State. Even 
though this fact would most likely be fatal to a business situs, the 
Court could well have held that there was a commercial domicile in 
that state, following Wheeling Steel Corp. v. Fox, supra. 

A few state decisions have given rise to the doctrine of commercial 
domicile—that when a business is localized in management and con- 
trol in one state, but the business extended into other states, the state 
in which the main office is located, and from which control is exerted, 
can tax to the full extent of the intangibles, even though the legal 
domicile is in another state. State v. Tennessee Coal, Iron, and R. 
Co., 188 Ala. 514, 66 So. 178 (1914); Commonwealth v. United 
Cigarette Mach. Co., 119 Va. 447, 89 S. E. 935 (1916) ; Union Tan- 
ning Co. v. Commonwealth, 123 Va. 610, 96 S. E. 780 (1918) ; In re 
Wheeling Steel Corp. Assessment, 115 W. Va. 553, 177 S. E. 535 
(1935). Other courts have held contra on the ground that a cor- 
poration can have only one domicile, its legal one. Foster-Cherry 
Commission Co. v. Caskey, 66 Kan. 600, 72 Pac. 268 (1903) ; Com- 
monwealth v. Consolidated Casualty Co., 170 Ky. 103, 185 S. W. 508 
(1916) ; American Barge Line Co. v. Board of Supervisors, 246 Ky. 
573, 55 S. W. (2d) 416 (1932); Chestnut Securities Co. v. Okla. 
Tax Commission, 173 Okla. 369, 48 P. (2d) 817 (1935); Ayer & 
Lord Tie Co. v. Keown, 122 Ky. 580, 93 S. W. 588 (1906). Note 
(1936) 104 A. L. R. 806. This doctrine seemingly was recognized 
by the Supreme Court in Wheeling Steel Corp. v. Fox, supra, in 
which a tax was allowed on all the intangibles of the Steel Corpora- 
tion, even though only about 20% of the intangibles were from busi- 
ness arising in West Virginia, the taxing state. The Court said that 
they were an integral part of the business, and that the corporation’s 
Delaware office, in which state it was incorporated, was merely a 
technical one. What was done in other states was controlled from 
the center of authority in West Virginia. In the Newark case, how- 
ever, the basis of the decision was that it was not shown that the in- 
tangible property had arisen from New York business, and at least 
the language is inconsistent. The Court seemed to say that an iden- 
tification with New York business would be required. “Nothing is 
shown as to the volume of the New York business in comparison with 
New Jersey or the other states. We are not told where business is 
accepted, moneys collected or insurance contracts made. . . . They 
(the securities) may be the result of insurance activities of many 
kinds, taking place far from New York.” The Court distinguished 
the Wheeling case saying that the intangibles in that case “were the 
indebtedness for or the proceeds of sales confirmed in West Virginia, 
attributable ‘to the place where they arise in the course of the business 
of making contracts of sale.’” There are, perhaps, three ways to view 
these two cases: (1) The Court may have thought that not enough 
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was shown to establish the control necessary for commercial domicile 
in New York. However, the Court did not stress the control aspect, 
which is necessary for commercial domicile, but based the decision 
entirely on business situs of the intangibles themselves, which was 
not sufficiently shown. (2) The decisions may be distinguished on 
the narrow ground that it was not shown that the contracts had to be 
accepted or confirmed by the New York office in the Newark case, 
while they did in the Wheeling case. (3) The Court may have felt 
that the Wheeling case went too far in recognizing the doctrine of 
commercial domicile. So far as the Court stresses the fact that it 
was not shown that the business arose in New York State, the de- 
cision seems contradictory to the Wheeling case, where 80% of the 
business expenditures were made in other states, and even the prin- 
cipal manufacturing plants were located in other states. Only 24% 
of the shipments were made from West Virginia. Sales offices were 
located in various cities in other states, but subject to acceptance or 
rejection at Wheeling. The Wheeling case stressed control of the 
business giving rise to the intangibles, irrespective of where that busi- 
ness was located, but the Newark case stressed the place where the 
business arose, and ignored the factor of control from one state of in- 
tangibles in other states, which was relied on in the Wheeling case. 
The net result is that grave doubt has been cast on the whole doctrine 
of “commercial domicile” considered as a determining factor with 
reference to jurisdiction to tax under the Fourteenth Amendment. 


R. M. L. 


TAXATION — CONSTITUTIONAL LAw — DovusBLe TAXATION OF A 
Trust.—Decedent, domiciled in Tennessee, while living transferred 
to a corporate trustee doing business in Alabama, certain stocks and 
bonds which were to be held in trust. The income from which was 
to be paid to the settlor for life and then to her husband and children. 
She reserved the power to remove the trustee, direct the sale of the 
trust property and to dispose of the trust estate by her last will. She 
died leaving a will which created a trust of the same stocks and bonds 
with the identical trustee and similar beneficial interests. Her Ala- 
bama and Tennessee executors sought in the Tennessee Chancery 
court a declaratory judgment determining which state had the right 
to tax the corpus of the trust. The Supreme Court of Tennessee in 
reversing the chancery court, decreed the trust taxable in Tennessee 
only. Alabama tax officials appealed to the Supreme Court of the 
United States. Held, that the benefits and protection of the laws of 
both states were required in order to effectuate this transmission, 
therefore, both states could levy succession taxes. Curry v. McCan- 
less, 59 Sup. Ct. 900 (U. S. 1939). 


Four judges dissented on the ground that the trust property had 
acquired a situs in Alabama for taxation purposes. For a discussion 
of situs to tax see (1939) 8 Gro. Wasu. L. Rev. 240. Inheritance 
or succession taxes are based upon the privilege of transferring or the 
receipt of some interest of the deceased. Knowlton v. Moore, 178 
U. S. 1, 20 Sup. Ct. 780, 44 L. ed. 953 (1900). The federal tax is 
on the right to transfer exercised by the decedent. New York Trust 
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Co. v. Eisner, 256 U. S. 345, 41 Sup. Ct. 506, 65 L. ed. 620 (1921). 
State taxation is usually based on the right to receive. State v. Clay- 
ton, 162 Tenn. 368, 38 S. W. (2d) 551 (1931); 4 CooLey, Taxa- 
TION (1924) § 1722, n. 10,11. The transfer need not be of an actual 
property right. Orr v. Gilman, 183 U. S. 278, 22 Sup. Ct. 213, 46 
L. ed. 196 (1928) (state inheritance taxation of the exercise of the 
power of appointment by will) ; Chanler v. Kelsey, 205 U. S. 466, 
27 Sup. Ct. 550, 51 L. ed. 882 (1906) (use of a power of appointment 
given by deed); Bullen v. Wisconsin, 240 U. S. 625, 36 Sup. Ct. 
474, 60 L. ed. 830 (1916) (absolute power and control over a trust 
fund exercised by settlor); cf. Wachovia Bank & Trust Co. v. 
Doughton, 272 U. S. 567, 47 Sup. Ct. 202, 71 L. ed. 413 (1926) 
(exercise in North Carolina of a power of appointment given under 
a will probated in Massachusetts). The extinguishment by death of 
the reserved power to revoke a trust by the settlor alone or in con- 
junction with another is a taxable transfer. Keeney v. New York, 
222 U. S. 525, 32 Sup. Ct. 105, 56 L. ed. 299 (1912) ; Saltonstall v. 
Saltonstall, 276 U. S. 260, 48 Sup. Ct. 225, 72 L. ed. 565 (1928) ; 
Helvering v. City Bank Farmer Trust Co., 296 U. S. 85, 56 Sup. Ct. 
70, 80 L. ed. 62 (1935). Employing a theoretical approach, the ma- 
jority of the Court in the principal case ignored the trustee’s legal 
title under the indenture and found that title passed under the will. 
This was in accord with the Supreme Court of Tennessee’s holding 
in the case. Nashville Trust Co. v. Stokes, 118 S. W. (2d) 228 
(Tenn. 1938). The right of Alabama also to tax was attributed to 
the control and protection given by the laws of that state to the trust 
property. Support for this theory of taxation, which permeated the 
whole of the opinion, can be found in at least two recent cases. New 
York ex rel. Cohn v. Graves, 300 U. S. 313, 57 Sup. Ct. 467, 81 L. 
ed. 666 (1937); (1937) 5 Geo. Wasu. L. Rev. 918; First Bank 
Stock Corporation v. Minnesota, 301 U. S. 234, 57 Sup. Ct. 667, 81 
L. ed. 1061 (1937) ; (1937) 6 Geo. Wasu. L. Rev. 143. The once 
condemned leading case on double taxation, Blackstone v. Miller, 188 
U. S. 189, 23 Sup. Ct. 603, 47 L. ed. 439 (1903), would appear to be 
rejuvenated under the instant holding. The Supreme Court in Black- 
stone v. Miller, upheld the right of New York to subject to an in- 
heritance tax the bank account of a deceased domiciliary of Illinois. 
Illinois had previously taxed the transfer of the property under a will. 
For a time, double taxation by the states was regarded as being on 
the way out. See, Brown, Multiple Taxation by the States—W hat 
is Left of It (1935) 48 Harv. L. Rev. 407. The broad back of the 
due process clause was invoked to hold such taxation unconstitutional. 
Farmers Loan and Trust Co. v. Minnesota, 280 U. S. 204, 50 Sup. 
Ct. 436, 74 L. ed. 371 (1930) (denial of the right to levy an in- 
heritance tax on municipal bonds owned by a non-resident). Tan- 
gibles seem still to enjoy this protection. Union Refrigerator Transit 
Co. v. Kentucky, 199 U. S. 194, 26 Sup. Ct. 36, 50 L. ed. 150 (1905) ; 
Frick v. Pennsylvania, 268 U. S. 473, 45 Sup. Ct. 603, 69 L. ed. 1058 
(1925). In the intangible field, a different trend can be noted. In- 
come may be taxed at the domicile of the recipient and at the place 


where earned. Shaffer v. Carter, 252 U. S. 37, 40 Sup. Ct. 221, 64 
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L. ed. 445 (1920); Lawrence v. State Tax Commission, 286 U. S. 
276, 52 Sup. Ct. 556, 76 L. ed. 1102 (1932); New York ex rel. Cohn 
v. Graves, supra; Guaranty Trust Co. v. Virginia, 305 U. S. 19, 59 
Sup. Ct. 1, 83 L. ed. (adv. op.) 33 (1938). A property tax on shares 
of stock can be levied by the state of incorporation and at the owner’s 
domicile. Tappan v. Merchants National Bank, 19 Wall. 490, 22 
L. ed. 189 (U. S. 1874) ; Corry v. Baltimore, 196 U.S. 466, 25 Sup. 
Ct. 297, 49 L. ed. 556 (1905); First Bank Stock Corporation v. 
Minnesota, supra; Schuylkill Trust Co. v. Pennsylvania, 302 U. S. 
506, 58 Sup. Ct. 295, 82 L. ed. 392 (1938). This is not true, how- 
ever, of a property tax on trust property. The beneficiary of a trust 
cannot be subjected to a property tax by his domiciliary state on the 
trust property held by the trustee in another jurisdiction. Safe De- 
posit & Trust Co. v. Virginia, 280 U. S. 8, 50 Sup. Ct. 59, 74 L. ed. 
180 (1929); Senior v. Braden, 295 U. S. 422, 55 Sup. Ct. 800, 79 
L. ed. 1520 (1935). Curry v. McCanless, supra, and its companion 
case decided the same day, Graves v. Elliott, 59 Sup. Ct. 913 464 S. 
1939), point the way in inheritance taxation. G. M 


TRADE REGULATION—SHERMAN ACT—DISTRIBUTORS AND EXHIB- 
ITORS OF COPYRIGHTED Motion PicTuRE F1LM—COoNSPIRACY IN RE- 
STRAINT OF TRADE.—The defendants include some eight corporations 
who are distributors of about 75% of all first-class feature motion 
pictures in the United States and some two corporations who are 
exhibitors of motion pictures in Texas and New Mexico and have a 
complete monopoly of first-run theatres in six Texas cities. Upon a 
specific remand by the Supreme Court, 304 U. S. 55, 58 Sup. Ct. 768, 
82 L. ed. 1146 (1938), as a result of a prior appeal brought by the 
defendants, the district court found the following facts as required 
by Equity Rule 70%. O’Donnell, manager of Interstate and Texas 
Consolidated, the exhibitor defendants, addressed a circular letter to 
the Texas branch managers of each of the distributor defendants 
stating that Interstate, in contracting for pictures for the coming sea- 
son, would insist that any picture shown first-run in an Interstate 
theatre at an admission price of 40 cents or more must not be ex- 
hibited in the subsequent-run theatres (Interstate’s competitors) at 
less than 25 cents at any future time and must never be exhibited in 
conjunction with another feature picture. These price restrictions 
represented an increase of at least 66% in minimum admission price. 
Previously each distributor having double billing restrictions in its 
licensing contracts with subsequent-run exhibitors was free to aban- 
don or waive them at any time, but the O’Donnell proposal would 
cause the distributors to bind themselves to maintain such restrictions. 
These restrictions constituted “a novel and important departure from 
prior practice.” Hoblitzelle, president of the exhibitor defendants, 
and O’Donnell conferred at various times with representatives of 
each distributor. The branch managers of the distributors had no au- 
thority to agree to the proposed restrictions. The distributor defend- 
ants did thereafter impose such restrictions upon subsequent-run 
exhibitors. The provisions imposing the restrictions in the various 
contracts of the distributors differed slightly in phraseology, “but the 
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substance of the restrictions imposed by each distributor defendant 
was the same.” The distributor defendants, at the trial, did not call 
from outside Texas superior officials who had negotiated the new sea- 
son contracts and who were the only persons who could have given 
testimony to refute the government’s most important charge, viz., 
that in agreeing with Interstate the distributor defendants “‘acted pur- 
suant to an agreement or understanding among themselves.” Held, 
that the distributor defendants agreed and conspired among them- 
selves and with the exhibitor defendants to impose the demanded re- 
strictions on all subsequent-run exhibitors in Dallas, Fort Worth, 
Houston and San Antonio; that the imposed restrictions constituted 
a restraint of interstate commerce in violation of the Sherman Act; 
that copyrights cannot be used as implements for restraining com- 
merce; that the distributors be enjoined from enforcing the restric- 
tions in their licensing agreements with subsequent-run exhibitors. 
Aff'd, Interstate v. United States, Paramount Pictures v. United 
States, 306 U. S. 208, 59 Sup. Ct. 467, 83 L. ed. (adv. op.) 444 
(1939). 

It is, of course, elementary that conspiracies are seldom capable of 
proof by direct testimony, “and may be inferred from the things ac- 
tually done.” Eastern States Retail Lumber Dealers’ Ass'n v. United 
States, 234 U. S. 600, 612, 34 Sup. Ct. 951, 58 L. ed. 1490 (1914) ; 
United States v. Schrader’s Sons, Inc., 252 U. S. 85, 99, 40 Sup. Ct. 
251, 64 L. ed. 471 (1920). It would seem equally proper to draw 
inferences from deliberate inaction. Thus the distributors’ failure to 
call superior officials as witnesses would seem to be evidence of con- 
certed action, particularly when considered with the evidence of sub- 
stantial unanimity of action taken by those officials. Furthermore, 
such action involved far-reaching and novel changes in distribution 
policy. Silence, therefore, when found in these surroundings, would 
seem to afford presumptions against those who remain silent. Kirby 
v. Tallmadge, 160 U. S. 379, 383, 16 Sup. Ct. 349, 40 L. ed. 463 
(1896) ; Mammoth Oil Co. v. United States, 275 U. S. 13, 52, 48 
Sup. Ct. 1, 72 L. ed. 137 (1927); Local 167 v. United States, 291 
U. S. 293, 298, 54 Sup. Ct. 396, 78 L. ed. 809 (1934) (the Court 
considered silence to be strong confirmation of conspiracy charge). 
The Court here thought so, and it is submitted, rightly so. O’Donnell 
invited the distributors to participate in a plan which would un- 
doubtedly be financially beneficial to each if all adopted it. ‘Men in 
general are so easily persuaded to do that which will obviously prove 
profitable. . . .” American Column and Lumber Co. v. United 
States, 257 U. S. 377, 407, 42 Sup. Ct. 114, 66 L. ed. 284 (1921) 
(“open competition plan” of one-third of the hardwood manufacturers 
held a violation of the Sherman Act). A conspiracy may be made 
out by simply showing that there was a working toward a common 
purpose through a tacit understanding or agreement. Vitagraph Inc. 
v. Perelman, 95 F. (2d) 142, 147 (C. C. A. 3d, 1936), cert. den. 
83 L. ed. 14 (1938) (suit in equity for injunction by an operator of 
a theatre against the distributors of over 50% of the motion pictures 
in U. S.); Farmers’ Livestock Comm. v. United States, 54 F. (2d) 
375 (Ill. 1931). 
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The Sherman Act broadly condemns all combinations and con- 
spiracies which unreasonably restrain the free flow of trade in inter- 
state commerce. Eastern States v. United States, supra, Standard 
Oil Co. of N. J. v. United States, 221 U. S. 1, 31 Sup. Ct. 502, 55 
L. ed. 619 (1911). Some state courts have even condemned com- 
binations, as such, particularly when directed toward boycotts, as 
being “obnoxious to the common law.” Bailey v. Ass’n of Master 
Plumbers, 103 Tenn. 99, 52 S. W. 853 (1899). Other courts at 
common law, however, considered competition to be a justification 
when the concerted action damaged the trade of another. Mogul v. 
McGregor, (1889) 23 Q. B. D. 598. For further cases see OpPEN- 
HEIM, CASES ON TRADE REGULATION (1936) at page 672 et seq. 
Of course, where the acts of the individuals or conspirators were torts, 
per se, the injured competitor could recover. See cases cited in 
Mogul v. McGregor, supra at 614. 

That the restrictions imposed were necessary to protect the busi- 
ness of either the exhibitor or distributor defendants is not recognized 
as a legal justification, even though it may be an economic justification. 
Eastern States v. United States, supra. Congress has spoken and 
enunciated a policy which must prevail over the mere personal right 
to trade; cf. Appalachian Coals, Inc. v. United States, 288 U. S. 
344, 53 Sup. Ct. 471, 77 L. ed. 825 (1933) (in holding no undue 
restraint of trade the Court considered the “deplorable economic con- 
dition” of the coal industry where the defendants did not possess 
power to fix the price of coal on the consuming markets); Wm. 
Filene’s Sons Co. v. F. O. G. A., 90 F. (2d) 556 (C. C. A. 1st, 1937) 
(in holding a boycott not actionable the court considered the motive 
of the Guild—to fight the evil of design piracy—where it did not dom- 
inate the dress industry) ; United States v. Sugar Institute, Inc., 15 
F. Supp. 817, 899 (N. Y. 1934) decree modified, 297 U. S. 553, 56 
Sup. Ct. 629, 80 L. ed. 859 (1936) (“It is unnecessary to discuss at 
length primary as distinguished from secondary boycott . . . because 
a concerted refusal to deal with an individual . . . may be legal if 
proper justification therefor be proved by the boycotter. . .”). Fur- 
thermore, it is well settled that a restraint is not to be justified by the 
fact that “the participants in the combination or conspiracy may have 
some object beneficial to themselves.” Paramount v. United Motion 
Picture Theatre Owners, 93 F. (2d) 714, 720 (C. C. A. 3d, 1937) 
(secondary boycott by independent exhibitors against Paramount be- 
cause of alleged unethical business practices) ; Duplex Co. v. Deering, 
254 U. S. 443, 41 Sup. Ct. 172, 65 L. ed. 349 (1921), Lawlor v. 
Loewe, 235 U. S. 522, 35 Sup. Ct. 170, 59 L. ed. 341 (1915). 

The owner of a copyrighted motion picture film has the right to 
grant restrictive licenses and to impose reasonable restrictions upon 
the licensee. Manners v. Morosco, 252 U. S. 317, 40 Sup. Ct. 335, 
64 L. ed. 590 (1920) ; United States v. General Electric, 272 U. S. 
476, 489, 47 Sup. Ct. 192, 71 L. ed. 362 (1926); (1939) 7 Geo. 
Wash. L. Rev. 657. Although the courts at one time have expressed 
some doubt as to whether cases under the patent statute are con- 
trolling in copyright cases, Bobbs-Merrill v. Straus, 210 U. S. 339, 
28 Sup. Ct. 722, 52 L. ed. 1086 (1908) it would seem that the ex- 
clusive right to make, use and vend, as conferred by R. S. 4884, is 
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quite analogous to the sole right to vend, as conferred by R. S. 4952. 
United States v. Dubilier, 289 U. S. 178, 53 Sup. Ct. 554, 77 L. ed. 
1114 (1933) ; dissent in Interstate v. United States, supra. A copy- 
right owner acting individually can control the price at which his 
licensee may sell the copyrighted article. United States v. General 
Electric, supra, although it seems quite doubtful whether he could 
control the price of and the use with uncopyrighted film. Motion 
Picture Patents Corp. v. Universal Film Co., 243 U. S. 502, 37 Sup. 
Ct. 416, 61 L. ed. 871 (1917); Carbice Corp. v. American Patents 
Corp., 283 U. S. 27, 51 Sup. Ct. 334, 75 L. ed. 819 (1931). 

However, assuming that the restrictions here imposed could have 
been lawfully imposed by a single copyright owner through a licensing 
agreement, it by no means follows that a group of copyright owners 
acting in concert and with others can lawfully impose such restrictions 
on competitors of some of the conspirators. International Business 
Machines Corp. v. United States, 298 U. S. 131, 56 Sup. Ct. 701, 80 
L. ed. 1085 (1936); Paramount Famous Lasky Corp. v. United 
States, 282 U. S. 30, 51 Sup. Ct. 42, 75 L. ed. 145 (1930) ; Standard 
Sanitary Mfg. Co. v. United States, 226 U. S: 20, 33 Sup. Ct. 9, 57 
L. ed. 107 (1912). “An act lawful when done by one may become 
wrongful when done by many acting in concert.” F. T. C. v. Ray- 
mond Bros., 263 U. S. 565, 574, 44 Sup. Ct. 162, 68 L. ed. 448 
(1924) ; Hills Bros. v. F. T. C., 9 F. (2d) 481, 485 (C. C. A. 9th, 
1926) cert. den., 270 U. S. 662 (1926). Even though the result 
sought to be accomplished be within the statutory monopoly, if an 
unlawful means is used to accomplish the result, the means may be 
stricken down. R. C. A. v. Lord, 28 F. (2d) 257 (C. C. A. 3d, 
1928), cert. den. 278 U. S. 648 (1928); I. B. M. v. United States, 
supra. 

The distributors, in this case, with their separate agreements did, 
as a matter of practical result, obstruct the second-run exhibitors’ 
access to the first-run feature picture market. Furthermore, these 
separate agreements caused enhancement of prices. Such agreements 
in restraint of trade would seem to be clearly unreasonable. The dis- 
sent concludes by stating that since the copyright owners could have 
refused entirely to deal with the subsequent-run exhibitors, they could, 
therefore, do a less drastic thing, that is, deal with them but materially 
limit these dealings. Again, this reasoning is based upon an artificial 
analysis which “separately considers” the eight agreements. Under 
the Anti-Trust laws an individual clearly can select his customers, 
Great Atlantic and Pacific Tea Co. v. Cream of Wheat, 227 Fed. 46 
(C. C. A. 2d, 1915), but where a combination refuses to deal the 
resulting boycott is condemned under the Sherman Act. Eastern 
States v. United States, supra; Binderup v. Pathe Exchange, 263 
U. S. 291, 44 Sup. Ct. 96, 68 L. ed. 308 (1923). A. L. B. R. 








